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Docket Entries 


1962 
Mar. 13—Complaint, appearance, filed 


Mar. 13—Summons, copies (3) and copies (3) of Complaint 
issued deft ser 3-14-62; Atty Gen ser 3-15-62; U.S. Atty 
ser 2-14-62 


Apr. 26—Answer of deft to complt; ¢/m 4-24-62; Appear- 
ance of C. W. Moore. filed. 


Apr. 26—Calendared. (N) 


1963 
Mar. 12—Trial begun and concluded ; brief to be submitted 
20 days after receipt of transcript; Jackson, J. 


May 10—Brief for plaintiff, exhibit. filed 
Sep. 20—Trial Brief of plaintiff. filed 
Sep. 20—Brief of Defendant. filed 

Sep. 20—Reply Brief of Defendant. filed 
Sep. 20—Reply Brief of Plaintiff. filed 


Sep. 20—Transcript of Official Court Reporter, Jack 
Maher, pages 1-92, Court’s copy filed 


Sep. 20—Memorandum Opinion dismissing complaint (N) 
Jackson, J. 


Sep. 20—Order dismissing complaint. (N) Jackson, J. 


Nov. 14—Notice of appeal by plaintiff from Order of Sep- 
tember 20, 1963, Copies mailed to U.S. Attorney, C. W. 
Moore and Atty. Gen. filed 


Nov. 14—Exhibits by plaintiff No. 1 & 2. filed 


Nov. 23—Official Transcript of testimony, March 12, 1963, 
pp. 92 (Rep.: Jack Mahler) (Plaintiff’s copy) filed 


Nov. 26—Exhibits +:1 & #2 by defendant. filed 
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' Dec. 3—Order allowing appellant to deposit the sum of 

$250.00 in lien of filing bond for costs on appeal. (N) 

Jackson, J. 

| Dec. 10—Deposit by Palmer of $250.00 cash in lieu of cost 

bond on appeal. 

' Dec. 23—Record on Appeal delivered to U.S.C.A. Deposit 

by Carroll Palmer 95¢ 

| Dec. 23—Receipt from U.S.C.A. for original papers. filed 

| Dec. 30—Record on Appeal returned from USCA for fail- 

ure of pltf to docket record in USCA within prescribed 
time. filed 

Dec. 31—Preliminary Record on Appeal delivered to U.S. 
C.A.; Deposit by Palmer $.65 


Dec. 31—Receipt from U.S.C.A. for Preliminary Record 
filed 


IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 


Civil Action No. 830-62 


Joserx Wivxier, 1616 E. Huntington Drive, 
Duarte, California, Plaintiff’, 


Vv. 


Davin Lapp, Commissioner of Patents, Washington 25, D.C., 
in his official capacity and as an individual, Defendant. 


Complaint to Prevent Forfeiture of Rights in Applications for 
Letters Patent and Other Relief 

Plaintiff, by his attorney, complains and alleges as fol- 
lows: 

1. Plaintiff, Joseph Winkler, is a citizen and resident of 
the United States of America. 

2. Defendant, David L. Ladd, is Commissioner of Pat- 
ents and is sued in this capacity and as an individual. 
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3. The jurisdiction of this Court is based upon 5 US.C., 
Section 1009; 28 U.S.C., Sections 1331, 2201 and 2202; and 
35 U.S.C., Sections 6 and 133. 


4. This is an action to prevent plaintiff’s property 
rights in two applications for United States Letters Pat- 
ents, to be more fully identified hereinafter, from being 
forfeited without due process of law by action of the de- 
fendant which is arbitrary and not in accordance with law. 


Count 1 


5. On September 12, 1955, plaintiff filed application for 
U.S. Letters Patent in the United States Patent Office as 
Serial No. 533,764 for ‘‘Method and Apparatus for Pro- 
ducing Closed Call Polyurethanes”’. The invention covered 
by the application was made during plaintiff’s employment 
with American Collo Corporation, which was a corporation 
of New York and had its principal place of business in 
Ridgefield, New Jersey. 


6. The said U.S. patent application Serial No. 533,764, 
was, in August of 1956, assigned by the plaintiff to the 
American Collo Corporation by instrument duly recorded 
in the U.S. Patent Office on Reel 197 at Frame 107. By 
separate agreement between plaintiff and the American 
Collo Corporation, termination by the plaintiff of his em- 
ployment with the American Collo Corporation would re- 
sult in reassignment of a 20% interest in said application 
to plaintiff. 


7. Plaintiff terminated his employment with American 
Collo Corporation on or about January 2, 1957, and, in ac- 
cordance with the aforementioned agreement, American 
Collo Corporation assigned to plaintiff a 20% interest in 
application Serial No. 533,764 by an instrument duly re- 
corded in the United States Patent Office on February 25, 
1957, at Reel 294, Frame 178. 
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8. Plaintiff is presently the record owner of the entire 
right, title and interest in and to said application Serial 
No. 533,764 through an assignment of the residual 80% 
interest in the application held by American Collo Cor- 
poration by instrument duly recorded on August 7, 1961, 
in the United States Patent Office at Reel 1018, Frames 
244 and 246. This assignment of the residual 80% interest 
was acquired by order of the Bergen County Court, Pro- 
bate Division, State of New Jersey, dated April 14, 1961, 
from the assignee for the benefit of creditors of the Ameri- 
can Collo Corporation. 


9. Plaintiff has actively and diligently sought to main- 
tain his property rights in said application Serial No. 
533,764 and has not abandoned such rights nor authorized 
any attorney, agent, representative or other third party to 
abandon such rights. The Commissioner of Patents has, 
however, taken action which if not set aside by this court, 
will cause plaintiff’s rights in said application to be for- 


feited. The following is a chronology of major events in 
the record of prosecution of said application Serial No. 
533,764 up to the date of filing this complaint: 


a. Following the filing of the application, it was duly 
processed and examined in the Patent Office and on 
June 25, 1956, an Official action was issued by the 
Patent Examiner allowing two claims of the applica- 
tion while rejecting the remaining claims. These two 
claims remain allowed in the application. 


b. On December 24, 1956, the American Collo Cor- 
poration, through its attorney, responded to the above 
action and amended the application requesting recon- 
sideration of the rejections and allowance of all the 
claims. 


ce. On January 2, 1957, the plaintiff terminated his 
employment with the American Collo Corporation and, 
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as set out above, received the 20% assignment of in- 
terest in the subject application. 


d. On or about February 10, 1957, in response to 
inquiry from plaintiff, an official of the American Collo 
Corporation sent plaintiff a letter containing assur- 
ances that prosecution of said application would be 
continued. 


e. On February 26, 1957, plaintiff advised American 
Collo Corporation, through its officials, that he would 
be willing to take over the prosecution of said patent 
application should American Collo Corporation desire 
to drop prosecution of it. 


f. On August 29, 1957, a second Official action in the 
subject application was issued by the Examiner. This 
action repeated allowance of claims 4 and 6, but again, 
and finally, rejected claims 1-3, 5 and 7-20. 


g. Sometime during the summer of 1957, plaintiff 


unofficially heard that American Collo Corporation had 
experienced financial difficulty and that they had en- 
tered bankruptcy proceedings. Prompted by this in- 
formation, plaintiff contacted former officers of the 
American Collo Corporation from time to time and 
was orally advised that the subject patent application 
was being duly processed. On August 12, 1958, plain- 
tiff communicated with the former president of Ameri- 
can Collo Corporation requesting information as to the 
prosecution of the application. Plaintiff was advised 
in reply that lawyers were handling the prosecution 
of said application and that necessary information was 
furnished them in the event that they should require 
plaintiff’s assistance in continuing the prosecution. 


h. In or about September, 1960, plaintiff was for 
the first time advised through former officers of Amer- 
ican Collo Corporation that attorneys for the assign- 


7 


ment for the benefit of creditors, the company had 
allowed said application to become abandoned. 


i. On September 26, 1960, plaintiff retained counsel 
for the purpose of ascertaining the status of the sub- 
ject application in the Patent Office and to have the 
necessary steps taken to protect his rights in said ap- 
plication. 


j. On March 3, 1961, following necessary work to 
prepare required documents and obtain information, 
plaintiff filed through his attorney, a petition to the 
Commissioner of Patents seeking revival of his appli- 
cation Serial No. 533,764. Such petition was filed in 
accordance with Rule 137 of the ‘‘Rules of Practice of 
the United States Patent Office in Patent Cases’’ which 
exists by reason of 35 U.S.C. 133. A power of at- 
torney for said counsel was filed at the same time. 


k. In support of his petition for revival, plaintiff 
presented extensive evidence establishing (a) that his 
delay in failing to prosecute the application within 
six months after the Examiner’s action was unavoid- 
able and (b) that plaintiff had at no time intended the 
abandonment of said application and had relied on 
promises by the officers of American Collo Corpora- 
tion that the corporation or its successors would notify 
plaintiff if abandonment of said application was at any 
time contemplated. 


1. On March 30, 1961, defendant notified plaintiff’s 
attorney that the power of attorney to prosecute the 
application before the Patent Office and process the 
petition to revive had not been accepted and that 
further papers would need to be filed before action on 
the application could be effected. 


m. On May 2, 1961, assignment of the residual 80% 
interest in the application from American Collo Cor- 
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poration to plaintiff was filed in the Patent Office. 
This disposed of defendant’s formal objections to the 
power of attorney as stated in the Official letter of 
March 30, 1961. 


n. On May 19, 1961, having received no action on 
the matter from the Patent Office, a request for action 
on the application was filed in the Patent Office. 


o. On June 20, 1961, no action on the petition having 
yet been issued by defendant, further verified show- 
ings in support of the petition to revive were filed on 
behalf of the plaintiff with the Patent Office. 


p. On November 6, 1961, defendant at last issued an 
action on plaintiff’s petition to revive the application. 
This action denied the petition for reasons hereinbelow 
stated: 


q. On December 18, 1961, plaintiff filed a request 
for reconsideration of defendant’s denial of the peti- 
tion to revive. 


r. On January 5, 1962, the request for reconsidera- 
tion was denied. 


10. The action of defendant in denying plaintiff’s peti- 
tion to revive application Serial No. 533,764 is based upon 
the following findings and conclusions: 


a. Defendant’s action of November 6, 1961, is 
founded on the conclusion that: 


“The control of this case was vested in the assignee 
for the benefit of creditors during the period for re- 
sponse and his decision to abandon is binding on the 
applicant Winkler, regardless of any collateral equi- 
ties.’” 


The action of January 5, 1962, repeats this con- 
clusion that the action of the assignee for the benefit 
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of creditors of American Collo Corporation was bind- 
ing upon plaintiff and was capable of disposing of 
plaintiff’s minority interest in the joint property. 


b. Defendant’s action of January 5, 1962, is founded 
in part on the conclusion that: 


‘While the petitioner had offered to assume prose- 
cution of the case should American Collo decide to 
drop it, such offer was conditioned upon American 
Collo first satisfying any outstanding attorney fees. 
Since American Collo’s inability was a factor in Mr. 
Feldman’s decision not to prosecute further, it must 
be considered doubtful that petitioner would have as- 
sumed prosecution had he been contacted by Mr. Feld- 
man at that time.”’ 


There is no evidence whatever of record upon which 
to find that plaintiff would not have assumed prosecu- 
tion of the application had he known that American 
Collo was intending to abandon the application. Two 
claims had been allowed in the application and plain- 
tiff could have issued the application as a patent with 
these two claims simply by cancelling the rejected 
claims and paying the final fee of only $30.00. Plain- 
tiff’s right to prosecute the application before the 
Patent Office, in view of his recorded 20% interest 
therein, was in no way dependent upon payment of 
past attorney fees. 


c. The action of January 5, 1962, also contains the 
conclusion that: 


“Tt seems apparent from Mr. Feldman’s affidavit 
that he believed this application came into his posses- 
sion as the assignee for benefit of American Collo’s 
creditors, the petitioner’s then minor interest notwith- 
standing. Such belief would certainly appear reason- 
able to the extent of American Collo’s 80% interest, 
which was held in common with petitioner’s interest.’’ 
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d. The action of January 5, 1962, also involves the 
conclusion by defendant that plaintiff relied for in- 
formation concerning the status of application Serial 
No. 533,764 upon the wrong party, ie., that plaintiff 
made a fatal mistake in relying upon information from 
officials of American Collo Corporation for such in- 
formation rather than applying to Mr. Feldman (the 
assignee for the benefit of creditors), Mr. Striker, 
(patent attorney for American Collo, who did not even 
know plaintiff was a joint owner or entitled to infor- 
mation about the application) or the Patent Office for 
the information. 


11. 35 U.S.C. Section 113 provides that the defendant 
shall not treat an application as abandoned if the delay in 
response to an Official action is shown to be unavoidable. 
Defendant has by erroneous application of law and fact, 
attributed to plaintiff responsibility for acts of third par- 
ties not in privity with plaintiff, done without his knowl- 
edge and against his specific intent; imputed power to 
third parties, not in privity with plaintiff, to dispose of 
property in which plaintiff is jot owner without plain- 
tiff’s consent or knowledge or without plaintiff being made 
a party thereto purely on the basis of an alleged ‘‘belief”’ 
by said third parties; and sustained wrongful handling of 
joint property by an assignee for the benefit of creditors. 
Defendant has thereby denied the plaintiff the right to 
prosecute his application and the opportunity to obtain the 
right of enjoyment of his inventive ideas as represented 
by the said allowed claims and as guaranteed by 35 U.S.C. 
101 and Article 1, Section 8 of the Constitution of the 
United States. Such denial is arbitrary and contrary to 
law, amounts to deprivation of property without due 
process of law, denies to the plaintiff his rights under the 
5th amendment to the Constitution of the United States, 
and, if not set aside under the provisions of 5 U.S.C. 1009, 
will result in irreparable injury to plaintiff. 
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Count 2 


12. On August 9, 1956, plaintiff filed application for U.S. 
Letters Patent in the United States Patent Office as Serial 
No. 603,152 for ‘‘Method of Producing Open Cell Cellular 
Polyurethane Bodies.’? The invention covered by the ap- 
plication was made during plaintiff’s employment with 
American Collo Corporation, which was a corporation of 
New York and had its principal place of business in Ridge- 
field, New Jersey. 


13. In August of 1956, the said U.S. patent application 
was assigned by the plaintiff to the American Collo Corpo- 
ration by instrument duly recorded in the U.S. Patent 
Office on Reel 227, Frame 517. By separate agreement be- 
tween plaintiff and the American Collo Corporation, termi- 
nation by the plaintiff of his employment with the Ameri- 
can Collo Corporation would result in reassignment of a 
20% interest in said application to plaintiff. 


14. Plaintiff terminated his employment with American 
Collo Corporation on or about January 2, 1957, and, in 
accordance with the aforementioned agreement, American 
Collo Corporation assigned to plaintiff a 20% interest in 
application Serial No. 603,152 by an instrument duly re- 
corded in the United States Patent Office on February 25, 
1957, at Reel 294, Frame 178. 


15. Plaintiff is presently the record owner of the entire 
right, title and interest in and to said application Serial 
No. 603,152 through an assignment of the residual 80% 
interest in the application held by American Collo Corpo- 
ration by instrument duly recorded on August 7, 1961, in 
the United States Patent Office at Reel 1018, Frames 244 
and 246. This assignment of the residual 80% interest 
was acquired by order of the Bergen County Court, Pro- 
bate Division, State of New Jersey, dated April 14, 1961, 
from the assignee for the benefit of creditors of the Ameri- 
can Collo Corporation. 
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16. Plaintiff has actively and diligently sought to main- 
tain his property rights in said application Serial No. 
603,152 and has not abandoned such rights nor authorized 
any attorney, agent, representative or other third party 
to abandon such rights. The Commissioner of Patents has, 
however, taken action which if not set aside by this court, 
will cause plaintiff’s rights in said application to be for- 
feited. The following is a chronology of major events in 
the record of prosecution of said application Serial No. 
603,152 up to the date of filing this complaint: 


a. Following the filing of the application, it was 
duly processed and examined in the Patent Office on 
January 30, 1957. An Official action was issued by the 
Patent Examiner requiring restriction of claims 1, 2 
and 12 to 15 inclusive and claims 3-11 inclusive be- 
cause the two groups of claims allegedly recited dis- 
tinct inventions from each other. 


b. On January 2, 1957, the plaintiff terminated his 


employment with the American Collo Corporation as 
set out above and received the 20% assignment of in- 
terest in the subject application. 


c. On or about February 10, 1957, in response to in- 
quiry from plaintiff, an official of the American Collo 
Corporation sent plaintiff a letter containing assur- 
ances that prosecution of said application would be 
continued. 


d. On February 26, 1957, plaintiff advised American 
Collo Corporation through its officials that he would 
be willing to take over the prosecution of said patent 
application should American Collo Corporation desire 
to drop prosecution of it. 


e. On April 17, 1957, plaintiff instructed an official 
of the American Collo Corporation to comply with the 
Examiner’s requirement for restriction and divide the 
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subject application into two separate applications as 
requested. 


f. Sometime during the summer of 1957, plaintiff 
unofficially heard that American Collo Corporation had 
experienced financial difficulty and they had entered 
bankruptcy proceedings. Prompted by this informa- 
tion, plaintiff contacted former officers of the Ameri- 
can Collo Corporation from time to time and was orally 
advised that the subject patent application was being 
processed by attorneys handling American Collo Cor- 
poration affairs. On August 2, 1958, plaintiff communi- 
cated with the former president of American Collo 
Corporation, requesting information as to the prosecu- 
tion of the application. Plaintiff was advised in reply 
that lawyers were handling the prosecution of said 
application and that necessary information was fur- 
nished them in event that they should require plain- 
tiff assistance in continuing the prosecution. 


g. In or about September, 1960, plaintiff was for 
the first time advised through former officers of Ameri- 
can Collo Corporation that attorneys for the assign- 
ment for the benefit of creditors, the company had 
allowed said application to become abandoned. 


h. On September 26, 1960, plaintiff retained counsel 
for the purpose of ascertaining the status of the sub- 
ject application in the Patent Office and to have the 
necessary steps taken to protect his rights in said 
application. 


i. On March 3, 1961, following necessary work to 
prepare required documents and obtain information, 
plaintiff filed through his attorney, a petition to the 
Commissioner of Patents seeking revival of his appli- 
cation Serial No. 603,152. Such petition was filed in 
accordance with Rule 137 of the ‘‘Rules of Practice of 
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the United States Patent Office in Patent Cases”’ which 
exists by reason of 35 U.S.C. 133. A power of attorney 
for said counsel was filed at the same time. 


j. In support of his petition for revival, plaintiff 
presented evidence establishing (a) that his delay in 
failing to prosecute the application within six months 
after the Examiner’s action was unavoidable and (b) 
that the plaintiff had at no time intended the abandon- 
ment of said application and had relied on promises by 
the officers of the American Collo Corporation that the 
corporation or its successors would notify plaintiff if 
abandonment of said application was at any time con- 
templated. 


k. On May 2, 1961, assignment of the residual 80% 
interest in the application from American Collo Cor- 
poration through the assignees for the benefit of 
creditors was filed in the U.S. Patent Office. 


1. On May 17, 1961, defendant issued an action on 
plaintiff’s petition to revive the application. This ac- 
tion denied without prejudice the petition for the rea- 
sons hereinbelow stated. 


m. On June 21, 1961, a renewal of the petition to 
revive furnishing further verified showings in sup- 
port of the petition to revive was filed on behalf of 
the plaintiff with the Patent Office. 


n. On November 6, 1961, defendant denied the plain- 
tiff’s petition to revive the abandoned application. 


o. On December 18, 1961, plaintiff filed a request for 
reconsideration of the renewal of the petition to revive. 


p. On January 5, 1962, the request for reconsidera- 
tion was denied. 
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17. The action of defendant in denying plaintiff’s peti- 
tion to revive application Serial No. 603,152, is based upon 
the following findings and conclusions: 


a. Defendant’s action of May 17, 1961, is founded 
on the conclusion that: 


‘¢... control over the prosecution of this case passed 
to the court appointed receiver for the assignee . . 
and that, upon learning of the assignee’s financial 
trouble, the applicant acquiesced in the exercise of 
such control... .’’ 


The defendant’s action further stated that the de- 
nial was without prejudice to its prompt renewal, if 
accompanied by further verified showing of the plain- 
tiff’s reasons for allegedly not taking steps to insure 
continued prosecution; of the receiver’s reasons for 
failing to continue prosecution; and the former attor- 
ney of record’s reasons for failing to obtain authoriza- 
tion for further prosecution of the application from 
the plaintiff. 


b. In response to said denial, plaintiff, on June 21, 
1961, caused the renewal of the petition to revive, 
referred to in paragraph 16n, to be submitted and by 
affidavit showed that; the receiver or assignee for the 
benefit of creditors, apparently with full knowledge of 
plaintiff’s interest and without authorization or other 
contact with plaintiff, deliberately caused said appli- 
cation to be abandoned and further, did not attempt to 
communicate with plaintiff or inform plaintiff of such 
action; the attorney of record had no knowledge of 
plaintiff’s interest in said application, had at no time 
communicated with plaintiff and had acted with the 
belief that said receiver had full title in said applica- 
tion. Plaintiff, through his attorneys, also reiterated 
his sworn statements of the initial petition to revive 
and averred that he had diligently taken all steps avail- 
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able to him upon learning the status of the prosecu- 
tion of said application. 


c. The defendant, in his action of November 6, 1961, 
summarily denied said renewed petition stating inter 
alia: 

“Tt appears that the abandonment was deliberate 
rather than inadvertent. The applicant is bound by 
such decision to abandon, regardless of collateral 
equities.”’ 


The action of January 5, 1962, repeats the conclusion 
that the action of the assignee for the benefit of credi- 
tors of American Collo Corporation was binding upon 
plaintiff and was capable of disposing of plaintiff’s 
minority interest in the joint property. 


a. Defendant’s action of January 5, 1962, is founded 
in part on the conclusion that: 


‘While the petitioner had offered to assume prose- 
eution of the case should American Collo decide to 
drop it, such offer was conditioned upon American 
Collo first satisfying any outstanding attorney fees. 
Since American Collo’s inability was a factor in Mr. 
Feldman’s decision not to prosecute further, it must 
be considered doubtful that petitioner would have as- 
sumed prosecution had he been contacted by Mr. Feld- 
man at that time.”’ 


There is no evidence whatever of record upon which 
to find that plaintiff would not have assumed prosecu- 
tion of the application had he known that American 
Collo was intending to abandon the application. Ac- 
cording to established Patent Office procedure, the 
plaintiff had a right to enter into prosecution of the 
application without payment of any past attorney fees 
in view of plaintiff’s recorded 20% interest in the 
application. 
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e. The action of January 5, 1962, also is based on 
the conclusion that: 


“Tt seems apparent from Mr. Feldman’s affidavit 
that he believed this application came into his posses- 
sion as the assignee for benefit of American Collo’s 
creditors, the petitioner’s then minor interest notwith- 
standing. Such belief would certainly appear reason- 
able to the extent of American Collo’s 80% interest, 
which was held in common with petitioner’s interest.’’ 


f. The action of January 5, 1962, also involves the 
conclusion by defendant that plaintiff relied for infor- 
mation concerning the status of application Serial No. 
603,152 upon the wrong party, i.e., that plaintiff made 
a fatal mistake in relying upon information from 
officials of American Collo Corporation for such infor- 
mation rather than applying to Mr. Feldman, Mr. 
Striker or the Patent Office for the information. 


18. Defendant has by erroneous application of law and 
fact, attributed to plaintiff responsibility for acts of third 
parties not in privity with plaintiff, done without his knowl- 
edge and against his specific intent; imputed power to third 
i parties, not in privity with plaintiff, to dispose of property 
in which plaintiff is joint owner without plaintiff’s consent 
: or knowledge or wthout plaintiff being made a party there- 
: to purely on the basis of an alleged ‘‘belief”’ by said third 
| parties; and sustained wrongful handling of joint property 
by the assignee for the benefit of creditors. Defendant 
: has thereby denied the plaintiff the right to further prose- 
cution of his application and has caused a forfeit of plain- 
' tiff’s rights in the application for Letters Patent. Such 
' denial and action are arbitrary and not in accordance with 
law, and amount to deprivation of property without due 
process of law, deny to the plaintiff his rights under the 
| 5th amendment to the Constitution of the United States 
i and result in irreparable injury to plaintiff. 
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Wuenerore, plaintiff prays for an order: 


1. Declaring that plaintiff is entitled to have application 
numbers 533,764 and 603,152 revived. 


9. Granting plaintiff such other relief as deemed proper 
and just. 
JosspH WINKLER, 
Plaintiff 
By CanroiL PALMER 
Carroll Palmer 
Attorney for Plaintiff 
1331 G Street, NW. 
Washington 5, D. Cc. 
District 7-3870 
Of Counsel: 
Kemon, Parmer, Stewart 


& BsTaBRooK 
Joun H. GaLLAGHER 


Answer to the Complaint 


To the Honorable the Judges of the United States District 
Court for the District of Columbia. 


1. The defendant admits the allegations of paragraph 
1 of the complaint. 


9. The defendant admits that he is Commissioner of 
Patents and is sued in this capacity. The defendant de- 
nies, however, that he properly is sued as an individual. 


3. The defendant admits that the jurisdiction of this 
Court is based upon 5 US.C., Section 1009. Otherwise, 
however, the defendant denies the allegations of paragraph 
3 of the complaint. 


4. The defendant denies the allegations of paragraph 
4 of the complaint. 
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Count 1 


5. The defendant admits that, on September 12, 1955, 
there was filed in the United States Patent Office, as Serial 
No. 533,764, an application for U. S. Letters Patent for 
“‘Method and Apparatus for Producing Closed-Cell Poly- 
urethanes.’”? Otherwise, however, the defendant denies 
the allegations of the first sentence of paragraph 5 of the 
complaint. The defendant asserts that he is without knowl- 
edge or information sufficient to form a belief as to the 
truth of the allegations of the second sentence of said 
paragraph. 


6. The defendant admits that the said U. S. patent appli- 
cation, Serial No. 533,764, was assigned to the American 
Collo Corporation by instrument duly recorded in the U. s. 
Patent Office on Reel 197 at Frame 107. Otherwise, how- 
ever, the defendant denies the allegations of the first sen- 
tence of paragraph 6 of the complaint. The defendant as- 
serts that he is without knowledge or information sufficient 


to form a belief as to the truth of the allegations of the 
second sentence of said paragraph. 


7. The defendant admits that American Collo Corpora- 
tion assigned to plaintiff a 20% interest in application 
Serial No. 533,764 by an instrument duly recorded in the 
United States Patent Office on February 25, 1957, at Reel 
294, Frame 178. The defendant asserts that, otherwise, he 
is without knowledge or information sufficient to form a 
belief as to the truth of the allegations of paragraph 7 of 
the complaint. 


8. The defendant admits the allegations of paragraph 
8 of the complaint. 


9. The defendant asserts that he is without nowledge or 
information sufficient to form a belief as to the truth of 
the allegations of the first sentence of paragraph 9 of the 


20 


complaint. The defendant denies the allegations of the 
second sentence of said paragraph. 


9a. Except for denying that two claims remain allowed 
in application Serial No. 533,764, the defendant admits the 
allegations of paragraph 9a of the complaint. 


9b. The defendant admits that, on December 24, 1956, 
the attorney of record in said application responded to the 
Official action of June 25, 1956, requesting reconsideration 
of the rejections and allowance of all the claims; but, other- 
wise, the defendant denies the allegations of paragraph 9b 
of the complaint. 


9c. The defendant asserts that he is without knowledge 
or information sufficient to form a belief as to the truth of 
the allegation that, on January 2, 1957, the plaintiff termi- 
nated his employment with the American Collo Corpora- 
tion; but, otherwise, the defendant admits the allegations 
of paragraph 9c of the complaint. 


9d, 9e. The defendant asserts that he is without knowl- 


edge or information sufficient to form a belief as to the 
truth of the allegations of paragraphs 9d and 9e of the 
complaint. 


9f. The defendant admits the allegations of paragraph 
Of of the complaint. 


9g, 9h, 91. The defendant asserts that he is without 
knowledge or information sufficient to form a belief as to 
the truth of the allegations of paragraphs 9g, 9h, and 9i 
of the complaint. 


9j. The defendant admits the allegations of the first and 
third sentences of paragraph 9j of the complaint, but the 
defendant denies the allegations of the second sentence of 
that paragraph. 


9k. The defendant denies the allegations of paragraph 
9k of the complaint. 


21 


91. The defendant admits that, on March 30, 1961, plain- 
tiff’s attorney was notified that further papers would need 
to be filed; but, otherwise, the defendant denies the allega- 
tions of paragraph 91 of the complaint. 


9m. The defendant admits that assignment of the resi- 
dual 80% interest in application Serial No. 533,764 to plain- 
tiff was filed in the Patent Office, and that this disposed of 
the formal objections to the power of attorney as stated in 
the Official lettetr of March 30, 1961. Otherwise, how- 
ever, the defendant denies the allegations of paragraph 
9m of the complaint. 


Qn. The defendant denies the allegations of paragraph 
9n of the complaint. 


90, 9p, 9q, Yr. The defendant admits the allegations of 
paragraphs 90, 9p, 9q, and 9r of the complaint. 


10, 10a. The defendant denies the allegations of para- 
graphs 10 and 10a of the complaint. 


10b. The defendant admits that his action of January 5, 
1962, is founded in part on the quoted conclusion; but, 
otherwise, the defendant denies the allegations of para- 
graph 10b of the complaint. 


10c. The defendant admits the allegations of paragraph 
10¢ of the complaint. 


10d. The defendant admtis that the action of January 5, 
1962, also involves the conclusion by defendant that plain- 
tiff relied for information concerning the status of appli- 
cation Serial No. 533,764 upon the wrong party; but, other- 
wise, the defendant denies the allegations of paragraph 
10d of the complaint. 


11. The defendant denies the allegations of paragraph 
11 of the complaint. 
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Count 2 


12. The defendant admits the allegations of the first 
sentence of paragraph 12 of the complaint. The defendant 
asserts that he is without knowledge or information suffi- 
cient to form a belief as to the truth of the allegations of 
the second sentence of that paragraph. 


13. The defendant admits the allegations of the first 
sentence of paragraph 13 of the complaint. The defendant 
asserts that he is without knowledge or information sufii- 
cient to form a belief as to the truth of the allegations of 
the second sentence of that paragraph. 


14. The defendant admits that American Collo Corpora- 
tion assigned to plaintiff a 20% interest in application 
Serial No. 603,152 by an instrument duly recorded in the 
United States Patent Office on February 25, 1957, at Reel 
294, Frame 178. The defendant asserts that, otherwise, he 
ig without knowledge or information sufficient to form a 
belief as to the truth of the allegations of paragraph 14 of 
the complaint. 


15. The defendant admits the allegations of paragraph 
15 of the complaint. 


16. The defendant asserts that he is without knowledge 
or information sufficient to form a belief as to the truth 
of the allegations of the first sentence of paragraph 16 of 
the complaint. The defendant denies the allegations of 
the second sentence of said paragraph. 


16a. The defendant admits the allegations of paragraph 
16a of the complaint. 


16b. The defendant asserts that he is without knowledge 
or information sufficient to form a belief as to the truth of 
the allegation that, on January 2, 1957, the plaintiff termi- 
nated his employment with the American Collo Corpora- 
tion; but, otherwise, the defendant admits the allegation 
of paragraph 16b of the complaint. 
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16c, 16d, 16e, 16f, 16g, 16h. The defendant asserts that 
he is without knowledge or information sufficient to form a 
belief as to the truth of the allegations of paragraphs 16c, 
16d, 16e, 16f£, 16g, and 16h of the complaint. 


16i. The defendant admits the allegations of the first 
and third sentences of paragraph 16i of the complaint. The 
defendant denies the allegations of the second sentence of 
that paragraph. 


16j. The defendant denies the allegations of paragraph 
16j of the complaint. 


16k. Except for denying that the assignment referred 
to in paragraph 16k of the complaint was filed in the 
Patent Office on May 2, 1961, the defendant admits the 
allegations of that paragraph. 


16l, 16m, 16n, 160, 16p. The defendant admits the alle- 
gations of paragraphs 161, 16m, 16n, 160, and 16p of the 
complaint. 


17. The defendant denies the allegations of paragraph 
17 of the complaint. 


17a. Except for denying that his action of May 17, 1961, 
is founded on the quoted conelusion, the defendant admits 
the allegations of paragraph 17a of the complaint. 


17b. The defendant admits that, in response to the de- 
nial of May 17, 1961, plaintiff, on June 21, 1961, caused 
the renewal of the petition to revive, referred to in para- 
graph 16n, to be submitted. The defendant additionally 
admits that plaintiff, through his attorney also reiterated 
his sworn statements of the initial petition to revive. Other- 
wise, the defendant denies the allegations of paragraph 17b 
of the complaint. 


17c. The defendant admits that, in his action of Novem- 
ber 6, 1961, he denied plaintiff’s renewed petition and, inter 
alia, made the quoted statements. Otherwise, the defend- 
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ant denies the allegations of paragraph 17c of the com- 
plaint. 


17d. The defendant admits that his action of January 
5, 1962, is founded in part on the quoted conclusion. Other- 
wise, the defendant denies the allegations of paragraph 
17d of the complaint. 


17e. The defendant admits the allegations of paragraph 
17e of the complaint. 


17f. The defendant admits that the action of January 5, 
1962, also involves the conclusion by defendant that plain- 
tiff relied for information concerning the status of applica- 
tion Serial No. 603,152 upon the wrong party. Otherwise, 
the defendant denies the allegations of paragraph 17f of 
the complaint. 


18. The defendant denies the allegations of paragraph 
18 of the complaint. 


FurrHer ANswErine, the defendant asserts that, in the 
proper exercise of his discretion, he properly refused to 
revive abandoned application Serial No. 533,764 for the 
reasons given in his decisions therein of November 6, 1961, 
and January 5, 1962, and also properly refused to revive 
abandoned application Serial No. 603,152 for the reasons 
given in his decisions therein dated May 17, 1961, Novem- 
ber 6, 1961, and January 5, 1962, and that basis is lacking 
for disturbing those decisions. Profert hereby is made of 
copies of the said decisions. 


Respectfully submitted, 


C. W. Moore 
Solicitor, United States Patent 
Office, Attorney for Defendant 


April 24, 1962 
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OFFICIAL TRANSCRIPT OF PROCEEDINGS 


Washington, D. C. 
Tuesday, March 12, 1963. 


The above-entitled cause came on for hearing at 10:00 
a.m., before the Honoraste Josera R. Jackson, Senior 
Judge, United States District Court. 


APPEARANCES : 


On behalf of the plaintiff: 
Carrot, Parmer, Esq. 
1331 G Street, N. W. 
Washington 5, D. C. 


On behalf of the defendant: 
Grorce C, Rormine, Eso. 
Solicitors Office, 

U.S. Patent Office. 


3 PROCEEDINGS 


The Court: The Clerk will call the case. 

The Deputy Clerk: Joseph Winkler versus David L. 
Ladd, Commissioner of Patents. 

The Court: Are the parties ready? 

Mr. Palmer: Ready, Your Honor. 

Mr. Roeming: Ready Your Honor. 

The Court: Well, I guess we had better hear from 
plaintiff’s counsel, Mr. Palmer. 


Argument on Behalf of the Plaintiff 


Mr. Palmer: May it please the Court— 

The Court: This is an odd sort of a case. I have just 
received this this morning, and in glancing over it I think 
it is rather peculiar. Go ahead. 

Mr. Palmer: The plaintiff has come to seek judicial 
review of an action by the Commissioner of Patents in 
an action to revive two patent applications. These patent 
applications were duly filed and prosecuted up to a point 
and then there was failure of continued prosecution. 
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The Court: That is on the part of the assignee? 

Mr. Palmer: It is a complicated matter, Your Honor, 
as to just what the cause of this delay of prosecution was. 
The Court: Well, as I read it, your client had assigned to 
a corporation 80 percent. 

Mr. Palmer: Initially 100 percent, the entire right, 
4 title and interest. 
The Court: And then— 

Mr. Palmer: Subsequent to that the corporation re- 
assigned to my client a 20 percent undivided interest in 
the applications. 

The Court: All right. 

Mr. Palmer: That was in accordance with a certain 
understanding that had been reached between the plaintiff 
and the corporation during his employment with the corpo- 
ration; and it was understood that when and if he did 
terminate his employment 20 percent interest in these 
applications would be assigned to him. 

The Court: All of which was done? 

Mr. Palmer: All of which was done. 

The Court: All right. 

Mr. Palmer: In the complicated set of facts in the course 
of these— 

The Court: Why don’t you give me the facts again? 
Did the corporation go into bankruptcy? 

Mr. Palmer: Technically, no. It made an assignment 
for the benefit of creditors. Now, this is not a normal 
type of proceeding but it is provided for in the New Jersey 
revised statutes. 

The Court: And it assigned, among other things, your 

two applications? 
5 Mr. Palmer: Not as such, only a general assign- 
ment by reference to patent applications and trade- 
marks. 

The Court: That were pending? 

Mr. Palmer: Well, it just said patent applications and 
trademarks, so I guess the words ‘‘patent applications’’ 
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implies there are patent applications pending. The word 
‘patents’? would tend to imply issued patents. 

The Court: Precisely. 

Mr. Palmer: Well, subsequent to this 20 percent reas- 
signment to the plaintiff the corporation made this assign- 
ment for the benefit of creditors. This is an action which 
is brought under New Jersey revised statutes, Title 2A :19, 
1 through 50. The action creates a trust of the property 
of the insolvent debtor and transfers the property of the 
debtor to this assignee. The assignee, under the act, has 
the right to sell, or he has the obligation to sell the prop- 
erty and make an even distribution of the assets of the 
corporation. It is this assignment that the Commissioner 
of Patents believes gave the assignee the right of control 
over these applications; and it was during this period and 
subsequent to the assignment for the benefit of creditors 
that the two patent applications became—Well, the prosecu- 
tion of them stopped. 

The Court: Lapsed? 

Mr. Palmer: Lapsed. 
6 The Court: And they were held to be abandoned? 
Mr. Palmer: Technically, I think the Patent Office 
considers them to be abandoned, although there is a nota- 
tion on the file wrapper of application serial number 533764 
which says that it is not to be treated as being abandoned. 

The Court: Why? ° 

Mr. Palmer: The significance of that notation on the file 
is not apparent to me, Your Honor. Apparently, some- 
body in the Patent Office made that notation. 

The Court: Is there anything to show that there was an 
obligation on the part of your assignee to prosecute these 
applications and if they didn’t do it they would revert en- 
tirely to your client? 

Mr. Palmer: No, Your Honor. 

The Court: What are you seeking? Are you seeking the 
right to prosecute the applications for your 20 percent 
interest? 
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Mr. Palmer: As of now, Your Honor, my client owns 
100 percent. 

The Court: That is what I want to find out. Where 
does that come in? 

Mr. Palmer: That came in subsequent to this petition 
for revival of the applications. We applied to the Court 
in New Jersey, the Probate Court which had acted upon 

this assignment for the benefit of creditors. We 
7 applied to that Court to obtain assignment to us of 

the residual 80 percent of the applications, the 80 
percent interests in the applications. 

The Court: What did the Court do? 

Mr. Palmer: The Court entered such an order. 

The Court: As far as the things stand, your contention 
is you have 100 percent right in those applications? 

Mr. Palmer: That is correct, Your Honor. 

The Court: Go ahead. I hope I haven’t thrown you off 
your trend of thought. 

Mr. Palmer: Well, Your Honor, it is somewhat of a com- 
plicated set of facts. 

The Court: Do the best you can and I will do the best 
I can to understand you. 

Mr. Palmer: Well, the Commissioner of Patents acted 
upon a record which was submitted to him primarily by 
way of affidavits that were submitted in support of these 
petitions to revive the applications; and this is the record 
upon which this matter will be presented to Your Honor. 
I have certified copies of the two patent applications and 
I would like to offer them in evidence. 

The Court: Have you any objection, Mr. Roeming? 

Mr. Roeming: No objection. 

The Court: They may be received in evidence and 

marked. 
8 The Deputy Clerk: Plaintiff’s Exhibits 1 and 2. 


(Plaintiff’s Exhibits No’s. 1 & 2 were marked and re- 
ceived in evidence.) 
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Mr. Palmer: You will mark as Exhibit 1 the serial num- 
ber 533764? 

The Deputy Clerk: That is correct. 

The Court: Has there been any Patent Office action at 
all on these applications? 

Mr. Palmer: On the retitions— 

The Court: I don’t mean that. I mean on the applica- 
tions themselves with respect to patentability. 

Mr. Palmer: Two actions in Exhibits Numbers 1 and 2. 

The Court: Were any claims allowed? 

Mr. Palmer: Two claims were allowed in Exhibit Num- 
ber 1. 

The Court: And rejected in the other? 

Mr. Palmer: In that case there was no action on the 
patentable merits; it was requirements for election of 
species. 

The Court: I see. 

Mr. Palmer: So they never got to that. 

Well, the Commissioner of Patents was presented with 
this set of facts on this petition to revive, four affidavits in 

each case, and after considering the facts presented 
9 to him he decided the delay in prosecution of these 

actions was not unavoidable within the meaning of 
Section 133 of Title 35 and Patent Office Rule 137. 

It is the position of the plaintiff that he erroneously 
applied substantive and general law in reaching this deci- 
sion and also made an arbitrary interpretation of the 
meaning of the word ‘‘unavoidable’’ which is a critical part 
of Section 133. 

The Court: That seemingly was unavoidable as far as 
your client was concerned, isn’t it? 

Mr. Palmer: That is our position, Your Honor. As far 
as the plaintiff was concerned, there wasn’t anything he 
could have been called upon as a reasonable man to do 
which would have prevented these applications from having 
a delay in prosecution. 

The Court: There is no laches in it, is there, with respect 
to your client? 
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Mr. Palmer: We maintain no, Your Honor. 

The Court: Is there a contention by the Patent Office 
that there is? 

Mr. Palmer: The Patent Office’s position, as I under- 
stand it, is— 

The Court: It was not inadvertent? 

Mr. Palmer: Well, the Patent Office says that the delay 

in prosecution was deliberate on the part of this 
10 assignee for the benefit of creditors, and that the 

action by the assignor for the benefit of creditors 
must be chargeable to the plaintiff even though this plain- 
tiff was not in privity with this assignee for the benefit of 
creditors. 

Therefore, the Commissioner of Patents said, because 
this assignee for the benefit of creditors deliberately al- 
lowed these applications to become abandoned this act 
must be chargeable to the plaintiff and, therefore, as far 
as this plaintiff was concerned, these acts were avoidable. 
We maintain that— 

The Court: Even in view of the decision of the New 
Jersey Court that you had 100 percent ownership? 

Mr. Palmer: Your Honor, the reassignment of the 80 
percent to my client took place after the delay, the critical 
period in delay of prosecution, so that is something that 
came after the fact; and I think that reassignment is not 
something that the Patent Office had to consider and is a 
fact that is somewhat aside here. 

The Court: I see. 

Mr. Palmer: It is our position that, as owner of an un- 
divided 20 percent interest— 

The Court: Is there any contention by the Patent Office 
that you do not own 100 percent of both of these applica- 
tions regardless of what has been done? 

Mr. Palmer: No, Your Honor, there has been no 

11 real contention about ownership. The Patent Office 
just takes the position that at the time that response 

to the outstanding official actions in the case were due there 
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was no response made. Therefore, under Rule 137, these 
applications were held abandoned. 

The Court: And you seek to revive them. 

Mr. Palmer: We filed a petition to revive them and the 
Commissioner of Patents acted on those. He acted several 
times. The first time that we filed the petitions to revive 
the Commissioner of Patents came back and said, your 
showing is not sufficient, there are certain defects in it. 

The Court: Did he point out the defects? 

Mr. Palmer: Yes, sir. 

The Court: Were they corrected? 

Mr. Palmer: They were corrected. We filed additional 
affidavits to correct these alleged defects. Then the Com- 
missioner, on these new and revised facts, studied them 
and issued another decision; and this time he said that the 
delay in prosecution had not been unavoidable on the basis 
that the control of the prosecution of these applications 
was vested in this assignee for the benefit of ereditors— 
incidentally, his name is Feldman. The control of the 
applications was with Mr. Feldman during the time— 

The Court: Did he get control before the abandon- 
12. — ment occurred? 

Mr. Palmer: The time table, Your Honor, is this: 
In January the plaintiff left the employment of American 
Collo Corporation. 

The Court: Then he had 20 percent? 

Mr. Palmer: At that time he got 20 percent. The assign- 
ment for the benefit of creditors was made in March, 1957; 
and the attempt to transfer this property to the assignee 
for the benefit of creditors occurred about two months 
after my client’s interest was obtained. Now, at the end 
of January of 1957 the Patent Office issued an official action 
in one of these applications; and then later on an official 
action was issued in the other application. So that during 
this— 

The Court: What were these official actions? 

Mr. Palmer: Well, in the one case, that is serial number 
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603152, that was the action which I said was in substance 
a requirement for election of an invention. The official 
action in serial number 533764 was in the nature of an 
action on the patentable merits; and it allowed two of the 
claims, Claims 4 and 6; and it said that the other claims 
were unpatentable over certain prior art and for certain 
form reasons. So that occurred in that application in 
January. Then subsequent to that this assignee for benefit 

of creditors, assignment for the benefit of creditors, 
13. +was made. 

As Your Honor knows, six months after an official 
action has issued the applicant must respond to the Patent 
Office or, in accordance with Rule 137, the Patent Office 
treats the application as becoming abandoned. My client 
had an understanding with the American Collo Corpora- 
tion that it would continue the prosecution through its 
attorney of these applications. Now, according to Patent 
Office Rules— 

The Court: What was the ‘‘or else’’ in it; if they didn’t 
do what? 

Mr. Palmer: They were to let the plaintiff know. 

The Court: Notice would be served on him? 

Mr. Palmer: And in that event he would take the prose- 
cution of the applications in order to protect his interests in 
the applications. 

Now, he continued to contact officers of this corporation 
from time to time and inquire about the status of the appli- 
cations. And each time that he made an inquiry he was 
advised that the applications were being duly prosecuted. 
Well, in fact, during this interim, the assignee for the bene- 
fit of creditors decided that it wasn’t going to be to the 
benefit of his creditors to continue the prosecution of these 
applications so he didn’t do anything with them. He never 
sent instructions to the attorney for the debtor corpora- 

tion as to how the applications were to be prosecuted. 
14 It so happened that the corporation owed this patent 
attorney some attorney fees and he, obviously, wasn’t 
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interested in prosecuting the patent applications further 
unless he had some instructions as to how they were and 
‘ some indication that he was to continue; so he did nothing. 
All this time the plaintiff was of the understanding that 
the applications were being prosecuted; and it wasn’t until 
' 1960 that he found out that the applications had been aban- 
doned. 

The Court: How did he find out? 

Mr. Palmer: One of the officers, a Mr. Dansker, of Amer- 

‘jean Collo Corporation went to the offices of this assignee 

for the benefit of creditors and, at that time and for the 
‘first time, he found out that the assignee for the benefit 
of creditors hadn’t followed through on the applications. 

The Court: Was there any duty on the part of that 
assignee to prosecute these applications? 

Mr. Palmer: Well, there is a question of whether he ever 

‘had any legal control over these applications. 
! The Court: Well, according to the Patent Office, he had, 
ihe had control for the benefit of creditors. And wasn’t it 
i part of his duty to prosecute them for the benefit of credi- 
tors? Does that issue arise at all? The thought just struck 
‘me as you were talking. Why should he be permitted as 
assignee for the benefit of creditors to throw something 
that is a property right out the window? 
Mr. Palmer: That is my position, Your Honor. 
I don’t think he had the right to do that. Well, for 
one thing, he could never have prosecuted the patent appli- 
cations before the Patent Office. 

The Court: Why? 

Mr. Palmer: Well, American Collo Corporation could 
never have given him a power of attorney to prosecute 
these applications. 

The Court: Would it have to if it assigned those appli- 
cations for the benefit of creditors? 

Mr. Palmer: The mere assignment for benefit of credi- 

‘ tors would never have been recognized by the Patent Office 
/ as a power of attorney, because, according to the Patent 
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Office Rules, only the assignee of 100 percent interests in 
an application can prosecute an application exclusive of 
the other parties of interest, or exclusive of the applicants, 
so that as soon as American Collo Corporation made an 
assignment of 20 percent undivided interest to the plain- 
tiff it no longer had the right— 

The Court: That is the interest that your client had at 
that time? 

Mr. Palmer: Yes. That corporation no longer had the 
right to give a power of attorney to prosecute these appli- 
cations. 

The Court: In other words, they were turning over 
16 something that was not the property of the corpora- 
tion, that 20 percent? 

Mr. Palmer: That is right. 

The Court: Go ahead. 

Mr. Palmer: Well, another complicating factor about 
this matter which just came to my attention the other day, 
Your Honor, is the nature of the law, the New Jersey law, 
under which this assignment for the benefits of creditors 
was made. As I said before, that comes under New Jersey 
revised statutes 24:19. 

The Court: Have you that in your trial brief? 

Mr. Palmer: I have a note of the citation. 

The Court: I didn’t have a chance to read all of it. I 
read a few pages and generally got an idea what it was all 
about and that is all. 

Mr. Palmer: That New Jersey statute is primarily di- 
rected to individuals. Assignment to the benefit of credi- 
tors was historically created in order to prevent people 
from languishing in jail who were debtors, or to prevent 
them from being subjected to multiplicity of suits. 

The Court: That his nothing to do with a fictitious person 
like a corporation? 

Mr. Palmer: Sometime along the period of this law a 
provision was made to bring corporations under it and 
that is Section 44 of that Statute. 
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17 The Court: You will have that to present to the 
Court, that statute? 

Mr. Palmer: I do not have a copy. 

The Court: Well, you will get one? 

Mr. Palmer: I will, Your Honor. 

The Court: I will need one before I decide this case. 

Mr. Palmer: All right, Your Honor. 

Section 44 of that Statute says: ‘‘That any corporation 
‘organized under the laws of this state—’’ meaning the 
State of New Jersey—‘‘may make a general assignment 

under the provisions of this chapter.’’ 
' The Court: This is a New Jersey corporation? 

Mr. Palmer: No, Your Honor. This just came to my 

attention. 

The Court: What is it, Delaware? 

Mr. Palmer: It is a corporation of New York. So to 
' further complicate the facts, it appears this corporation 

never had the right in the first place to make an assign- 

ment for the benefit of creditors. So that aside from the 
| different arguments which I have presented in my brief as 
to why I feel that this assignee for the benefit of ereditors 
' gould never have obtained control over this property right 
of the plaintiff, there is this additional factor. 

The Court: Well, could he get control over any 
18 other right that was concerned in the assignment? 
Mr. Palmer: Well, if the assignment was void ab 

initio he couldn’t obtain control over anything. 

The Court: Is it your contention it was void ab initio? 

Mr. Palmer: Yes, Your Honor. 

The Court: Well, under the strict reading you read to 
' me it appears to the Court that it is so at this time. That 
' merely provides for Jersey corporations, that assignment. 
Mr. Palmer: That is correct, Your Honor. 
The Court: All right; go ahead. 
Mr. Palmer: Well, if that is the position of the Court— 
The Court: That is not my position. I said it appears 
. under the strict wording you have just read that this 
assignment was void ab initio. 
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Mr. Palmer: Well, this was just another factor in my 
case on behalf of plaintiff, that this assignment or this 
assignee for the benefit of creditors could never have ob- 
tained control over the 20 percent interest of the plaintiff. 

The Court: That was not before the Patent Office, was 
it, that statute? Was it, do you know, Mr. Roeming? 

Mr. Roeming: It was not. 

The Court: I see. It may have made a difference. 
19 Mr. Palmer: This aspect was not before it, but I 
believe the Commissioner of Patents is chargeable 

with this statute, knowledge of this statute. 

The Court: Oh, yes, he has constructive notice of it and 
may not know a blessed word of it. 

Mr. Palmer: The Commissioner of Patents has founded 
his case upon the propostion that this assignee for the bene- 
fit of creditors had control over these applications. And 
he had to get control some way. 

The Court: I am just wondering if he had that Jersey 
statute before him he would would have said that. You 
see, that question wasn’t raised below; and it is rather an 
interesting point. I don’t suppose, Mr. Roeming, you are 
in a position to controvert it in any way because it wasn’t 
before you; or are you going to take another tack entirely? 

Mr. Roeming: Entirely different. On this, it might be 
of interest to the Court, that the affidavit of the plaintiff, 
Mr. Winkler, concedes that these are bankruptcy proceed- 
ings, and there was official declaration of bankruptcy and 
that the whole matter was before a New Jersey Court. 
Everything that was done as far as title was concerned 
was approved by a New Jersey Court. 

The Court: Go ahead. Was this assignment for the 
benefit of creditors a step in bankruptcy? 

Mr. Palmer: Your Honor, New Jersey statutes 
20 specifically provide for bankruptcy proceedings. 
The Court: Different in all respects? 

Mr. Palmer: Entirely, Your Honor. They come under 

Section 44 of New Jersey revised statutes. It is an en- 
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tirely different proceeding and has nothing to do with the 
assignment for the benefit of creditors, As a matter of 
fact, from my review of the law relating to the assign- 
ment of benefit of creditors, apparently a debtor may bring 
this type of proceedings in order to avoid being brought 
into bankruptcy. 

The Court: To avoid the stigma of bankruptcy? 

Mr. Palmer: Yes, sir. In one case I reviewed, an assign- 
ment for the benefit of ereditors was sustained by the 
Court on the propostion that the debtor said that he had 
sufficient assets to pay off his debts but that he didn’t want 
to be forced into a bankruptcy proceedings and subjected 
to a forced sale of this property. So the Court said that 
this assignment for the benefit of creditors was valid and 
they would proceed with the administration of the property 
under this assignment for the benefit of creditors act. So 
the two are entirely separate. Assignment for the benefit 
of creditors is one proceeding; bankruptcy is another pro- 
ceeding. 

The Court: Did this corporation go through bankruptcy 
eventually? 

Mr. Palmer: No, Your Honor. 

21 The Court: All right; go ahead. 

Mr. Palmer: One of the problems that I have had 
with this case, Your Honor, is the fact that the Commis- 
sioner of Patents, or the Solicitor for the Patent Office, has 
stated that the defendant is without knowledge and infor- 
mation sufficient to form a belief as to a number of the 
allegations that have been made in our complaint. I have 
attempted in my brief to analyze the various facts which 
have been alleged and to point out specifically where in 
each document—Exhibits 1 and 2—the facts support the 
allegations. I am going to— 

The Court: Were those in the Patent Office? 

Mr. Palmer: Yes, Your Honor. 

The Court: You are questioning the type of answers, 
to have no knowledge, and they really did have knowledge; 
is that what you are saying? 
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Mr. Palmer: Well, as a specific example, the defendant 
has said that he is without knowledge and information to 
form a belief as to the state of corporation of American 
Collo Corporation. Well, the records before the Patent 
Office, specifically the assignment record, shows that this 
was a corporation of the State of New York. 

The Court: I assume that pleading was made in that way 
just to put you on your proof. 

Mr. Palmer: That is my assumption too, Your Honor. 

Then that presents me with a question of procedure 

22 on this particular type of proceedings as to whether 

I have to prove each one of these facts which the 

defendant has said he is without information and knowl- 
edge. 

The Court: Well, this is a suit de novo I assume you 
have, and you are prepared to do so, aren’t you? 

Mr. Palmer: Your Honor, as I understand it, this is not 
a suit de novo. 

The Court: That is right. I understand it. 

Mr. Palmer: It is primarily on the record before the 
Commissioner. 

The Court: I see. 

Mr. Palmer: In other words, the Commissioner was 
presented with certain facts and we say, in the face of 
these facts, the Commissioner acted erroneously. There- 
fore, it seems that Your Honor must— 

The Court: And your contention is that everything that 
has been done in the Patent Office is before the Court today 
and it is erroneous in its final result; is that it? 

Mr. Palmer: The decision by the Commissioner is er- 
roneous because he erroneously applied substantive law 
and also erroneously interpreted the word ‘‘unavoidable”’ 
as it should be used. 

The Court: Wasn’t it unavoidable as far as your client 
was concerned? 

Mr. Palmer: As far as my client was concerned, 
23 Your Honor, I consider the delay to have been un- 
avoidable. 
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The Court: With no privity between the assignee and 
your client? 

Mr. Palmer: They were complete strangers; no legal 
connection at all. With respect to whatever right that 
assignee might have attained by virtue of this assignment 
for the benefit of creditors, of course, it is my position that 
the assignee couldn’t have gained control over these appli- 
cations. 

The Court: Well, it seems to the Court at this particular 
time certainly he couldn’t have control over any property 
right of the plaintiff, and that is 20 percent isn’t it? 

Mr. Palmer: He had no right over 20 percent. 

The Court: All right. 

Mr. Palmer: The Commissioner of Patents, as I said 
before, issued several decisions in connection with this 
matter. 

The Court: They are all in the record? 

Mr. Palmer: They are all in the record. 

The first decision was the one in which he said there 
hadn’t been a sufficient showing made and then we came 
back and made further showings. Then the second deci- 
sion— 

The Court: On the same applications? 

Mr. Palmer: On the same applications. He said 
24 that the showing that had been made did not prove 
that the delay in prosecution was unavoidable. 

‘The Court: As far as your client was concerned? 

Mr. Palmer: As far as my client was concerned, because 
he said the delay was chargeable to the assignee for the 
benefit of creditors and, in turn, my client was bound by 
that action. In response to this we filed a request for re- 
consideration to point out to the Commissioner that it was 
contrary to law for him to hold that this action of the 
assignee for the benefit of creditors should be binding upon 
the plaintiff. The Commissioner of Patents then rendered 
a third decision in which he said that he had reconsidered 
the matter and, that he still considered this action by the 
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assignee for the benefit of creditors to be binding. And 
then he further expanded upon his refusal to revive the 
applications and said that the plaintiff could have and 
should have taken certain steps to have avoided this delay 
in prosecution and, if he had taken these steps the delay 
would have been avoided. Therefore, the Commissioner of 
Patents said, under the facts the delay was not unavoidable 
and you can not have your patent applications revived. 

The Court: What is your answer to that? 

Mr. Palmer: Well, the Commissioner of Patents said 
that there were several things that the plaintiff should 

have done. For one thing, he said he should have 
25 gotten first-hand knowledge, obtained information 

from first-hand sources as to the status of these 
applications. And the Commissioner said the first-hand 
sources would have been either the Patent Office, the as- 
signee for the benefit of creditors, or Mr. Striker, who was 
the Patent Attorney that had been appointed to prosecute 
these applications on behalf of American Collo Corpora- 
tion. 

Now, my answer to that is that the plaintiff did apply 
to what he considered to be the first-hand source of in- 
formation. All his proceedings or connections with these 
applications had been through American Collo Corpora- 
tion. He had relied upon the officers of this corporation to 
supply him with information about these cases. And he 
had turned to them on a number of occasions and had asked 
them about the status. 

The Court: Was he misled by the answers? 

Mr. Palmer: He was misled, Your Honor, each time 
except that final time when he found out that they had 
been abandoned. He was told that they were being duly 
prosecuted. So I say that he did apply to the best source 
or the source that he thought was first-hand. 

Now, as far as having applied to the Patent Office is con- 
cerned, if at the time that he had obtained his 20 percent 
interest in the patent applications he had written to the 
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Patent Office, what they would have done, as I under- 
26 stand it, he would have been given a report on the 

status of the applications; and that report at that 
time would have been that both applications were pending 
and both were awaiting action by the Patent Office. Early 
in January, when he obtained his 20 percent interest, there 
were no outstanding official action in either application. 
So this would only have served to have confirmed what he 
had been told by the officers of the corporation; namely, 
that the patent applications were being duly prosecuted. 

Now, if he had applied to the Patent Office for informa- 
tion two years after that he would have found out that both 
applications had become abandoned. So applying to the 
Patent Office, it is our position, wouldn’t have prevented 
these applications from having becoming abandoned. If 
by chance he had applied at some interim at just the right 
time he could have found out, probably, that one of the 
applications had become abandoned and that the other was 
awaiting response to an official action and he could have 
stepped in then and taken over the prosecution. But that 
is all based on hindsight. From his position he was obtain- 
ing continually the information that these applications were 
being duly prosecuted. And as soon as he found out that 
they were not—after this Mr. Dansker had found out from 
the assignee for the benefit of creditors that the cases had 

been abandoned and then Mr. Dansker, in turn, ad- 
27 vised the plaintiff—that very same month the plain- 

tiff obtained by services to look into these cases and 
find out if they could be revived or what should be done 
to protect his interests, 

So our position is that this attitude of the Commissioner 
of Patents that these cases could have been not abandoned 
by applying for information to the Patent Office is not valid 
or is untenable, because, as I pointed out to Your Honor, 
when he first obtained his interest in them if he had applied 
he would have found out they were being prosecuted. If 
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he applied two years later he would have found out they 
were abandoned. 

The Court: Didn’t he have the right to assume that they 
were being prosecuted? 

Mr. Palmer: Based on the information he was obtaining, 
yes, sir, he had the right to assume they were being prose- 
cuted up until the time that he found out they were not; 
and as soon as he found out they were not he immediately 
acted to try to have them revived. So it is our position 
that, as far as the plaintiff is concerned, this delay in 
prosecution was unavoidable. 

Now to pursue the attitude of the Commissioner of Pat- 
ents a little further, he said that the plaintiff should have 
obtained information from the Patent Office. And as I have 
tried to explain, that wouldn’t have prevented the cases 

from becoming abandoned. They said he also should 

28 have gone to the assignee for the benefit of creditors. 

The Court: I thought that was in the alternative 

he could have gone, that he could have gone to three dif- 

ferent sources for information, and one of them was the 

corporation; or did the Commissioner say your client 
should have gone to all three? 

Mr. Palmer: I think, as I interpreted the Commissioner, 
it was in the alternative. 

The Court: That is what I thought. 

Mr. Palmer: He could have gone to any one of these and 
if he had gone to any one of these the delay of prosecution 
would have been avoided. And my position is, with respect 
to the Patent Office, it wouldn’t have been avoided. As far 
as Mr. Feldman was concerned, it is my position that going 
to him would not have avoided the delay. Well, Mr. 
Feldman just ignored these applications. He did nothing 
about them and it is— 

The Court: I am still reverting to that. Didn’t he have 
a duty to do it, because ostensibly it was a property right 
of the assignor? Didn’t he have every right to conserve 
every asset that he could? And, surely, applications for 
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patents are assets. And wasn’t he derelict in his duty in 
not doing that, assuming he had the proper authority? 

Mr. Palmer: I think Mr. Feldman, as assignee for the 

benefit of creditors, took the position that there was 
29 not sufficient money available to continue the prosecu- 

tion of these applications and, therefore, he consid- 
ered it within his right to abandon them. 

The Court: Well, it is just a matter of judgment on his 
part. 

Mr. Palmer: A matter of judgment. 

The Court: Which he was entitled to exercise. 

Mr. Palmer: As assignee if he had the right of admin- 
istering this property. 

The Court: Assuming that, of course. 

Mr. Palmer: Then he had the right to exercise that 
judgment over as much interest in the applications as the 
‘American Collo Corporation had, but he had no right over 
the 20 percent undivided interest of the plaintiff. It seems 
to me that at least he had the duty to notify the plaintiff 
that he was going to drop these applications. 

The Court: Did he know that? Was it brought to his 
attention that your client had 20 percent interest? 

Mr. Palmer: Your Honor, the assignment of the 20 per- 
cent interest was of public record. The assignment had 
been recorded with the Patent Office and he must have been 
placed on notice. 

The Court: I see. 

Mr. Palmer: It is our position that if the plaintiff had 

applied to Mr. Feldman for information that this 
30 would not have prevented the applications from be- 

coming abandoned. Now, if he had gone to the 
Patent Attorney who was prosecuting these applications on 
behalf of the corporation— 

The Court: Was he a house attorney for the corporation? 

Mr. Palmer: No, sir. He was a New York practicing 
attorney. He had his offices in New York City and he 
represented other clients besides American Collo. 
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The Court: I see. 

Mr. Palmer: It doesn’t seem reasonable to say that if 
the plaintiff had applied to that attorney for information 
that that would have prevented the applications from be- 
coming abandoned because the attorney was looking to his 
own client, American Collo Corporation, for instructions; 
and he would either have said, well, you go to American 
Collo for that information, because I represent them and 
I am not in the position to give you that information and 
you get that from American Collo; or, he would have said, 
the applications are being duly prosecuted; or he would 
have said that they are abandoned. In either event, that 
wouldn’t have permitted the plaintiff to have gone in and 
prevented the delay in prosecution 

One critical factor about this whole thing, Your Honor, 
is the fact that the Patent Office Rules do not permit dual 

correspondence. In other words, the Patent Office 
31 will not hold correspondence about a patent applica- 

tion with two parties of interest. Therefore, the 
plaintiff had to have some arrangement with American 
Collo for the continued prosecution of these applications; 
and he did set up such an arrangement. It was the under- 
standing that they would continue prosecution and then at 
such time as they might want to discontinue them they were 
to advise him of this fact and permitting him to take over 
the prosecution. This never occurred. The cases became 
abandoned before he found out that there was any intent 
to abandon them; and as soon as he found out they had 
been abandoned he acted immediately to try to have them 
revived. It is on this line of facts the position of the Com- 
missioner, we maintain, is arbitrary and not in accordance 
with law. 

The Commissioner’s decision also contains a number of 
what we feel are other errors. I have tried to outline these 
in my trial brief, Your Honor. Actually, I have set forth 
seven points of error. 
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The principal one is the contention by the Patent Office 
that this assignee for the benefit of creditors had a control 
' over the applications and that the control and acts that he 
' performed were binding upon the plaintiff who owned the 
20 percent undivided interest. 

The Commissioner of Patents has also, in support of his 

contention that the plaintiff should have done certain 
32 acts, said that because the plaintiff was put on notice 

of financial difficulties with this American Collo Cor- 
poration that he should have not assumed that the patent 
attorney was going to continue the prosecution of them and 
that, therefore, he should have taken some concrete steps 
to insure the continued prosecution of the cases. 

It is our position that the assignment for benefit of 
creditors doesn’t necessarily mean that a corporation or a 
party is bankrupt. 

As I tried to point out before, it is possible for some- 
body to make an assignment for benefit of ereditors even 
though the status of that debtor may not be a complete 
bankrupt. So that the Commissioner of Patents in acting 
on this matter has made certain arbitrary assumptions of 
fact which we submit are not supported by the record; and 
we have tried to point these out in this trial brief. 

The Commissioner of Patents, in justifying his refusal 
to revive the applications, also made the statement that 
he considered it doubtful that the petitioner, that is the 
plaintiff here, would have assumed the prosecution of the 
applications had he been contacted by Mr. Feldman at the 
time that Mr. Feldman apparently made a decision not to 
continue the prosecution of the applications. 

It is our position, Your Honor, that such a conclusion 

is an arbitrary one on the part of the Commissioner 
33 of Patents. 
The Court: It sounds like speculation. 

Mr. Palmer: That is our position exactly, Your Honor, 
because there is nothing in the record to support such a 
contention. 
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As a matter of fact, as soon as the plaintiff found out 
that these applications had been abandoned he acted im- 
mediately to try to revive them, which, if evidence is to 
be considered, seems to indicate that if Mr. Feldman had 
given him such notice he would have acted immediately then 
to try to continue them. 

This is another point which we feel that shows the Com- 
missioner of Patents has been arbitrary in deciding 
whether the delay in prosecution of these cases was un- 
avoidable. It appears to us that the Commissioner of 
Patents has been misled in his application of the law to 
the facts in this particular case because of the length of 
time that the prosecution of these applications were in a 
state of lapse. It was a period, as we reckon it, of about 
between three and four years. 

The Court: How long after the abandonment did your 
client have notice of it? 

Mr. Palmer: As to one application three years and 
seven months; and as to the other application three years 

and no months. 
34 Now the Patent Office takes the position that this 
is a long period of time, that the rights of the gen- 
eral public come into consideration and must be protected 
and that this lapse of time requires an extraordinary show- 
ing on the part of the plaintiff. 

The Court: What showing did you make? 

Mr. Palmer: We made the showing that during this 
period at all times it was the understanding of the plain- 
tiff that the applications were being duly prosecuted; and 
that this information was obtained from the best source 
that the plaintiff had to obtain the information. 

The Court: Evidence of this character is in the record? 

Mr. Palmer. Your Honor, there are affidavits by the 
plaintiff himself, by Mr. Dansker, who was an officer of 
American Collo Corporation, and there are also affidavits 
from the patent attorney for American Collo Corporation 
that he had never given any information to Mr. Winkler 
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that the applications became abandoned. And there is 
also an affidavit from Mr. Feldman, the assignee for the 
benefit of creditors, that he never advised the plaintiff 
about the abandonment of the case. 

The Court: What did the plaintiff do himself during that 
period? 

Mr. Palmer: He— 
35 The Court: Is there anything in the record at all 
to show he was at all diligent during that period to 
find out about it? 

Mr. Palmer: Yes, he kept applying to the corporation 
officers and they kept advising him that the applications 
were being duly prosecuted. 

The Court: All right. 

Mr. Palmer: I have tried to show in my trial brief 
that a period of prosecution, or a period of time of three 
to four years prosecuting patent applications before the 
Patent Office is not an unusual period. It is not something 
that would make an applicant be alarmed. 

The Court: Well, this particular Judge knows that from 
his experience on the Court of Customs and Patent Appeals. 

Mr. Palmer: Under those circumstances we feel the 
plaintiff shouldn’t have been alarmed and he did proceed 
to try to find out as well as he could about the prosecution 
of these applications; and the information that he obtained 
was that they were being prosecuted properly. 

I could attempt here, Your Honor, to go point by point 
with respect to the different facts that we have alleged 
in our complaint which the defendant has said he is with- 
out information or knowledge concerning— 

The Court: Is it your contention that all of those 
36 facts alleged in the complaint are shown in the 
record? 

Mr. Palmer: Yes, Your Honor. 

The Court: Then it is not necessary to argue that at 
this time. 

Mr. Palmer: Thank you, Your Honor. 
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I will reserve the rest of whatever time I have to respond. 

The Court: Well, the Court has nothing else to do. 
Your time is almost unlimited. There is no jury here. 
There is no other case pressing on the tail of this one. 

Mr. Palmer: All right, Your Honor. 

The Court: I will hear from you now, Mr. Roeming. 


Argument on Behalf of the Defendant 


Mr. Roeming: At this time may I offer to the Court 
the usual Patent Office folder containing the five decisions? 

The Court: You may. I know there is no objection. 

The Deputy Clerk: Defendant’s Exhibit Number 1. 


(Defendant’s Exhibit No. 1 was marked and received in 
evidence.) 


Mr. Roeming: I also offer as defendant’s exhibit 2 the 
assignments in question as they were recorded in the 
Patent Office. 

The Court: There is no objection, Mr. Palmer, to 
37 that, is there? 
Mr. Palmer: No objection. 
The Court: Very well, it may be received in evidence. 
The Deputy Clerk: Defendant’s Exhibit Number 2. 


(Defendant’s Exhibit No. 2 was marked and received in 
evidence.) 


Mr. Roeming: May I ask at this time whether we may 
expect a decision in this case from the bench or will briefs 
be taken? 

The Court: In view of the present circumstances you 
are not going to have a decision from the bench. Neither 
are you going to know which may the Court is inclined, 
that is for the time being, because I am going to need 
briefs here and I want Mr. Palmer, of course, to do some- 
thing with respect to that New Jersey statute which he 
has just discovered recently and there is no comment on 
it in his trial brief. 
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' Mr. Palmer: There is none, Your Honor. 

The Court: All right. 

This is a rather unique case, you know, and it would be 
rather unbecoming, you might say, to go off half-cocked 
and decide it on just what I hear. 

Mr. Roeming: The only reason I asked is so I might 

not go into extended detail. 
38 First, of all, I would like to say that I disagree 
with some of the statements that have been made 
there; and I should like to call attention first of all to 
the fact that in the affidavit of Dansker—that is at page 
55 of the application 603152, paragraph 14—the whole 
‘matter of this statute and bankruptcy, ete., is disposed of. 

The statement of Dansker, one of the former directors 
of the corporation, is this: 

“That finally in September of 1960 I personally visited 
the offices of Mr. David Feldman—’’ Who is the assignee 
for the benefit of creditors—I am inserting this parenthet- 
ically—‘‘and was informed at that time that the American 
Collo Corporation was declared bankrupt in the Surrogate 
‘Court of the County of Bergen, State of New Jersey, Pro- 
bate Division, in January, 1959.” 

' he Court: Well, that should be a matter of record. 

Mr. Roeming: Yes, that is of record and, therefore, all 
ithis matter of the significance of the assignment for the 
benefit of creditors and this statute is entirely immaterial; 
because it is admitted in the record by the affidavit adduced 
by the plaintiff that the corporation was officially declared 
bankrupt. 

Now, even here in the District of Columbia—I will 
just make this aside comment. 
The Court: How about this declared bankruptcy? 
That is bankrupt as far as its own legally possessed 
| property is concerned. How about property that didn’t 
belong to them, that 20 percent? 
’ Mr. Roeming: There has been argument here— 

The Court: All right. I don’t want to break into your 

thread of reasoning. 
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Mr. Roeming: The argument has been made that there 
was not a bankruptcy proceeding. I merely wanted to 
point out that we have an affidavit from one of the direc- 
tors that the corporation was officially declared bankrupt 
in 1959. 

The Court: Prior to that time it was in the hands of 
the assignee for the benefit of creditors? 

Mr. Roeming: I didn’t understand that. 

The Court: I say, prior to the bankruptcy all of the 
property of that corporation was in the hands of an as- 
signee for the benefit of creditors? 

Mr. Roeming: That is correct. 

The Court: All right. And I would assume that the 
property, if it was assigned for the benefit of creditors, 
was not sufficient. 

Mr. Roeming: We have the statement from the assignee, 
Feldman, that the amount of the estate was very small. 

Now, I might begin by concentrating on the facts. 

The Court: Was the bankruptcy initiated by Mr. 
40 Feldman? 

Mr. Roeming: There is no evidence in the record 
as to who initiated the bankruptcy. 

Feldman was appointed by the Court. 

The Court: Go ahead. 

Mr. Roeming: Now the record shows that Joseph Wink- 
ler, the plaintiff in this case, is apparently a skilled chemist 
and was employed by the American Collo Corporation as 
a chemist. In view of the fact that he is mentioned as 
Doctor Winkler, I would assume that he has either a PhD 
or Doctor of Science Degree. Not only was he employed 
by this corporation, he was also a director of this cor- 
poration. 

Now, apparently, at the beginning of 1957 he ter- 
minated— 

The Court: Does all this appear in the record? 

Mr. Roeming: This all appears in the record. I will 
not mention a fact that is not substantiated by an affidavit 
or a document such as the assignments. 
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The Court: All right. 

Mr. Roeming: Doctor Winkler left the employee of the 
American Collo Corporation in January, 1957, and at that 
time there was some correspondence, which is in the record 
as Exhibits A, B, C and D. Now, when he left the em- 
ployee in January at that time he was entitled to his 

reassignment of the 20 percent interest and that 
41 reassignment was made. 

Now, prior to this matter, when the applications 
were filed, Mr. Striker, Michael S. Striker of New York, 
was appointed attorney in this case, and the interesting 
thing is that the power of attorney was made by Mr. 
Winkler in one of these applications as the applicant, and 
in the other application, where there were three joint 
applicants, he joined in the appointment of Mr. Michael 
Striker as the attorney. So that is an additional fact 
to be noted in connection with all this talk that has been 
going on about who was appointed attorney. The fact 
is that the only powers of attorney before the Patent 
Office in these two applications—and there is only one in 
each application—is joined in in the joint application by 
Doctor Winkler and then the other one he was the only 
appointee. 

And as I have also indicated, he was a director of the 
corporation. 

Now, we have as Exhibit A, with Doctor Winkler’s own 
affidavit, a letter dated February 6, 1957. This letter on 
its face indicates that Doctor Winkler was a shrewd busi- 
ness man. The first paragraph of page 2 of that letter— 
and page 1 is not in the record—says this; and this is 
from a vice president of the American Collo Corporation, 
Mr. Guy Bishop. 

‘“‘We are happy that Avisco—’’ which is appar- 
42 ently some other company—‘‘entered into a contract 

with you. We would also support you in similar 
contract such as the one you outline in your letter to Mr. 
Abramowitz. We feel your letter to Mr. Abramowitz was 
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a better approach than if we had reopened this whole ques- 
tion. You will recall the contract which was proposed by 
American Resinous Corporation was not very good and 
your approach makes it much easier to obtain better 
terms.’’ 

The Court: You say that is a quotation not in the 
record? 

Mr. Roeming: It is in the record. It is Exhibit A 
attached to Doctor Winkler’s own affidavit. 

I submit, first of all, this paragraph indicates Doctor 
Winkler is not a naive patent applicant. He is a director 
of a corporation, and as indicated here, other directors 
think that he is a very competent business man. 

Now, the statement has been made that there was an 
agreement to continue the prosecution of this case by 
American Collo Corporation. Now, before the bankruptcy 
proceeding was—Rather, before the assignment for the 
benefit of creditors was made in March of 1957—and that 
date is established by Mr. Feldman’s affidavit—this letter 
was dated one month before that and it has this additional 
paragraph. And this is, again, quoting from the letter 
of Mr. Guy Bishop, Vice President of American Collo 

Corporation. 
43 ‘cWe have not taken any action in filing an amend- 
ment for U. S. Patent Application No. 550,464 in ac- 
cordance with your advice. We would certainly not drop 
any other applications unless you specifically instruct us to 
do so.”? 

Now, that is not one of these applications, it is a different 
one. But the record establishes that at the time of this 
letter Mr. Michael Striker was prosecuting eleven applica- 
tions in which Doctor Winkler was either sole or joint 
inventor which were owned by American Collo Corporation. 
Therefore, this indicates that they have dropped one ap- 
plication. 

And then the letter continues: We would certainly not 
drop any other applications unless you specifically in- 
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struct us to do so.’? Now, apparently, this is interpreted 
by the plaintiff at the present time as a promise or a 
contract. 
Now, I should like to note that at this time American 
Collo was still a going corporation, and as the next letter 
| which I will refer to will indicate, the agreement was that 
' Doctor Wrinkler was to aid American Collo Corporation 
and Mr. Striker in the prosecution of these applications. 
In other words— 
The Court: Is that an inference you are drawing? 
Mr. Roeming: No, I will establish that from the letter 
itself. 
«44 The Court: Very well. 
Mr. Roeming: And I think probably in view of the 
question of the Court I had better go to the next letter 
_ and then come back to the point that I wanted to make here. 
' Now Exhibit B attached to Doctor Winkler’s affidavit— 
' and this is at page 49 of the 603152 application—is a letter 
’ dated February 26, 1957, addressed to— 
The Court: 1957? 
Mr. Roeming: 1957. 
‘It is within the same month as the previous letter. It 
' ig a letter of Doctor Winkler addressed to Mr. Guy Bishop, 
Vice President of the Company, that is it is addressed to 
the Corporation, attention Mr. Bishop. The first para- 
graph is: 
“Dear Guy, 
“Thank you for your kind letter of February 21st.’’ 
So there was a response to this previous letter, which 
is not in the record, and this response of Doctor Winkler 
is dated February 26. The whole contents of this letter 
is very interesting. Continuing with the next paragraph: 
‘“<Wirst of all I wish to discuss the matter of further 
financing of the pending applications. My last agreement 
with ACC of January 2d—’’ ACO, of course, is American 
Collo Corporation—‘‘provides free of charge my coopera- 
tion with your patent attorney in obtaining the US Patents 
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which is enough of a burden for the 20% in these 
45 patents. Therefore I must emphatically decline any 

further financial participation in the patent attorney 
expenses.”’ 

This was February 26, 1957. I should like to call at- 
tention to this particularly, that the applicant or plaintiff 
here is speaking in terms of consideration. I do this and 
you do that. And this is particularly interesting later 
when we get into the matter of what he expected others 
to do for nothing in his interests. 

Continuing in the third paragraph: 

“But I see other ways for ACC to get rid of patent 
attorneys expenses. 

“1/ ACC should organize a separate American Collo 
Development Corp. take in a third party with money and 
finance the prosecution of the applications.’’ 

I submit, that from this paragraph it is evident that on 
February 26, 1957, only approximately two months after 
severance of his employment with the corporation Doctor 
Winkler was aware of the fact that ACC would within 
two weeks of this date make the assignment for the benefit 
of creditors. 

The Court: It had a kind of a sudden drop, didn’t it? 

Mr. Roeming: The corporation? 

The Court: Yes. 

Mr. Roeming: Well, there is no evidence— 
46 The Court: I know; that is just a thought that 
came into my mind. Evidently, from a state of a 
going concern it went down quickly. 

Mr. Roeming: Well, I have no evidence that it was a 
going concern. 

The Court: I know you haven’t. 

Mr. Roeming: At least he was aware on February 26 
that the problem of getting a patent attorney expenses 
was a major problem for American Collo Corporation. 

Continuing on that paragraph: 

“¢ ACC should organize a separate American Collo Devel- 
opment Corp., take in a third party with money and finance 
the prosecution of the applications. 
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‘‘97 To start serious negotiations with Mobay or Nat. 
Aniline and sell outright—’’ Those are names that ap- 
parently mean something to them. I can’t read it. It is 
o-t-r-i-g-h-t, which, apparently, should be outright. “‘ .. 
and sell outright all this, whereby I assure you of my Beat 
cooperation.’’ 

The Court: Well, it is time for the usual morning 
recess. 

Court will now stand recessed until 11:30. 


(Whereupon, at 11:15 a.m. the Court recessed and re- 
convened at 11:35 a.m.) 


You may proceed, Mr. Roeming. 
Mr. Roeming: Now, before the recess I was read- 
47 ing from a letter from Doctor Winkler to Mr. Bishop 
under date of February 26, 1957. 

Now, coming to the paragraph 3 under the previously 
listed numbered paragraphs, Doctor Winkler states: 

«37 Any patent application which ACC wishes to drop 
anyhow I am willing at my choice to take over free of 
any pending attorneys or other payment provided that in 
due time ACC will assign to me its 80% with the written 
waiver from Mr. Stricker—’’ 

The Court: Did you say payment? 

Mr. Roeming: Yes, ‘‘or other payment.’’ 

The Court: Oh, ‘‘or other payment.’’ 

Mr. Roeming: I will admit that apparently it makes 
no sense, but that is what it says. I will repeat that. 

“‘T am willing at my choice to take over free of any pend- 
ing attorneys or other payment provided that in due time 
ACC will assign to me its 80% with the written waiver from 
Mr. Stricker—’’ It is spelled ‘‘S-t-r-i-c-k-e-r’’ but it refers 
to Mr. Striker. 

The Court: He spells it with a ‘‘y’’? 

Mr. Roeming: He spells it ‘‘S-t-r-i-k-e-r”’. 

The Court: I was thinking of Lloyd Stryker. 

Mr. Roeming: ‘‘. . . written waiver from Mr. Striker 
that he has no pretenses to me for dues fees also when 
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I shall receive from ACC and Striker all the files of 
48 this case. I suggest that ACC shall decide which of 
the US Patent Applications it will not further con- 
sider worthwhile for its business and proceed as indicated.” 

Now, this is a very interesting and important paragraph 
in this case, because at this point Doctor Winkler does 
not say unqualifiedly that he will take over the prosecution 
of any case that the corporation should choose to drop. 
He says that he will take it over if he can get the case 
from of any attorneys fees due to Mr. Striker, and if 
the corporation will assign to him the other 80 percent 
interest. Those are two very important conditions to his 
offer to continue the prosecution. 

The Court: What is the date of that letter again? 

Mr. Roeming: February 26, 1957, at a time when all 
the applications before this Court were not abandoned. 

He continues: 

“T hope that ACC and will see my just point of view 
and act accordingly.”’ 

The Court: Is that letter in longhand? 

Mr. Roeming: It is typed but it looks as though it was 
typed by him himself. I shouldn’t venture that opinion. 

The Court: I thought it might be in longhand. 

Mr. Roeming: No, it is typed. Obviously, in that sen- 
tence there is a superfluous ‘‘and”’. This is only one 
page of this letter. ‘¢And now im answering your ques- 

tions: 
49 “‘1/ The received assignment of the US Patent 
Application 605203 I will sign simultaneously with a 
second assignment from ACC of 20% in it tome. There- 
fore please send this second assignment and this will be 
done. 

“2/7 US Patent Application 551657. This case does not 
require action as it was done already by me October 18, 
1956, whereby I instructed by letter Striker to agree to 
examiner’s request for a division and this was done by 
Striker with his amendment of December 7, 1956 .. .”’ 
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The Court: Those are the two applications involved 
here? 

Mr. Roeming: No, but as to these eleven— 

The Court: Neither one of them? 

Mr. Roeming: Neither one is the application here. But 
J will call attention to the significance of this when I finish 
reading it. 

Continuing at that point: 

“All this was in the received from you file and you 
have overlooked it. 

“3/7 US Patent Application 428000 will be answered by 
me in time as it should be answered before July 24, 1957. 
Long before that I will therefore give Striker correspond- 
ing material for an intended discussion with the examiner. 

‘*4/ US Patent Application 494267. I am returning this 

application .. .’? And that is all we have here, 
50 this page. But this indicated in these last para- 

graphs that on February 26, 1957, Doctor Winkler, 
in accordance with the agreement that he has alleged, was 
in contact with the officers of the corporation. 

The Court: These things you are reading now, were 
they submitted to the Patent Office by Mr. Palmer? 

Mr. Roeming: Everything I have here was submitted. 

The Court: These were submitted by the applicant him- 
self or on his behalf? 

Mr. Roeming: Yes, sir. 

The Court: All right. 

Mr. Roeming: These paragraphs numbered 1 through 
4 here dealing with these applications indicate clearly that 
he was furnishing material to Striker, whether directly 
or indirectly, and that he anticipated giving more material 
to Mr. Striker before July 24, 1957, to enable the attorney 
to continue to prosecute the particular applications there 
I mentioned by number. 

Now, on April 17, 1957, which was about five or six 
weeks after the assignment for the benefit of creditors, 
and it is according to the record, as I will indicate later, 
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Doctor Winkler indicates in his affidavit that it was in 
the summer of 1957 that he became aware of that assign- 
ment for the benefit of creditors. Thus, while this is after 

the assignment, I would not contend that he was at 
51 this time aware of it. This is addressed to the Amer- 

ican Collo Corporation, attention: Mr. Otto Selig- 
man, President. And this letter relates to the application 
603152, which is before the Court. 

*¢Gentlemen: 

‘CWith reference to the first action of the US Patent 
Office of January 30, 1957, as reported with a letter of 
February 28, 1957, of Collo’s Patent Attorney, Mr. Michael 
S. Striker, please instruct Mr. Striker to agree to a division 
into two applications as requested by the US Patent Office. 
I am wondering why Mr. Striker could not do it by him- 
self as this is a formality and do not require inventor’s 
approval. 

“On the other hand, in accordance with our agreement 
of January 2nd, 1957, the attorney who shall handle the 
pending cases can call through you upon my services as 
the inventor in prosecuting them before the US Patent 
Office until a patent is issued. However, as also agreed, 
you shall take care of the attorney’s fees not only of the 
80% of the cost, but also of my 20% share. Incidentally, I 
have not received the official notification from the US 
Patent Office about the reassignment of 20% of the 13 
patent applications.’’ 

The Court: Was that assignment filed, 20% in the 

Patent Office? 
52 Mr. Roeming: Yes, and it is in evidence in my 
defendant’s exhibit 2. 

The Court: All right. 

Mr. Roeming: Now, as I will show later from Doctor 
Winkler’s affidavit, he learned of the assignment for the 
benefit of creditors in the summer of 1957. The dates of 
abandonment of the applications are: In the case of 
603,152, July 30th, 1957; and in the case of 533764, Feb- 
ruary 29th, 1958. 
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Now Exhibit D in support of Doctor Winkler’s affidavit 
is a letter dated August 12, 1958. In other words, it is 
after the abandonment in fact of both the applications 
before the Court. It is addressed to Mr. Otto Seligman, 
who was previously indicated to be the president of Amer- 
ican Collo Corporation. This letter states: 

‘Dear Otto, 

“‘T am very much disturbed not hearing from you or 
Mr. Michael S. Striker, Collo’s patent attorney, about 
any action of the U.S. Patent Office in re all my pending 
13 patent applications. Who is handling these, Mr. Striker 
or perhaps the lawyers who are the receivers of the Collo 
in bankruptcy?”? The word ‘‘corporation’’ of course is 
omitted there. ‘‘Please advise at your earliest conven- 
ience.’’ 

The Court: Was that prior to the time the actual bank- 

ruptey was initiated? 
53 Mr. Roeming: It is after. He had learned of the 
assignment for the benefit of creditors in the summer 
of 1957, and this is a year later, August 12, 1958. 

The Court: And at that time the corporation was in 
bankruptcy? I am just wondering whether he meant really 
bankruptcy or the assignment for the benefit of creditors. 

Mr. Roeming: Well, in any event, what he meant when 
he said ‘‘the receivers of the Collo in bankruptcy’? I am 
sure he meant the assignee for the benefit of creditors. 

The Court: All right. That is what I thought. Go 
ahead. 

Mr. Roeming: Now, there is a penciled note on this 
letter, which according to Doctor Winkler’s affidavit, is 
a note he made on this letter after a telephone call. 

‘sT have received a telephone call from Otto August 19th, 
9:30 pm.’’ And he has quotation marks, ‘‘The lawyers 
are handling the cases before the U.S. Patent Office. Otto 
gave them my new—’’ abbreviation of Sacramento— 
‘taddress if they shall need my help.’’ 

Now, this letter indicates that Doctor Winkler is dis- 
turbed and that he has received the information from 
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Mr. Seligman that lawyers are handling the cases. There 
is no statement here as to how they are handling the cases. 
The Court: Would that be necessary there? Wouldn’t 
the natural assumption be they are prosecuting them 
54 or going ahead with them? 
Mr. Roeming: I don’t think it would under the 
circumstances. 

The Court: All right. 

Mr. Roeming: In this circumstance it was knowledge to 
him that the corporation had practically no assets and the 
applications were in the hands of the assignee for the 
benefit of creditors. 

I think any man having the knowledge of business as 
demonstrated in these letters by Doctor Winkler would be 
in a position to assume that the handling of the cases 
would not necessarily be to his benefit. 

The Court: I was just wondering how you could con- 
strue that though. What should he have understood ‘‘they 
were going ahead with it’’ to mean if it wouldn’t be that? 

Mr. Roeming: In the first place, the information he is 
getting is not from the source; it is hearsay. And while 
he doesn’t say— 

The Court: I am not talking about whether it is hearsay 
or not. 

Mr. Roeming: Yes, Your Honor. 

The Court: Do you mean to say that the telephone 
conversation should have said that the attorneys were 
going ahead with the prosecution of the cases instead of 
“the lawyers are handling the cases before the Patent 

Office’’? 
55 Mr. Roeming: I, unfortunately, have been speak- 
ing in the knowledge of other facts which I am going 
to call to the Court’s attention. May I reserve in answer 
to this specific question at this time? I will come to it 
again. 
The Court: Certainly. 
Mr. Roeming: Now, in the affidavit of Doctor Winkler, 


which is also part of the application file—Incidentally, for 
the Court’s information, I have been reading from the file 
of application 603152, but substantially the same affidavits 
are also of record in the other application. 

In paragraph 7 of Doctor Winkler’s affidavit he states: 


‘That thereafter and being sometime in the summer of 
1957, I head unofiicially that the American Collo Corpora- 
tion had experienced financial difficulties and they had 
entered bankruptcy or other insolvency proceedings. How- 
ever, I was orally advised from time to time by former 
officers of the American Collo Corporation that the patent 
applications, including the above-identified patent applica- 
tion, were being processed by the bankruptcy attorneys 
handling American Collo Corporation affairs.’’ 


In paragraph 8 of that affidavit he indicates that the 

nature of his inquires to officers and directors of American 

Collo Corporation during the years 1957 through 

56 1960 were in, and I quote: ‘‘To illustrate the nature 

of my inquiries, there is attached hereto a letter of 

mine dated August 12, 1958, addressed to Mr. Otto Selig- 

mann formerly President of American Collo Corporation.’’ 
And that is the letter from which I was just reading. 

The Court: He was the president of the corporation? 

Mr. Roeming: Doctor Seligmann was the president of 
the corporation. 

The fact is that at the time of Doctor Seligmann’s 
letters of August, 1958— 

The Court: All of this that you are arguing now or 
stating now is to indicate that he was in touch and knew 
or should have known everything that was being done? 

Mr. Roeming: I would say this— 

The Court: That is why I asked Mr. Palmer about the 
question of laches. 

Mr. Roeming: He was a business man in addition to 
being a chemist of high educational qualifications. He 
did not want to incur any patent attorney’s expenses. 
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The Court: I know, but that is not my question. What 
you are trying to do now is to show he was not ignorant 
of these things, or if he was, it was his own fault; is that 
right? 

Mr. Roeming: That is correct, Your Honor. 

The Court: Go ahead then. 
57 Mr. Roeming: Now, in paragraph 11 of this aff- 
davit there is a very important admission; and the 
paragraph reads—It is paragraph 10. 

“That during 1959 and 1960 I was in oral communication 
from time to time with both Mr. Samuel Dansker, the 
affant in an accompanying affidavit and Mr. Guy Bishop 
for the purpose of inquiry as to the status of my patent 
applications, including the above-identified application ...”’ 

The Court: Who was Mr. Dansker? 

Mr. Roeming: He was also a director of the corporation. 

The Court: Who else? 

Mr. Roeming: And Mr. Guy Bishop, who was the vice 
president of the corporation. 

«¢. . , ineluding the above-identified application.’’ This 
being numbered 603152. ‘‘In each conversation Messrs. 
Dansker and Bishop would advise that they had attempted 
to obtain information from the bankruptcy attorneys with- 
out success as to obtaining information or the ultimate 
disposition of the patent applications.” 

Now, this indicates that in 1959 he inquired from two 
officers of the corporation who could tell him only that 
they had tried to obtain information from the bankruptcy 
attorneys, presumably Mr. Feldman, the Court-appointed 

assignee, and without success. They had not success 
58 in obtaining any information, which I think is, 
again— 

The Court: Does that indicate he should have contacted 
Feldman? 

Mr. Roeming: I think it indicates he should have con- 
tacted one of the three sources, as the Commissioner 
indicated. 
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The Court: I thought the corporation was one of those. 
Mr. Roeming: No, the Commissioner indicated he should 
i have inquired either of Mr. Striker, who he knew as the 
| attorney under the power which he himself had signed, 
| there having never been submitted to him for signature 
i any other power of attorney. He could have inquired from 
‘ the United States Patent Office. Status letters are written 
into the office; they are received every day in the week 
iin great number inquiring as to the status of pending 
i applications, or applications identified by number whether 
they are pending, abandoned or patented. And the third 
| source the Commissioner indicated was that he should have 
| written or inquired directly of Mr. Feldman. 

In view of the Court’s question, at this point I should 
like to go back to the first letter from which I read. I 
did not go into one paragraph. I think that paragraph is 

highly pertinent to the present question. In the letter to 

Doctor Winkler of Mr. Guy Bishop dated February 

59 6, 1957, which was the first letter from which I read, 
the last paragraph on page 2 is as follows: 

‘‘We are enclosing a clipping from the Staatszeitung 

and Herold, the New York German language newspaper. 
Mr. Seligmann felt that this is of particular interest to 

' you. You might wish to obtain additional information 

' regarding the tests made by the University of Paris. 
Should you have difficulty in obtaining specific information 
I would suggest you write either to the Associated Press 
referring to the Paris date line, or to the French Consulate 
in Los Angeles. Undoubtedly you will be able to find ways 

i of obtaining additional information but if you have any 

| difficulty let me know so that perhaps we can find an alter- 
native source.”’ 

' he Court: That is in connection with what? 

Mr. Roeming: That is in connection with this: This 
paragraph shows that these people are very sophisticated 
as to how to obtain information. 

The Court: But that is something that is not germane 
to anything here. 
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Mr. Roeming: I think it is highly germane to the fact 
that this man can not stand here and contend that he 
didn’t know that he could get first-hand information as to 
the status of his applications at any time that he was dis- 
turbed about them. 

The Court: Not by writing to Paris. 
60 Mr. Roeming: No. 
The Court: That is why I say it is not germane. 

Mr. Roeming: But it shows how sophisticated informa- 
tion receivers these men are. In other words, in 1959, in 
that paragraph 10 of Doctor Winkler’s, he states, in sum- 
mary, that he was advised by two directors of the corpora- 
tion that they had been unsuccessful in obtaining any in- 
formation from the attorney, Feldman, as to the disposition 
of the patent applications. As counsel for the plaintiff indi- 
cated, it was in September, 1960, that Mr. Dansker himself 
personally—I am putting words in the plaintiff counsel’s 
mouth. He said that in September, 1960, Doctor Winkler 
first found out about the actual abandonment. And evi- 


dence of that is in paragraph 11 of Doctor Winkler’s 
affidavit, which states: 


“That in the latter part of September, 1960, I was ad- 
vised orally by Mr. Samuel Dansker that he had in Septem- 
ber personally visited the bankruptcy attorney’s office in 
Newark, New Jersey, one Mr. David Feldman, Furst, Furst 
& Feldman, 1180 Raymond Boulevard, and had been in- 
formed, for the first time, that the patent applications 
presumably including the above-identified application, had 
become allowed to become abandoned as the corporation 
had no assets to meet the outstanding obligations and debts 
of the corporation.”’ 


In paragraph 16 of that affidavit, Doctor Winkler states: 


61 “That since September, 1960, in addition to my 

full-time employment as a technical service specialist 
of the Aerojet-General Corporation, Sacramento, California 
facility, I have attempted to interest capital in acquiring 
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my patent applications amongst which is included the sub- 
ject application.”’ 


Now, the attempt to interest capital after September, 
'1960, raises the question of course why the attempt to in- 
terest capital wasn’t made much earlier. 
Beginning in February, 1957, when Doctor Winkler wrote 
letters suggesting that American Collo Corporation try to 
' interest capital was much earlier, but, apparently, he began 
‘to try to interest capital by his own action only since Sep- 
tember, 1960. 
Incidentally, the assignment from Mr. Feldman indicates 
i that two of the eleven or thirteen applications—both num- 
‘bers have been used in the record by the plaintiff—have 
been acquired, as far as we know from this record, and 
have been attempted to be revived. 
Now, the assignment, the last assignment of the 80 per- 
‘ cent interest, in April, 1961, by Mr. Feldman to Doctor 
! Winkler indicates that he paid $400.00 for these applica- 
' tions, for the 80 percent interests in those applications. 
Now, going back to the fact that the original offer by 
Doctor Winkler was that he would undertake to 
62 prosecute the applications which American Collo, 
when it was still active, did not choose to further 
prosecute, at that time he offered to undertake that prosecu- 
! tion on two conditions; (1) that he get the applications free 
' of attorney’s fees; (2) that the 80 percent interest be 
' assigned to him without charge. Now, at this point, after 
' the cases were abandoned, he got into action and acquired 
80 percent in two applications for $400.00; presumably in 
this situation being $200.00 apiece. 
There is also of record an affidavit of Mr. Dansker, who 
: also was a director of the Collo Corporation—I am going 
| to try to avoid duplicating anything that has been read in 
the way of information in the other affidavits. 


Paragraph 12 of the Dansker affidavit states : 


“That after the assignment for the benefit of creditors in 
' 1957 neither I nor any of the other officers or directors or 
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majority stockholders of the American Collo Corporation 
were again contacted by the assignee or communicated with 
in any way.”’ 


That refers, of course, to Mr. Feldman, the assignee for 
the benefit of creditors. 

In paragraph 14 of his affidavit, he gives first-hand the 
information as to his knowledge of bankruptcy. That I 
read at the very beginning of my statement, that this matter 
of bankruptey is settled by this particular admission; 

namely, that which states that: ‘‘Finally, in Sep- 
63 tember of 1960 I personally visited the offices of Mr. 

David Feldman and was informed at that time that 
the American Collo Corporation was declared bankrupt 
in the Surrogate Court in the County of Bergen, State of 
New Jersey, Probate Division, in January, 1959. Other 
than this information I was never in receipt of any official 
notice as to the proceedings of bankruptcy, the disposition 
of assets or the status of Doctor Winkler’s patent applica- 


tions, including the subject applications—’’ And he spe- 
cifically states, I note, that he was never informed of the 
status of Doctor Winkler’s patent applications. 

On this record, of course, the question was raised as to 
where Mr. Striker stood on these matters. And, accord- 
ingly, an affidavit by him was filed after the first decision 
of the Commissioner. 


Mr. Striker states in paragraph 4: 


‘That he was one of the creditors of the American Collo 
Corporation and that this company owed him a substantial 
sum of money as fees for services for preparation and 
prosecution of the above listed applications, as well as 
numerous other patent applications.”’ 


In paragraph 6 he states: 


“That to the best of his recollection, at the time a deci- 
sion was made to abandon the subject applications, he 
was not aware that Joseph Winkler had any right, title 
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| 64 or interest in the said applications, since he had par- 
ticipated in the recording of the entire right, title 
' and interest to the American Collo Corporation.’’ 


Now, we get in the next paragraph an explanation of an 
| interesting fact as to this attorney’s status. He had pre- 
pared the assignment of the full interests of Doctor Winkler 
"and his joint applicants in one of these cases to the Amer- 
ican Collo Corporation, which was just a normal assign- 
_ ment of an employee to employer, but he was not the attor- 
' ney who prepared the assignment of the 20 percent interest. 


As he states in paragraph 7: 


‘That he has been advised recently that the assignment 
' of a 20 percent interest in the said applications to Joseph 
' Winkler was handled by another attorney for American 
' Collo Corporation namely, a Mr. Guy Bishop, so that as 
- far as he can recollect, he had no connection with the assign- 
ment of the partial interest to Joseph Winkler, or any 
knowledge of this assignment.’ Mr. Guy Bishop has 
"already been identified as the vice president. 

In paragraph 8 he states, in effect, that he never had 
any contact with Joseph Winkler, nor did, quoting, ‘‘did 
he notify Joseph Winkler that the said patent applications 
were being abandoned.”’ 

Now, in view of the fact that we have a reference here 

to the decision to abandon, I should like to call atten- 
65 _ tion to a very important fact in this case—and it has 

not yet been stated—in this manner: We are not 
dealing here with any action by Mr. Feldman, nor are we 
dealing with any positive action by Mr. Striker. We are 
dealing with lack of action. This case is a case of lack of 
action throughout. At the time when Mr. Striker— 

The Court: Then my question as to laches was ap- 
propriate? 

Mr. Roeming: It was indeed, and that is the basic posi- 
tion of the Patent Office in this case, that nothing has been 
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ever before the Court or Patent Office that such was the 
case. 
Now, I already read from the affidavit of Mr. Striker, 
the patent attorney. He did not know of the interest of 
Doctor Winkler. 

Now, the only pertinent evidence that is before the Court 
that is in any way relevant is this statement in paragraph 3 
of the Feldman affidavit. 


<‘ Among the assets that came into my possession as such 
assignee were the following patent applications in which 
Joseph Winkler had a twenty percent interest ...”’ 


Now apparently, the plaintiff interprets that statement to 
mean that Feldman knew there was a twenty percent in- 
terest at that time. This affidavit was made out as of the 
29th of May, 1961. It was not made out at the time when 
the decision was made not to pay the fee, which was in one 
ease in 1957, and in the other case in 1958. This is not the 
statement by Mr. Feldman that he knew that there was a 
twenty percent interest in—that Joseph Winkler had a 
twenty percent interest at the time that the case became 
abandoned. 

Now, that covers the material facts of this case. There 

is much talk here about what the rights of Mr. Feld- 
69 man were to control the prosecution of this applica- 

tion. The fact is that the plaintiff Winkler himself 
signed the only powers of attorney that were presented to 
the Patent Office and, therefore, as far as the Patent Office 
was concerned, the only person with whom they were 
doing business under the rules—and properly so—was 
Mr. Striker. Now, it is not a question of whether Mr. 
Feldman had any legal right to control the prosecution of 
this case at any time. The fact is that even if we take the 
position that he was controlling the prosecution in fact it 
was clearly with the acquiescence of Doctor Winkler. There 
is no question on this record that he knew that persons 
other than the corporation people were handling these ap- 
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plications, and that in doing nothing about it at that time, 
as he could have—and I will develop that point—he was 
acquiescing in whatever was being done. He certainly could 
not take the position at this point that somebody owed him 
a duty to pay non-existent monies to a patent attorney to 
prosecute thirteen patent applications, which as anyone 
knows who is connected with the patent profession is an 
expensive proposition. It is not a matter of small sums 
of money. 

Now, I should like to call attention to the fact that in the 
plaintiff’s trial brief the contention is made that the plain- 
tiff could not have taken over the prosecution of this 


case. 
I submit that that is clearly not correct, and I 
won't rely on Patent Office or Court authority on 
that point. I will cite McCrady, Patent Office Practice, 
Third Edition, where at Section 21, page 36, it deals with 
the subject under the heading ‘‘Who Controls Prosecution”’. 

And I quote from McCrady, when he states: ‘‘One case 
indicated that control—’”? In fairness, 1 should read the 
previous sentence. 

“< Applicant is normally entitled to control to the exclu- 
sion of a part-assignee.”’ That is of no concern here be- 
cause Doctor Winkler jn one application was not only the 
applicant, he was also the part-assignee. In the other case 
he was the joint applicant and part-assignee. The im- 
portant sentence is that: ‘‘One case indicated that control 
should be entrusted to an assignee of a part interest if the 
application is not being properly prosecuted so as to protect 
his interests. It was stated that the assignee of a part 
interest might be authorized to control the prosecution if 
the inventor had disappeared and abandonment was 
jmminent.”’ 

Now, we don’t have here a case where the inventor has 
disappeared but certainly MeCrady suggests that the Office 
will let a part-assignee control an application where it is 
clear that the other people who have been in control are 
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case. 
70 I submit that that is clearly not correct, and I 
won't rely on Patent Office or Court authority on 
that point. I will cite McCrady, Patent Office Practice, 
Third Edition, where at Section 21, page 36, it deals with 
the subject under the heading ‘‘ Who Controls Prosecution”. 
And I quote from McCrady, when he states: “<Qne case 


indicated that control—’’ In fairness, I should read the 
previous sentence. 

“< Applicant is normally entitled to control to the exclu- 
sion of a part-assignee.’? That is of no concern here be- 
cause Doctor Winkler in one application was not only the 
applicant, he was also the part-assignee. In the other case 
he was the joint applicant and part-assignee. The im- 
portant sentence is that: ‘One case indicated that control 
should be entrusted to an assignee of a part interest if the 
application is not being properly prosecuted so as to protect 
his interests. It was stated that the assignee of a part 
interest might be authorized to control the prosecution if 
the inventor had disappeared and abandonment was 
imminent.’’ 

Now, we don’t have here a case where the inventor has 
disappeared but certainly McCrady suggests that the Office 
will let a part-assignee control an application where it is 
clear that the other people who have been in control are 
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either not going to properly prosecute the application or 
where they are going to let it go to abandonment. 

71 The contention that the plaintiff legally could not 
have intervened, or that the Office Rules would have 

prevented his intervention just doesn’t hold water. 

And McCrady, of course, cites cases, and I won’t refer 
to them because they are Commissioner’s decisions. 

The Court: Well, of course, what you have said bears 
out your contention, but it is diametrically opposed to what 
Mr. Palmer alleges as the facts. 

Mr. Roeming: Yes. 

To summarize the decision of utmost importance in this 
case—it is the last decision; we don’t have to be concerned. 
with the previous decisions of the Commissioner. After 
his first decision there was additional evidence and it is the 
last decision on the record as a whole that counts. 

Therefore, I call attention particularly to the decision 
of Mr. Reynolds, the First Assistant Commissioner, dated 
January 5, 1962, which is, of course, in plaintiff’s applica- 


tion 533,764. I don’t know whether that is plaintiff’s ex- 
hibit 1 or 2. 

The Deputy Clerk: Exhibit 1. 

Mr. Roeming: It is in evidence as defendant’s exhibit 1. 
Now, that decision is referred to in another decision in 
the other application and appears as defendant’s exhibit 
1-E. 


Now, the Commissioner himself reviewed most of 

72 the highlights of these facts which I have been re- 

citing here, and the important point is not whether 

he used a few words correctly or incorrectly. Looking at 

the last paragraph of that decision, the Commissioner 
said— 

The Court: Was that written by Mr. Reynolds? 

Mr. Roeming: This was writtten by Mr. Reynolds. In- 
cidentally, the first decision was written by Mr. Arthur 
Crocker, but this decision is by Mr. Reynolds; and his last 
paragraph states this: 
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“‘Upon consideration of the entire case it must be con- 
eluded that if the petitioner had been diligent in ascertain- 
ing and asserting his rights, the delay of more than four 
years in the prosecution of the application would not have 
occurred. Accordingly, the delay cannot properly be con- 
sidered unavoidable.”’ 

Now, I submit that this is the matter which the Court 
has to find either arbitrary or reasonable. There is much 
discussion as to what is the criterion of unavoidable in the 
plaintiff’s trial brief. He speaks of a high standard— 

The Court: That would all depend upon facts. 

Mr. Roeming: Yes, indeed, but I would submit this, that 
here Mr. Reynolds has clearly used the standard of rea- 
sonable diligence and that that is a correct standard. I 

could quote from McCrady to that effect also. 
73 Now, the allegation is made that the Commissioner 

erred in stating there a delay of four years. The 
plaintiff’s attorney concedes that the delay is three years 
in one case and three years and seven months in the other. 
I don’t see that that makes any substantial difference in 
this decision, whether he is correct or whether he is wrong. 
The main point is that on consideration of the entire case, 
I submit that, the Commissioner’s decision is supported by 
evidence, that it is not arbitrary and it is not clearly wrong 
and, therefore, under the terms of 5 U.S. Code 1009 this 
decision should be sustained. 

I also refer in the same light—rather, along the same 
vein—to a decision cited in plaintiff’s brief; namely, a 
decision of the Court of Appeals of this Circuit in the case 
of the French Atomic Energy Commission. I am not going 
to read the French name to it because I will murder it in 
the pronunciation.* It was decided in 1960 in a decision 
by Judge Washington of the Court of Appeals. 


(* Commissariat A L’Energie Atomique v. Watson, 274 F. 2d 594-597 
(App. D.C.)) 
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There one of the questions was whether the Court had 
jurisdiction to review an action of the nature of such a 
decision as we have here. And one section, or one ques- 
tion, was as to Section 145. The Court found that that 
didn’t apply on the ground that the action was brought too 
late. However, as to another ground, as to whether it had 

the right to review, the Court speaks in terms of 
74 mandamus. However, I call attention to the fact 

that while in this decision which is undoubtedly con- 
trolling, there is no mention of the Administrative Pro- 
cedure Act. 

The fact is that reference to the civil action filed here in 
the courthouse will show that the complaint was brought 
under the same section of the Administrative Procedure 
Act as this action, and that the Court stated as to that 


case: 

*<<Similarly, in cases like the present, where valuable 
rights are at stake, the Commissioner’s discretion cannot 
remain wholly uncontrolled, if the facts clearly demonstrate 


that the applicant’s delay in prosecuting the application 
was unavoidable, and that the Commissioner’s adverse de- 
termination lacked any basis in reason or common sense. 
No doubt the courts should be and will be extremely reluc- 
tant to disturb the Commissioner’s decision in a matter 
of this sort.’’ 

Now, I submit that this language means exactly the same 
as the language of 5 U.S. Code 1009, and in that— 

The Court: I think that is accepted by the courts. 

Mr. Roeming: With that then, I submit that the facts 
are clear that this plaintiff was on notice all along that 
the American Collo Corporation itself was not abiding by 
its agreement, if any, to prosecute the application, because 
shortly after the agreement; namely, within two months, 

they assigned all their assets to an assignee for the 

7 benefit of creditors— 


(* 274 F, 24 594-597; 107 U.S. App. D.C. 85-88.) 
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(Whereupon, the Reporter held up the proceedings in 
order to insert a new pad of paper in his stenograph ma- 
chine.) 


Mr. Roeming: Suppose we just cancel that last sentence 
and I will start over. 

The Court: All right. 

Mr. Roeming: I will say this, that he could no longer 
rely on any commitment which he contends was made by 
the officers of the corporation because they no longer con- 
trolled its assets. 

Obviously, he could not rely on them as individuals be- 
cause as individuals they were not obligated to him. He 
was aware of the fact that any prosecution of the applica- 
tions must have been conducted by Mr. Striker because he 
was not consulted or he was not requested to sign a new 
power of attorney. 

And I submit that this Commissioner was clearly correct, 
that he was in a position where he clearly should have 
taken steps to find out from original sources what the 
status of his application was. 

Now I remember one other argument that was made by 
plaintiff’s counsel. He argued that obviously there was 
no reason for him to consult any of these people immedi- 

ately after he ceased his employment with the corpo- 
76 ration; namely, say for the first three or four months 

after he left. Then he called attention to the fact 
that if he had asked the Office for the first time in 1958 
after the case had become abandoned what the status was 
he would have learned the status; and the inference was 
that, therefore, it would have been a futile gesture. But 
it is not a futile gesture, and this overlooks a very import- 
ant point in this type of case. 

If he had consulted the Patent Office in 1958 and learned 
that these cases were abandoned and had acted promptly at 
that point to take over the prosecution and continue it he 
would have been in an excellent position to have his peti- 
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tion to revive granted. But by his failure to act in 1958, 
from that point on he created a new delay not permitted 
by the statute. 

In 1959, when he became aware of the fact the corpora- 
tion directors could get no information about the status of 
his applications from Mr. Feldman, again, he was in a posi- 
tion where he started additional delay by his failure to 
act on that information. So that it is not the contention 
of the Office that abandonment as a fact should and could 
have been avoided, but the fact is that there is a material 
delay after the abandonment that was inexcusable. 

That is all I have at this time. 

The Court: Mr. Palmer, I wish you would confine your- 
self in your reply here to what I brought up in the first 

instance, that is the matter of laches. It seems to me 
77 the cases go off on the very thing. 

You don’t question the right of the assignee for 
the benefit of creditors to do as he did, considering the 
financial condition of the estate? It didn’t have enough 
money to pay past debts of the patent attorney. 


Further Argument by Mr. Palmer on Behalf of the Defendant 


Mr. Palmer: Your Honor, he had a duty to the credi- 
tors to obtain as great a return for the assets of that cor- 
poration as he could. 

The Court: How could he possibly have done it unless 
he had enough money to pay the debts of those patent 
attorneys? Who would continue with the prosecution? 

Mr. Palmer: If in fact he was interested in preserving 
that as an asset he could have gone out and gotten another 
attorney and that attorney would stand as any other credi- 
tor with the corporation, subject to whatever distribution 
of assets that might have been made. 

The Court: Now confine yourself to the argument of Mr. 
Roeming concerning laches. I am interested in that very 
much. 
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Mr. Palmer: My understanding, in order for there to 
have laches on the part of the plaintiff, is he had to be 
placed on some type of notice that would have caused him 
to move to have avoided this thing. 

The Court: Don’t you suppose that having been 

78 an inventor that he would look for his own property 

and its safety rather than waiting for years to be 
notified? 

Mr. Palmer: He did not wait, Your Honor; he inquired. 

The Court: Where did he inquire? 

Mr. Palmer: He inquired of the officers of the cor- 
poration. 

The Court: But they had nothing to do with that. Why 
didn’t he ask the assignee for the benefit of creditors? 

Mr. Palmer: He didn’t know that assignee. 

The Court: He could have discovered that very easily. 

Mr. Palmer: Your Honor, I had to correspond with 
three courts in the State of New Jersey— 

The Court: When were you first associated with this 
case? 

Mr. Palmer: In September of 1960. 

The Court: I see. Go ahead. 

Mr. Palmer: So it wasn’t an easy matter to find out 
who this assignee for the benefit of creditors was. 

The Court: I should think it would be a matter of rec- 
ord; court record. 

Mr. Palmer: The big question, Your Honor, is which 
court. 

The Court: Go ahead. 
79 Mr. Palmer: First I inquired of the Federal Dis- 
trict Court for the Northern District of New Jersey 
and they had no record. And then—I don’t recall the 
exact details, but I made— 

The Court: Wasn’t there a bankruptcy record in the 
Federal District Court? 

Mr. Palmer: There was no bankruptcy, Your Honor, in 
this case. 


The Court: I understood first there was the assignment 
for the benefit of creditors and subsequently a bankruptcy 
proceeding was brought. Is that correct? 

Mr. Roeming: That is correct. 

The Court: Why don’t you get me the record? 

Mr. Roeming: Your Honor, I read the record. 

The Court: You have it? 

Mr. Roeming: I read from the affidavit of the director 
that there was a declaration of bankruptcy in a specific 
court in New Jersey in January, 1959. That is the affidavit 
of Mr. Samuel Dansker, specifically in paragraph 14 of that 
affidavit, and I read it twice. 

The Court: All right; go ahead. 

Mr. Palmer: Your Honor, I had a note here that I wanted 
to bring up as a point. I think Your Honor observed dur- 
ing the argument on behalf of the defendant here that the 

word “‘bankruptcy’’ as used in these affidavits and 
80 _ throughout this record is a loose term. 
The Court: I thought you agreed to that? 

Mr. Roeming: No, sir, Your Honor, I did not agree to 
that. 

May I speak to that point? 

The Court: No, you may not speak to it, but you can get 
me—before I make the decision—the record of the court 
in bankruptcy. That is the best evidence; and the Court 
will require you to do it. It shouldn’t be difficult. 

Mr. Roeming: May I make this comment on this require- 
ment? 

The Court: Yes. 

Mr. Roeming: The record here is made by the plaintiff. 
He has furnished all the evidence. He has furnished an 
affidavit by Mr. Samuel Dansker. 

The Court: I understand, and he mentioned bankruptcy 
in there. Now, it is possible he, not being a lawyer, may 
have confused the assignment for the benefit of the credi- 
tors with bankruptcy, and that is why I asked you to be 
sure about it. 
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Mr. Roeming: This puts a terrific burden on us. 

The Court: Oh, no, it doesn’t. All you have to do is 
lwrite a letter up there, isn’t it, to the Federal Court? 

' Mr. Roeming: But may I make this point? 

The Court: Why don’t you do it? Would that be 
81 difficult; a five-cent stamp on a letter? You have 
the frank. 

Mr. Roeming: May I say this? 

The Court: The Court wants something. The Court has 

to decide this. 

Mr. Roeming: That is correct. 

The Court: Now the question of bankruptcy and the 
‘assignment for the benefit of creditors is something that is 
‘not confusing, but it may be considered one thing or another 
‘py one who is not a lawyer; and I want to know. Now, if 

there was a real bankruptey that is something. I know 
you can do it. And if you say there is no such thing as a 

‘pankruptey in this ease but just an assignment for the 
benefit of creditors that can be found out; and it is a 
matter of record. 

Mr. Palmer: Your Honor, I think the facts are so clear 
‘ in this case that it is just a misuse of the term. 

{he Court: That is what I want to determine, whether 
it is a misuse of the term, and the only way I ean do it is 
with the best evidence, the court record. Do you under- 
stand? 

Mr. Palmer: I understand. 

The Court: I can’t see anything else todo. Who am I to 
' say when he mentioned bankruptcy it means assignment 
for the benefit of the creditors; or anybody, when 
| 82 there is a record concerning such a thing which will 
show what it really means, or what really happened? 
Mr. Palmer: If I make another reference to the same 
’ man’s affidavit to show how he used the term ‘“‘bankruptey”’ 

perhaps that would clarify the thing. 

| In paragraph 13 of Mr. Dansker’s affidavit, which is 

"page 77 of plaintiff’s exhibit 1, Mr. Dansker said: 
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‘That during this time running from 1957 to 1960, I 
made many inquiries of the bankruptcy attorney, Mr. David 
Feldman and his attorney, Mr. Max Mareiniss, without 
receiving any reply. During this time I was of the belief 
that Dr. Winkler’s applications were still pending and had 
not been allowed to become abandoned.”’ 

The Court: That proceeding might have been a bank- 
ruptey proceeding subsequent to the assignment for the 
benefit of creditors. I know what he means there. He un- 
questionably means there that is the assignment, but that 
is not to say there hasen’t been a bankruptcy proceeding 
here; and I want to find out if there was; and it is very 
easily procured. I guess you could do it by telephone. 

Now the thing that bothers me here, Mr. Palmer, right 
now—you have made a very plausible argument, I agree. 
Mr. Roeming has made an excellent argument too—is 
whether or not the plaintiff with his knowledge of patent 

law, his knowledge of proceedings in the prosecution 
83 of patents was of such a character that he didn’t do 

what the ordinary person should have done concern- 
ing his property rights. That is what I want to get. And 
your briefs, that I will require you to exchange within 
twenty days after the receipt of the transcript, will par- 
ticularly stress that. I want that particularly stressed be- 
cause that is the thing which the Court will particularly 
need the assistance of counsel on; as the Court always needs 
in cases of this character. 

I want you, in your briefs, to make reference to the parts 
of the record that bear out the contentions that you made 
and any law that you can possibly find bearing on the sub- 
ject. I know generally what it is. It has to be one way 
or the other. The Jaw in cases of this character depend 
upon the circumstances that fit it. Now one side is wrong 
and I don’t know which; so the Court desires to be en- 
lightened by counsel. 

Mr. Palmer: In applying that law to the facts there can 
be several meanings of the term ‘‘unavoidable’’. 
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The Court: When you do that I want you to stress it. 
Argue it out; give us a set of definitions; or, if you care 
to, fit it into whatever definition you think is proper with 
‘relation to the actions of your client or lack of actions. Of 
course, it will be actions. 

Mr. Palmer: May I speak further to this point of 

laches? 
84 The Court: You may. 
Mr. Palmer: The affidavit of Winkler in both 
jeases is substantially similar. I refer to his affidavit in the 
plaintiff’s exhibit 1, page 67 of that record, paragraph 9. 

The plaintiff said: 

“That all during this time and up till September, 1960, 
I was of the bona fide belief and understanding that the 
above-identified application was still pending before the 
United States Patent Office and had not become aban- 
doned.’” 

The Court: Well, take that in connection with the in- 
quiries he made. He made the inquiry from the corpora- 
tion? 

Mr. Palmer: Yes, Your Honor. 

The Court: And he knew that the corporation had made 
an assignment? 

Mr. Palmer: Made an assignment for the benefit of cred- 
itors. 

The Court: And he might have gotten in touch with the 
assignee? 

Mr. Palmer: Getting in touch with the assignee was not 
a simple matter, Your Honor. As I pointed out to you, 
I had very considerable difficulty in attempting to locate 
ithe court where this assignment was handled and the iden- 
tity of Mr. Feldman as assignee. 

The Court: I know, but would your client have that 
85 same difficulty you had? You came in long after 
this. That is the thing that bothered me. He knew. 

Mr. Palmer: He turned to his best source until he was 
placed on notice, 


The Court: What does this placing on notice mean, that 
he can sit down and do absolutely nothing until somebody 
writes him a letter or telephones him? 

Mr. Palmer: No, Your Honor. He contacted the people 
he always did. 

The Court: He contacted the corporation; nobody else? 

Mr. Palmer: That is correct, Your Honor. He con- 
tacted them and they told him that the applications were 
being duly prosecuted. 

The Court: No, they didn’t, not according to the affi- 
davit read by Mr. Roeming. They were in the hands of 
counsel, not that they were being prosecuted, because I 
asked him, wouldn’t that mean they were being prosecuted. 
Do you remember my question? 

Mr. Palmer: Yes, Your Honor. 

The Court: Maybe he did mean that. I would think 
that would have to be your contention. Possibly it did. 
There was a statement to the effect that Dr. Winkler had 
asked them and it was in the hands of counsel. Mr. 
Roeming said that didn’t indicate that they were being 
prosecuted. Do you remember my question? 

Mr. Palmer: Yes, I do. 
86 The Court: Well, I want you to talk about that in 
your brief, among other things. 

Mr. Palmer: Your Honor, I wanted to make a point about 
this contention on the part of the defendant that the Court 
should only look to the final decision of the Commissioner. 

The Court: Oh, well, that is the final decision; that is 
the cherry in the cocktail really. The Court goes through 
everything that happened down there. The Court goes 
through this entire record. The Court will decide just 
exactly where the nexus is, one way or the other; and in 
the Courts’ instructions to juries, you know, they always 
say, pay great attention to the arguments of counsel, but 
they are not evidence. They are the same thing in a 
ease like this, it is an argument. 

Mr. Palmer: Mr. Roeming made a point about this 
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attorney, Mr. Striker, and that on the record he was the 
attorney that had been appointed by the applicant or by 
the joint applicants in another case. The Court is well- 
aware of the fact that in a majority of applications the 
power of attorney at the time that an application is as- 
signed is ostensibly in his behalf, but as a matter of fact 
he is signing a power of attorney to handle a prosecution, 
and in many cases that applicant never even sees the appli- 
cation again. So I think the point— 
87 The Court: I think the only reason he mentioned 
Striker in that respect was that when Striker did 
it he didn’t know anything about the retention of 20 per- 
cent; isn’t that right? 

Mr. Roeming: Yes, Your Honor. 

The Court: That is what he said in his affidavit, that 
at that time he didn’t know it and he had nothing to do 
with it thereafter because the prosecution that was had 
was by another counsel; isn’t that correct? 

Mr. Roeming: I beg your pardon. 

The Court: The prosecution was by another lawyer, not 
Striker. 

Mr. Roeming: There was no other prosecution except 
by Striker; and the point I want to make in addition was— 

The Court: I thought the only thing Striker knew any- 
thing about was the assignment of the applications. 

Mr. Roeming: No, he didn’t know anything about the 
20 percent assignment back to Winkler because that as- 
signment was prepared by Mr. Guy Bishop, the vice presi- 
dent of the corporation; and that is the reason why he 
didn’t know about the fact that Winkler had reacquired the 
20 per cent interest. 

The Court: That is all I got out of that. 

Mr. Palmer: Your Honor, I think that in reading the 
answer of the defendant here there is an attempt to imply 

that Mr. Striker was the plaintiff’s attorney; and 
88 I just wanted to clarify that, that Mr. Striker was 

not in fact the plaintiff’s attorney, he was the 
attorney for the American Collo Corporation. 
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The Court: I don’t think there is any objection to 
that. I will agree that he is if you say so; and I don’t 
believe Mr. Roeming would question it. Go ahead. 

Mr. Palmer: Well, then there is this question about at- 
torney fees and there is reference— 

The Court: Well, evidently Striker didn’t want to fur- 
ther prosecute because they owed him a lot of money and 
hadn’t paid him. 

Mr. Palmer: That is right; and the implication is that 
until those attorney fees were paid the plaintiff would not 
have taken over the prosecution of these applications. I 
want to remove any— 

The Court: I didn’t get that notion. I got the notion 
that he would take these over providing he wasn’t charged 
with any of the attorney fees and he would have the 100 
percent interest; isn’t that correct? 

Mr. Palmer: That is right. 

The Court: That is the way I understood it from what 
Mr. Roeming said. 

Mr. Palmer: There was also some question here about 
the matter of outside interests, of reference being made 

that after September, 1960, that Doctor Winkler was 
89 going to try to interest outside people in financing 

this matter; and the question was raised as to why 
this should have occurred at that late date and why it 
should not have occurred previously. 

The Court: Was that prior to the abandonment? 

Mr. Palmer: The abandonment occurred several years 
in advance of September, 1960. 

The Court: Well, was it in 1960 that Doctor Winkler 
tried to get financing by bringing in somebody, by selling 
something or doing something? What are the respective 
dates between the abandonment and when Doctor Winkler 
wrote that letter and wanted to get in touch with these 
people and advised them to do it? Which is first? 

Mr. Palmer: The abandonment was first, Your Honor. 
One case became abandoned— 
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The Court: Here is another thing. Did he have refer- 
ence to these two patents or reference to other patents 
that are not involved here? I don’t know. Well, you can 
take care of that, anyhow, in your brief. I have paid good 
attention and I remember a good many things but there 
may be others that I may be muddled on and possibly 
misunderstand. 

Mr. Palmer: There is also a question raised about the 
payment of this $400.00 and the after acquirement of the 
80 percent interest. 

The Court: Yes. 

90 Mr. Palmer: Obviously, to come and petition for 

revival of these applications, if we were successful 
before the Patent Office in obtaining a revival of the appli- 
cations, and since the American Collo had obviously 
dropped its interest in this thing, if we had obtained the 
revival there would have been a cloud on the title; so I 
felt that I should try to do everything possible, if I were 
successful in obtaining this revival of the applications, to 
give Doctor Winkler the right to proceed without any prob- 
lem or cloud on his title. 

The Court: Certainly; good consideration. That is 
proper. 

Mr. Palmer: And I had contacted Mr. Mareiniss, who 
was the attorney for the assignee for the benefit of creditors 
and inquired of him could this be done; and he said it is 
an involved legal proceeding, it requires all the creditors 
to be notified, and there has to be publication in the press, 
et cetera. He said, it is going to take my time and— 

The Court: Well, he had already abandoned them, hadn’t 
he? 

Mr. Palmer: They had abandoned them. 

The Court: They were useless as far as the estate 
was concerned and Doctor Winkler bought it for $400.00? 

Mr. Palmer: Yes, Your Honor. 
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The Court: That is perfectly all right. 
91 Mr. Palmer: There was a question raised of why 
Winkler should have come in at this time, in Septem- 
ber, 1960, with this $400.00; and I wanted to try to explain 
the action on that. 

Did I understand Your Honor that we were supposed to 
exchange briefs? 

The Court: Yes, and then if you want reply briefs you 
can get it on application of the Court, one or the other. 
J want you to exchange briefs at the same time. 

Tf you get twenty days and he gets twenty days, that is 
forty days and you might want to reply. It just stretches 
things out for too long a time. But, remember, I am not 
curtailing any of your rights. Any of the things that you 
should have you will have as long as I am in charge here. 
Now, if you exchange briefs you both know exactly the 
contentions of one another. Exchange your briefs and then 
if you want to reply you may. But come and ask the Court 
about it. 


Mr. Palmer: Is the Court setting any date for the ex- 
change of those briefs? 

The Court: Twenty days after receipt of the transcript. 

Mr. Palmer: Twenty days after the receipt of the tran- 
script. 


The Court: I guess that is about all. I have 
92 enjoyed you both gentlemen. You both represented 
your clients in mighty fine style. I congratulate you 
both. 
Court now stands recessed until return of Court. 


(Whereupon, at 12 :50 p.m. the proceedings in Civil Action 
3830-62, Winkler v. Ladd, Comm. of Pats., was concluded.) 
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Plaintiff's Exhibit No. 1 


Wuxkuer er aL. Appuication 8. N. 533,764 
OATH, POWER OF ATTORNEY, AND PETITION 


Being duly sworn, We, 1) Joseph Wrvxter, 2) Rolf 
Moront, and 3) Peter Kisrenzicu depose and say that we 
are citizen of 1) of the United States, 2 and 3 of Germany 
residing at 1) 6 Whitewood Road, Tenafly, 2) Hotel Park 
Crescent, 87th street at Riverside Drive, New York, NY and 
3) 310 West 72nd street, New York, NY that we have read 
the foregoing specification and claims and we verily believe 
that we are the original, first, and joint inventors of the 
invention or discovery in Method and Apparatus for Pro- 
ducing Closed-Cell Polyurethane Bodies described and 
claimed therein; that we do not know and do not believe 
that this invention was ever known or used before our 
invention or discovery thereof, or patented or described 
in any printed publication in any country before our 
invention or discovery thereof, or more than one year prior 
to this application, or in public use or on sale in the 
United States for more than one year prior to this appli- 
cation; that this invention or discovery has not been pat- 
ented in any country foreign to the United States on an 
application filed by us or our legal representatives or 
assigns more than twelve months before this application ; 
and that no application for patent on this invention or dis- 
covery has been filed by us or our representatives or 
assigns in any country foreign to the United States, except 
as follows: 


And we hereby appoint Michael S. Striker of 511 Fifth 
Ave., New York 17, N. Y., Registration No. 17822, our 
agent, with full power of substitution and revocation, to 
prosecute this application and to transact all business in 
the Patent Office connected therewith. 


Wherefore we pray that Letters Patent be granted to 
us for the invention or discovery described and claimed 
in the foregoing specifications and claims, and we hereby 
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submit our names to the foregoing specification and claims, 
oath, power of attorney, and petition, this 9th day of 
September, 1955. 


Inventor 
JOSEPH WINKLER 
Rotr Moronr 
Perer KisTeNEIcH 
Post Office Address 


Srare or New York i 
County or New York 

Before me personally appeared Joseph Winkler, Rolf 
Moroni and Peter Kisteneich to me known to be the person 
described in the above application for patent, who signed 
the foregoing instrument in my presence, and made oath 
before me to the allegations set forth therein as being 
under oath, on the day and year aforesaid. 


(Szax) 


Harotp D, STEINBERG 
Harold D. Steinberg 
Notary Public, State of New York 
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U. S. DEPARTMENT OF COMMERCE 
UNITED STATES PATENT OFFICE 
WASHINGTON 


Applicant: Joseph Winkler et al. 

Ser. No. 533,764 

Filed September 12, 1955 

For Method and Apparatus for Producing Closed-Cell 
Polyurethane Bodies 


Michael S. Striker Aen 
511 5th Avenue Pet Div 15 


New York 17, N. Y. 
Responsive to letter filed December 24, 1956. 


(1) Claims 1 to 3, 5, and 7 to 13 are again rejected on 
the references and for the reasons given in paragraph 1 of 
paper No. 3 (Office action mailed June 25, 1956). Appli- 
cants argue that Sowerwine claims an invention different 
than they do. However, the use of a reference patent is 


not limited to the claimed invention. A patent is usable 
also for the disclosure and the concepts fairly contained 
therein. Sowerwine shows preparation of spheres from 
materials which react by (a) mixing the reactants together, 
(b) forming droplets of the mixture before the components 
have substantially reacted, and (c) causing the droplets to 
fall freely while reacting to form solid spheres. To use 
this teaching to prepare foamed polyurethane spheres by 
substituting the appropriate reactants (shown in Goggin 
et al. for example) would not be invention. 


(2) Claims 14, 15, 17, and 18 are again rejected on the 
reference and for the reasons given in paragraph 2 of 
paper No. 3. The structure claimed is present in the ref- 
erence. 


(3) Claim 16 is again rejected on the references and for 
the reasons given in paragraph 3 of paper No. 3. This 
patent (Buse) is relied upon for its disclosure, which is of 
means for comminuting a liquid by blowing to form drop- 
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lets, which droplets solidify while freely falling. Appli- 
cants arguments are directed to the claimed invention of 
Buse, whereas the disclosure is relied upon. 


(4) Claims 19 and 20 are again rejected on the refer- 
ences and for the reasons given in paragraph 4 of paper 
No. 3. Applicants argue that Truthe claims a different 
invention. However, Truthe is relied upon for the appa- 
ratus disclosed (see the Figure). 


(5) Claims 4 and 6 are allowed. 
(6) Claims 1 to 3, 5 and 7 to 20 are rejected. 
(7) This rejection is FINAL. 


M. V. Brinpist 
Examiner 
P.M. 
PMintz: meb 


IN THE UNITED STATES PATENT OFFICE 


Applicant Joseph Winkler 

Serial No. 533,764 

Filed September 12, 1955 

For Method and Apparatus for Producing Closed Cell 
Polyurethanes. 


POWER OF ATTORNEY 


Honorable Commissioner of Patents 
Washington 25, D. C. 
Sir: 
The undersigned is the inventor-applicant of the above- 
entitled application. The undersigned is also an owner of 


record of a twenty per cent (20%) interest in the above- 
entitled application. 


Kindly recognize Carroll Palmer, a member of the Bar 
of the District of Columbia, whose post office address is 
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1331 G Street, N.W., Washington 5, D. C., as empowered to 
inspect the Patent Office copy of the above-entitled appli- 
cation and to make copies thereof. 


Respectfully, 


JosEPH WINKLER 
Joseph Winkler 


rT ‘ali i Stamped 
Sacramento, California Prenat ren 


September 26, 1960 Oct 10 1960 
U.S. Patent Office 


IN THE UNITED STATES PATENT OFFICE 


: : : = 
Applicant: Joseph Winkler et al. srt re 


Serial No.: 533,764 Div 15 
Filed: September 12, 1955 


For: Method and Apparatus for Producing Closed Cell 
Polyurethanes 


PETITION FOR REVIVAL 


Honorable Commissioner of Patents 
Washington 25, D. C. 


Sir: 
Your Petitioner Joseph Winkler hereby alleges that he 


is co-inventor and co-applicant, together with Rolf Moroni 
and Peter Kisteneich, of the above-entitled application. 


Your Petitioner Joseph Winkler further alleges that he 
is the assignee of a twenty per cent (20%) undivided 
interest of the entire right, title and interest in and to 
said application by an instrument recorded on February 
25, 1957, in the United States Patent Office at Reel 294, 
Frame 178. 

Your Petitioner understands that this application has 


become abandoned by reason of the failure to respond to 
the Official Action mailed August 29, 1957, a response to 
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said Official Action being due on or before February 28, 
1958, in accordance with 35 U.S.C. 133, said Official Action 
indicating certain claims as allowable. 


Your Petitioner was not aware until the latter part of 
September, 1960, that said application had become aban- 
doned as set forth above. 


Your Petitioner hereby requests and petitions the Com- 
missioner of Patents in accordance with Rule 137, to 
revive the above-entitled application as a pending appli- 
cation. 


Your Petitioner further submits the abandonment occur- 
red through no fault of his own and the time interval from 
such formal date of abandonment and the date of the 
instant Petition was unavoidable and was in no way for 
purpose of delay. 


Affidavits in support of the instant Petition and serving 
to establish that the delay was unavoidable and further 


setting forth the cause of the delay are attached hereto. 


Also attached in compliance with Rule 137 is a reply to 
the Official Action mailed August 29, 1957, and a check in 
the amount of $10.00 as prescribed by 35 U.S.C. 41(a)-7. 


Respectfully, 


JosEPH WINKLER 
Joseph Winkler 
Sacramento, California 
February 27, 1961 
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IN THE UNITED STATES PATENT OFFICE 
Applicant: Joseph Winkler 
Serial No.: 533,764 
Filed: September 12, 1955 


| For: Method and Apparatus for Producing Closed Cell 
Polyurethanes 


AFFIDAVIT OF JOSEPH WINKLER IN SUPPORT 
OF PETITION FOR REVIVAL 


County oF SACRAMENTO } ons 
Stare oF CALIFORNIA ; 

I, Josepx WinKLER being duly sworn, depose and say, 
' that I am of legal age, reside at 5707 Hemlock Street, 
' Sacremento, California, am the inventor-applicant of the 
above-entitled application, and 


1. That I made the invention covered in the above- 
entitled application while an employee of the American 


Collo Corporation of Ridgefield, New Jersey; 


2. That early in August of 1956 I assigned the above- 
entitled application to the American Colo Corporation 
with the understanding that should American Collo Corpo- 
ration fail to exploit the invention disclosed therein or the 
application or should I terminate my employment with 
American Collo Corporation, that American Collo Corpo- 
ration would reassign to me a twenty per cent (20%) 
interest in said application ; 


3. That on or about January 2, 1957, I terminated my 
employment with American Collo Corporation and in ac- 
cordance with our understanding, American Collo Corpora- 
tion assigned to me a twenty per cent (20%) interest in 
eleven (11) patent applications including the above- 
entitled application, said assignment being recorded in the 
United States Patent Office at Reel 294, Frame 178; 


4, That later on or about February 10, 1957, I received 
a letter dated February 6, 1957, from Mr. Guy Bishop, 
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Vice President of American Collo Corporation assuring me 
that they would not allow any applications which had been 
assigned to me as set forth in the preceding paragraph to 
become abandoned. A photostatic copy of page 2 of Mr. 
Bishop’s letter of February 6, 1957, is attached hereto as 
Exhibit A and incorporated herein by reference and made 
part of the present affidavit. In the second paragraph of 
this letter Exhibit appears the language, ‘‘We would cer- 
tainly not drop any of the applications unless you spe- 
cifically instruct us to do so.’? This quoted language 
refers to the eleven (11) applications assigned to me by 
instruments recorded at Reel 294, Frame 178 amongst 
which applications is the subject application; 


5. That on February 26, 1957, I wrote Mr. Guy Bishop 
advising him that any patent application which American 
Collo Corporation might wish to drop I would be willing 
to take over the prosecution thereof so long as it was 
free of any attorney’s fees or obligations. A photostatic 
copy of page 1 of my letter of February 26, 1957, is at- 


tached hereto as Exhibit B and said Exhibit is incorpo- 
rated herein by reference and made a part of the present 
affidavit. My offer to assume responsibility to continue 
prosecution of these patent applications is contained in 
paragraph 3 of the Exhibit B letter ; 


6. That from time to time after leaving employment 
with the American Collo Corporation I wrote them advis- 
ing them of their agreement to assume responsibility for 
attorney fees incurred in connection with the prosecution 
of patent applications, amongst which was included the 
subject application. Illustrative thereof is my letter of 
April 17, 1957, addressed to Mr. Otto Seligmann, Presi- 
dent of American Collo Corporation. A copy of said letter 
being attached hereto as Exhibit C and being incorporated 
herein by reference and made a part of the present affi- 
davit. In this letter I also tell Mr. Seligmann to advise 
the Patent Attorney for American Collo Corporation, one 
Mr. Michael Striker, to agree to divide my application 
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: Serial Number 603,152, which was copending with the 
| subject application, into two separate applications as had 
been requested by an Official Action received in connection 
with the Serial Number 603,152 application ; 


7. That thereafter and being sometime in the summer of 
1957, I heard unofficially that the American Collo Corpo- 
| ration had experienced financial difficulties and they had 
entered bankruptcy or other insolvency proceedings. 
| However, I was orally advised from to time by former 
: officers of the American Collo Corporation that the patent 
. applications, including the above-identified patent appli- 
cation, were being processed by the bankruptcy attorneys 
handling American Collo Corporation affairs; 


8. That from time to time through 1957, 1958, 1959 and 
1960, I made inquiry of the former officers and/or directors 
: of the American Collo Corporation as to the status of the 
above-identified application. To illustrate the nature of 
my inguiries, there is attached hereto a letter of mine 
i dated *August 12, 1958, addressed to Mr. Otto Seligmann 
formerly President of American Collo Corporation. This 
letter is attached hereto as Exhibit D and is incorporated 
herein by reference and made a part of the present affi- 
. davit. The body of the letter constituting Exhibit D is an 
| inquiry as to the status of thirteen (13) pending applica- 
tions amongst which is included the subject application. 
: On this same latter Exhibit there appears in my hand- 
' writing a note written by myself on August 19, 1958, indi- 
cating that I had received a telephone call from Otto (Mr. 
' Otto Seligmann) in which he advised, ‘‘The lawyers are 
handling the eases for the U. S. Patent Office.” Upon 
' receipt of this information I was satisfied and remained 
satisfied that the applications, including the above-identi- 
' fied application, were still pending before the United States 
Patent Office ; 


/ Q, That all during this time and up till September, 1960, 
i [was of the bona fide belief and understanding that the 
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above-identified application was still pending before the 
United States Patent Office and had not become abandoned ; 


10. That during 1959 and 1960 I was in oral communica- 
tion from time to time with both Mr. Samuel Dansker, 
Affiant in an accompanying affidavit and Mr. Guy Bishop, 
for the purpose of inquiry as to the status of my patent 
applications, including the above-identified application. In 
each conversation Messrs, Dansker and Bishop would ad- 
vise that they had attempted to obtain information from 
the bankruptcy attorneys without success as to obtaining 
information or the ultimate disposition of the patent appli- 
eations ; 


11. That in the latter part of September, 1960, I was 
advised orally by Mr. Samuel Dansker that he had in 
September, personally visited the bankruptcy attorney’s 
office in Newark, New Jersey, one Mr. David Feldman of 
the firm Furst, Furst & Feldman, 1180 Raymond Boule- 
vard, and had been informed for the first time, that the 


patent applications presumably including the above- 
jdentified application, had become allowed to become aban- 
doned as the corporation had no assets to meet the out- 
standing obligations and debts of the corporation; 


12. That at no time from January, 1957 until September, 
1960, did I have any knowledge or information which 
would lead me to believe that the patent applications, in- 
cluding the above-identified application, had become al- 
lowed to become abandoned ; 


13. That at no time from January, 1957 until September, 
1960, was I notified that the American Collo Corporation 
had been declared officially bankrupt with their debts and 
obligations exceeding their assets; 


14. That at no time have I received any communication 
from the U. 8. Patent Office, from the Patent Attorney of 
American Collo Corporation, Mr. Michael Striker, from 
the bankruptcy attorneys or any other person, that the 
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patent applications of which I was inventor-applicant, and 
including the subject application, were to be abandoned or 
were abandoned; 


| 15. That acting on the information received from Mr. 
Samuel Dansker, whose address is 47 Pond Lane, Levit- 
town, New Jersey, I appointed Mr. Carroll Palmer, Pat- 
ent Attorney, whose address is 1331 G Street, N. W., Wash- 
ington 5, D. C., as my attorney to inspect the Patent 
Office records of the above-identified application and deter- 
mine its status and actual date of abandonment, ete.; 


| 16. That since September, 1960, in addition to my full- 
time employment as a Technical Service Specialist of 
the Aerojet-General Corporation, Sacramento, California, 
facility, I have attempted to interest capital in acquiring 
my patent applications amongst which is included the sub- 
ject application ; 


17. That further since September of 1960 I have been 
attempting to ascertain what disposition was made of the 
eighty per cent (80%) interest retained by the American 
Collo Corporation. In this regard, Mr. Carroll Palmer of 
the firm Kemon, Palmer, Stewart & Estabrook, has writ- 
ten a number of courts situate in New Jersey before find- 
ing in December of 1960, that the insolvency proceedings 
of American Collo Corporation were held before the Pro- 
bate Division of the Surrogate Court in the County of 
Bergen, State of New Jersey, but that upon requests for 
copies of papers, Mr. Palmer was furnished several certi- 
fied copies of papers, none of which contained information 
at to the disposition of the eighty per cent (80%) interest 
of the American Collo Corporation in said applications, 
including the subject application; 


' 18. That in view of the time interval that had elapsed, 
I considered it advisable to promptly present my Petition 
to Revive these applications and so in December, 1960, 
Mr. Carroll Palmer was authorized to prepare a response 
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to the last Official Action in the above-entitled application 
dated August 29, 1957, which response could accompany 
the accompanying Petition to Revive. 


Further Affiant saith not. 


JosepH WINKLER 
Joseph Winkler 


Sworn to and subscribed before me this 13th day of 
January, 1961. 
Marr J. McGee 
Notary Public 


My commission expires August 18, 1963. 


—_— 


EXHIBIT A 
AMERICAN COLLO CORPORATION 


2/6/57 
Dr. Joseph Winkler 
Duarte, Calif. 


We are happy that Avisco entered into a contract with 
you. We would also support you jn similar contracts such 
as the one you outline in your letter to Mr. Abramowitz. 
We feel your letter to Mr. Abramowitz was & better 
approach than if we had reopened this whole question. 
You will recall the contract which was proposed by Amer- 
ican Resinous Corporation was not very good and your 
approach makes it much easier to obtain better terms. 


We have not taken any action in filing an amendment for 
U. S. Patent Application No. 550,464 in accordance with 
your advice. We would certainly not drop any other appli- 
cations unless you specifically instruct us to do so. 


We are enclosing @ clipping from the Staatszeitung and 
Herold, the New York German language newspaper. Mr. 
Seligmann felt that this is of particular interest to you. 
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You might wish to obtain additional information regard- 
ing the tests made by the University of Paris. Should you 
have difficulty in obtaining specific information I would 
suggest you write either to the Associated Press referring 
to the Paris date line, or to the French Consulate in Los 
Angeles. Undoubtedly you will be able to find ways of ob- 
taining additional information but if you have any diffi- 
culty let me know so that perhaps we can find an alterna- 
tive source. 
Sincerely yours, 


American Cotto CoRPORATION 
Guy 
Guy Bishop 

Vice President 


GB:AC 
Enclosures 


EXHIBIT B 


1616 E. Huntington Dr. 
Duarte, Calif. Tel: EL386977 


February 26, 1957 
American Collo Corp. 
525 Oritan Ave 
Ridgefield, N.J. 


Attn: Mr. Guy Bishop 
Dear Guy, 


Thank you for your kind letter of February 21st. 


First of all I wish to discuss the matter of further 
financing of the pending applications. My last agreement 
with ACC of January 2 provides free of charge my coop- 
eration with your patent attorney in obtaining the US 
Patents which is enough of a burden for the 20% in these 
patents. Therefore I must emphatically decline any fur- 
ther financial participation in the patent attorney expenses. 
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But I see other ways for ACC to get rid of patent attor- 
neys expenses. 


1/ ACC should organize a separate American Collo De- 
velopment Corp. take in a third party with money and 
finance the prosecution of the applications. 


2/ To start serious negotiations with Mobay or Nat, 
Aniline and sell outright all this, whereby I assure you of 
my best cooperation. 


3/ Any patent application which ACC wishes to drop 
anyhow I am willing at my choice to take over free of any 
pending attorneys or other payment provided that in due 
time ACC will assign to me its 80% with the written waiver 
from Mr. Stricker that he has no pretences to me for due 
fees also when I shall receive from ACC and Stricker all 
the files of this case. I suggest that ACC shall decide which 
of the US Pat. Appl. it will not further consider worth- 
while for its business and proceed as indicated. 

I hope that ACC and will see my just point of view and 
act accordingly. 

And now in answering your questions: 

1/ The received assignment of the US Pat. Appl. 605.203 
I will sign simultaneously with a second assignment from 
ACC of 20% init tome. Therefore please send this second 
assignment and this will be done. 

2/ US Pat. Appl. 551.657. This case does not require 
action as it was done already by me and Stricker October 
18 1956 whereby I instructed by letter Stricker to agree to 
examiners request for a division and this was done by 
Stricker with his amendment of Dec. 7 1956. All this was 
in the received from your file and you have overlooked it. 

3/ US Pat. Appl. 428.000 will be answered by me in time 
as it should be answered before July 24 1957. Long before 
that I will therefore give Stricker corresponding material 
for for an intended discussion with the examiner. 


4/ US Pat. Appl. 494.267. I am returning this application 
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EXHIBIT C 


223 South Amolia 
Glendora, Cal. 
April 17, 1957 
American Collo Corp. 
525 Oritan Ave 
Ridgefield, N.J. 


Attn: Mr. Otto Seligman, President 
Re: US Pat. Appl. No. 603.152. Method of 
Producing Open Cell Bodies 
Gentlemen, 


With reference to the first action of the US Patent Office 
of January 30, 1957, as reported with a letter of February 
28, 1957 of Collos Pat. Attorney Mr. Michael S. Striker, 
please instruct Mr. Striker to agree to a division into two 
applications as requested by the US Patent Office. I am 
wondering why Mr. Striker could not do it by himself as 
this is a formality and do not require inventors approval. 


On the other hand, in accordance with our agreement of 
January 2nd, 1957, the attorney who shall handle the pend- 
ing cases, can call through you upon my services as the 
inventor in prosecuting them before the US patent office 
until a patent is issued. However, as also agreed, you shall 
take care of the attorneys fees not only of the 80% of the 
cost, but also of my 20% share. Incidentally I have not re- 
ceived the official notification from the US Pat. Office about 
the reassignment of 20% of the 13 patent Appl. 


Very truly yours 


JOSEPH WINKLER 


102 
EXHIBIT D 


Dr. JoserPH WINKLER 
5707 Hemlock Str. 
Sacramento 21, Cal. 

Tel. ED-2-2766 


August 12, 1958 
Mr. Otto Seligman 
310 W. 72nd Str. Penthouse 
New York City 


Dear Otto, 


I am very much disturbed not hearing from you or Mr. 
Michael S. Striker, Collos Patent Attorney, about any 
notion of the U.S. Patent Office in re all my pending 13 
patent applications. Who is handling these, Mr. Striker or 
perhaps the lawyers who are the receivers of the Collo 
in bankruptcy? Please advise at your earliest convience. 


Sincerely yours 


(Pencilled notation) 


Note: 

Have received a tel. call from Otto Aug. 19th 9:30 pm 
“The lawyers are handling the cases for the U. S. Pat. Off. 
Otto gave them my new Sacro. address if they shall need 
my help.’’ 
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IN THE UNITED STATES PATENT OFFICE 
Applicant: Joseph Winkler 
Serial No.: 533,764 
Filed: September 12, 1955 
For: Method and Apparatus for Producing Closed Cell 
Polyurethanes 
AFFIDAVIT OF SAMUEL DANSKER IN SUPPORT 
OF JOSEPH WINKLER’S PETITION FOR REVIVAL 


County of Burlington ) gg. 
State of New Jersey § 

I, Samvuet Dansxer being duly sworn, depose and say, 
that I am of legal age, reside at 47 Pond Lane, Levittown, 
New Jersey, am personally acquainted with Dr. Joseph 
Winkler, the Petitioner named in the Petition to which the 
present affidavit is attached, and 


1. That I have known Dr. Joseph Winkler since January 


1955, and became personally acquainted with him during 
the course of his employment by the American Collo Cor- 
poration in which employment Dr. Joseph Winkler was 
engaged as Chief Research and Development Chemist from 
August 1955 to January 1957; 


2. That I am one of the founders and a former director 
and principal stockholder of the American Collo Corpora- 
tion which carried on business at Ridgefield, New Jersey; 


3. That in my opinion Dr. Joseph Winkler enjoys a good 
reputation amongst his contemporaries as to veracity and 
that he is of sound integrity; 


4. That I am aware that Dr. Joseph Winkler was the 
inventor of the subject matter disclosed in the claims of 
the above-identified application and that at the time said 
application was filed in the United States Patent Office it 
was assigned to the American Collo Corporation with the 
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understanding that should American Collo Corporation fail 
to exploit the invention disclosed therein or should Dr. 
Winkler terminate his employment with American Collo 
Corporation that American Collo Corporation would re- 
assign to Dr. Winkler twenty per cent (20%) interest in 
said application; 


5. That Dr. Winkler was in fact, the inventor of a num- 
ber of inventions upon which application for Letters 
Patent were filed and assigned to the American Collo 
Corporation with the understanding as set forth in the just 
preceding paragraph; 


6. That the American Collo Corporation regularly during 
its existence, engaged the services of Mr. Michael Striker 
whose address was 511 Fifth Avenue, New York 17, New 
York, as Patent Attorney to prepare and prosecute patent 
applications, including Dr. Winkler’s applications, amongst 
which was the subject application ; 


7. That on or about January 2, 1957, Dr. Winkler and 
American Collo Corporation terminated their relationship 
as employee and employer by mutual and amicable agree- 
ment and that in accordance with the understanding of the 
parties American Collo Corporation assigned to Dr. 
Winkler a twenty per cent (20%) interest in some eleven 
(11) patent applications, including the subject application, 
said assignment being recorded in the United States Patent 
Office ; 


8. That it was the intention of American Collo Corpora- 
tion to underwrite the expenses incurred in prosecuting 
the patent applications of Dr. Winkler inasmuch as Ameri- 
can Collo Corporation retained an eighty per cent (80%) 
interest in said patent applications. This intention is 
confirmed by a letter dated February 6, 1957, over the 
signature of Mr. Guy Bishop, then Vice President of 
American Collo Corporation. A photostatic copy of page 
2 of Mr. Bishop’s letter being attached hereto as Exhibit 
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A, being incorporated herein by reference and made a 
part of the present affidavit; 


9. That I am aware that Dr. Winkler corresponded reg- 
ularly with Mr. Guy Bishop, former Vice President of 
American Collo Corporation after the termination of his 
employment and up to several months ago at which time 
Mr. Bishop departed for Europe; 


10. That in March of 1957, American Collo Corporation 
encountered financial difficulties and made an assignment 
for the benefit of creditors which case was assigned by the 
Surrogate’s Court of the County of Bergen, State of New 
Jersey, Probate Division, to one Mr. David Feldman, of 
the law firm Furst, Furst & Feldman, 1180 Raymond 
Boulevard, Newark, New Jersey, and whose attorney was 
one Mr. Max Mareiniss whose address was 744 Broad 
Street, Newark, New Jersey; 


11. That I am aware that Dr. Joseph Winkler made 
inquiry of several of the officers and/or directors of Ameri- 


can Collo Corporation from time to time during 1957, 1958, 
1959 and 1960, as to the status of his patent applications, 
including the subject application. Some of these inquiries 
were written and some were telephone inquiries. Some of 
these inquiries were addressed to me, some to Mr. Guy 
Bishop, Vice President of American Collo Corporation and 
some to Mr. Otto Seligmann, formerly President of Ameri- 
can Collo Corporation. I am familiar with the letter dated 
August 12, 1958, which was written by Dr. Winkler and 
addressed to Mr. Otto Seligmann. <A copy of this letter is 
attached to the present affidavit as Exhibit B. I was also 
aware in August or September of 1958 that Mr. Seligmann 
advised Dr. Winkler that his applications were being 
handled by the bankruptcy attorneys as noted in Dr. 
Winkler’s handwriting on the Exhibit B letter; 


12. That after the assignment for the benefit of creditors 
in 1957 neither I nor any of the other officers or directors 
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or majority stockholders of the American Collo Corporation 
were again contacted by the assignee or communicated 
with in any way; 


13. That during this time running from 1957 to 1960, 
I made many inquiries of the bankruptcy attorney, Mr. 
David Feldman and his attorney Mr. Max Mareiniss, 
without receiving any reply. During this time I was of the 
belief that Dr. Winkler’s applications were still pending 
and had not been allowed to become abandoned ; 


14, That finally in September of 1960 I personally visited 
the offices of Mr. David Feldman and was informed at that 
time that the American Collo Corporation was declared 
pankrupt in the Surrogate Court of the County of Bergen, 
State of New Jersey, Probate Division, in January, 1959. 
Other than this information I was never in receipt of any 
official notice as to the proceedings of bankruptcy, the 
disposition of assets or the status of Dr. Winkler’s patent 
applications, including the subject application; 


15. That also on the occasion of this visit to the office of 
Mr. Feldman, I for the first time was advised that the 
patent applications of Dr. Joseph Winkler, including the 
above-identified application, had been allowed to become 
abandoned because of a lack of funds to pay the legal fees 
of the Patent Attorney, Mr. Michael Striker; 


16. That I have read the accompanying affidavit of Dr. 
Joseph Winkler which was executed January 13, 1961, and 
can personally verify the correctness of numbered para- 
graphs 1 through 5, 8, 10 and 11; 


17. That I am familiar with and believe the allegations 
of Dr. Winkler contained in paragraphs 6, 7, 9, 12, 13, 14, 
15, 16 and 17; 


18, That it is my further understanding that Mr. Otto 
Seligmann, former President of the American Collo Cor- 
poration, is presently in Germany and his last known ad- 
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dress is Sierichstr, 89, Hamburg, Germany. Efforts to 
reach Mr. Seligmann have not been successful ; 


19. That Mr. Guy Bishop is presently in Europe and has 
been in Europe for some few months and is accordingly 
unavailable for confirmation of any facts recited in the 
present affidavit; however, I believe that were Mr. Bishop 
available he would confirm and corroborate the facts of 
the present affidavit. 


Further deponeth saith not. 


SamveLt DANSKER 
Samuel Dansker 


Sworn to and subscribed before me this 18 day of 
February, 1961. 
Water L, WALLANDER 
Notary Public 
Notary Public of New Jersey 
My Commission Expires April 20, 1964 


EXHIBIT A 
AMERICAN COLLO CORPORATION 


Dr. Joseph Winkler 
Duarto, Calif. 2/6/57 


We are happy that Avisco entered into a contract with 
you. We would also support you in similar contracts such 
as the one you outline in your letter to Mr. Abramowitz. 
We feel your letter to Mr. Abramowitz was a better ap- 
proach than if we had reopened this whole question. You 
will recall the contract which was proposed by American 
Resinous Corporation was not very good and your ap- 
proach makes it much easier to obtain better terms. 
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We have not taken any action in filing an amendment for 
U. S. Patent Application No. 550,464 in accordance with 
your advice. We would certainly not drop any other ap- 
plications unless you specifically instruct us to do so. 


We are enclosing a clipping from the Staatszeitung and 
Herold, the New York German language newspaper. Mr. 
Seligmann felt that this is of particular interest to you. 
You might wish to obtain additional information regarding 
the tests made by the University of Paris. Should you 
have difficulty in obtaining specific information I would 
suggest you write either to the Associated Press referring 
to the Paris date line, or to the French Consulate in Los 
Angeles. Undoubtedly you will be able to find ways of 
obtaining additional information but if you have any diffi- 
culty let me know so that perhaps we can find an alterna- 
tive source. 


Sincerely yours, 


American Cotto CoRPORATION 
Guy 
Guy Bishop 
Vice President 
GB:AC 
Enclosures 
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EXHIBIT B 


Dr. JosEpH WINELER 
5707 Hemlock Str. 
Sacramento 21, Cal. 

Tel. ED-2-2766 
August 12, 1958 


Mr. Otto Seligman 
310 W. 72nd Str. Penthouse 
New York City 


Dear Otto, 


I am very much disturbed not hearing from you or Mr. 
Michael S. Striker, Collos Patent Attorney, about any 
action of the U.S. Patent office in re all my pending 13 
patent applications. Who is handling these, Mr. Striker 
or perhaps the lawyers who are the receivers of the Collo 
in bankruptcy? Please advise at your earliest convenience. 


Sincerely yours 


(Pencilled notation) 


Note: 

Have received a tel. call from Otto Aug. 19th 9:30 pm 
‘<The lawyers are handling the cases for the U. S. Pat. Off. 
Otto gave them my new Sacro. address if they shall need 
my help.’’ 
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IN THE UNITED STATES PATENT OFFICE 


Applicant: Joseph Winkler et al 

Serial No.: 533,764 

Filed: September 12, 1955 

For: Method and Apparatus for Producing Closed Cell 
Polyurethanes 


POWER OF ATTORNEY 


Honorable Commissioner of Patents 
Washington 25, D.C. 


Sir: 


The undersigned is a co-inventor and co-applicant of the 
above-entitled application. The undersigned is also an 
owner of record of a twenty per cent (20%) interest in the 
above-entitled application. 


Kindly recognize Carroll Palmer, a member of the Bar 
of the District of Columbia, whose post office address is 


1331 G Street, N.W., Washington 5, D.C., as empowered to 
represent me in all ways in connection with the above-en- 
titled application, including the right to carry on corre- 
spondence, prosecute the application and to inspect the 
Patent Office file of this application. 


Kindly revoke all previous Powers of Attorney. 
Respectfully, 


JOsEPH WINKLER 
Joseph Winkler 
Co-inventor and assignee of 
entire interest 
Sacramento, California 
February 27, 1961 


U.S. Patent Office 
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U.S. DEPARTMENT OF COMMERCE 
Patent Office 
Washington 
FJM/ob 
March 30, 1961 
In re Application of 
Joseph Winkler, Rolf Moroni 
and Peter Kisteneich 
Serial No. 533,764 
Carroll Palmer 
1331 G St., N. W. 
Washington 5, D. C. 


Sir: 


Receipt is acknowledged of a paper, signed by Joseph 
i Winkler as co-inventor, appointing you as attotrney and 
revoking the previous power. 


However, you are advised that it will be necessary to file 
similar papers, duly signed by the other two co-inventors, 


before your power of attorney may be effected. 


Very respectfully, 


E. D. Carter 
Head, Docket Branch 
Per M 
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IN THE UNITED STATES PATENT OFFICE 
In re Application of 


JosErH WINKLER 
Serial No. 533,764 Division 15 


Filed September 12, 1955 


For: Mrersop AnD APPARATUS FOR Propuctne CLosep CELL 
PoLYURETHANES 


REQUEST FOR ENTRANCE OF POWER OF 
ATTORNEY AND OTHER PAPERS 


Hon. Commissioner of Patents, 
Washington 25, D. C. 
Sir: 


On or about March 3, 1961, a power of attorney to the 
undersigned, along with a Petition for Revival of the ap- 
plication and supporting affidavits, was filed with the Patent 


Office, in the subject application. 


On March 30, 1961, a letter was sent to the undersigned 
from the Docket Branch, advising that it would be nec- 
essary to file additional papers, duly signed by the other 
two inventors, before the Power of Attorney could be 
effected. 


On May 2, 1961, there was submitted for recording an 
assignment instrument transferring to Joseph Winkler the 
80% interest held by the bankrupt American Collo Corpora- 
tion, in the subject application. This assignment, in effect, 
transferred to Joseph Winkler, the entire right, title and 
interest in the subject application, in view of the fact that 
the said Joseph Winkler had previously acquired a 20% 
undivided interest in the application. 


Since Joseph Winkler will now be the record owner of 
the entire right, title and interest in this application, which 
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will empower him to grant power of attorney in the case 
' without corresponding action by the other two co-inventors, 
i it is respectfully requested that the power of attorney filed 

on or about March 3 and referred to in the letter of March 
80 from the Docket Branch, now be effected. 


Respectfully submitted, 


Stamped 
ae CarroLtt PALMER 


May 18 1961 Carroll Palmer 
U-Syeatent{Osice Attorney for Applicant 


IN THE UNITED STATES PATENT OFFICE 
In re Application of 


JOSEPH WINKLER 
Serial No. 533,764 Division 15 


Filed September 12, 1955 


‘ For: Mersop anp Apparatus For Propucine Ciosep CELL 
PoLyYURETHANES 


FURTHER VERIFIED SHOWINGS IN SUPPORT OF 
PETITION TO REVIVE 


Hon. Commissioner of Patents, 
Washington 25, D. C. 


Sir: 


On or about March 3, 1961, a petition accompanied with 
supporting affidavits and evidence was submitted in the 

: subject application requesting that the application be re- 
vived, in accordance with Rule 137. No action has been re- 

: eeived from the Patent Office on this petition to revive. This 
can be explained by the fact that the undersigned’s power 

, of attorney was not accepted because it was not duly signed 
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by two of the three co-inventors. At the time the petition 
was filed, it was not considered necessary to have the other 
co-inventors sign the power of attorney because they had no 
right, title or interest in the application. A notice was is- 
sued March 30, 1960, from the Patent Office advising that 
the power of attorney had not been entered. 


Steps were immediately taken to rectify this situation, 
and this involved obtaining a court order for the assignee 
for the benefit of creditors of American Collo Corporation 
to transfer an 80 percent interest held by the insolvent com- 
pany to Joseph Winkler, the present petitioner, and holder 
of a 20 percent interest in this application. The work in 
obtaining the necessary papers was completed as promptly 
as possible, and, on May 19, 1961, a request for entrance 
of the power of attorney and a processing of the petition to 
revive was submitted with the Patent Office. 


In a companion application, S.N. 603,152, a similar peti- 
tion to revive has been filed. No difficulty in connection 
with the power of attorney was experienced in that appli- 
cation because Joseph Winkler was the sole applicant 
in that other case. Accordingly, the petition to revive has 
been acted upon by the Patent Office and on May 17, 1961, a 
letter acting on the petition was issued by the First Assist- 
ant Commissioner of Patents. That letter denied the peti- 
tion, however, without prejudice to its prompt renewal if 
accompanied by further verified showings. It is assumed 
that a similar action would be forthcoming in connection 
with the petition to revive in this present case since the 
facts involved with the two cases as far as abandonment 
is concerned are identical. Accordingly, there is being 
submitted herewith further verified showings in support of 
the petition to revive this case; namely, an affidavit of 
David E. Feldman, assignee for the benefit of creditors 
of the American Collo Corporation explaining the as- 
signee’s failure to continue the prosecution of this case 
and an affidavit of Michael S. Striker, former attorney 
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of record of this case explaining his failure to obtain au- 
thorization for the further prosecution of this case from 
the petitioner Dr. Winkler. 


It is respectfully requested that these additional affi- 
davits be considered in conjunction with the petition to re- 
vive and the verified showings which accompanied that 
' petition and that an early and favorable action on the pe- 
tition be given. 

Respectfully submitted, 
Stamped CaBRoLt PALMER 

yan 20 1961, Carroll Palmer 
| U.S. Patent Office Attorney for 
Petitioner and Applicant 


AFFIDAVIT OF MICHAEL S. STRIKER 
IN SUPPORT OF PETITION FOR REVIVAL OF 
U. S. PATENT APPLICATIONS S.N. 583,764 
AND S.N. 603,152 


BoroveH or ManHatran 


'  Micuarn S. Srerer, of full age, being duly sworn ac- 
' eording to law, upon his oath deposes and says: 


Sratve or New York i on 


1. That he was the attorney of record for prosecution 
' before the U.S. Patent Office of the following applications: 


Joseph Winkler, et al., Serial No. 533,764 

Filed September 12, 1955 

For: MrerHop aNp APPARATUS FOR PRODUCING 
CiLosep Ceti PoLtyuRETHANES 


Joseph Winkler, Serial No. 603,152 

Filed August 9, 1956 

For: Meron ror Propuctne Oren CELn 
CELLULAR PoLYURETHANE Boptes 


2. That he had been engaged to act as patent attorney 
in the prosecution of said applications by American Collo 
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Corporation, since this company had acquired the entire 
right, title and interest to the applications from the inven- 
tors at or about the time of execution of the applications. 


3. That during the pendency of the applications, he was 
advised that American Collo Corporation became involved 
with financial difficulties and ultimately made an assign- 
ment for the benefit of creditors. 


4. That he was one of the creditors of the American 
Collo Corporation and that this company owed him a 
substantial sum of money as fees for services for prepa- 
ration and prosecution of the above listed applications, 
as well as numerous other patent applications. 


5, That since American Collo Corporation could not pay 
him for past services, nor finance further expenses in con- 
nection with prosecution of the subject applications, the 
decision was made, apparently by the assignee for the 
benefit of creditors of American Collo Corporation, to 
abandon all of the pending applications, the prosecution 
of which was under the control of the corporation, and 
that as far as he can recollect, this occurred sometime in 
1957 or 1958. 


6. That to the best of his recollection, at the time a 
decision was made to abandon the subject applications, 
he was not aware that Joseph Winkler had any right, title 
or interest in the said applications, since he had partici- 
pated in the recording of the entire right, title and interest 
to the American Collo Corporation. 


7. That he has been advised recently that the assignment 
of a 20% interest in the said applications to Joseph 
Winkler was handled by another attorney for American 
Collo Corporation, namely, a Mr. Guy Bishop, so that as 
far as he can recollect, he had no connection with the as- 
signment of the partial interest to Joseph Winkler, or 
any knowledge of this assignment. 
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8. That neither at the time that a decision was made that 
said applications were to be abandoned, nor at any time 
subsequent thereto, to the best of his recollection, did he 
have any contact with Joseph Winkler, nor did he notify 
Joseph Winkler that the said patent applications were 
being abandoned. 


Further deponent sayeth not. 


Micwaex §. Striker 
Michael S. Striker 


Sworn to and subscribed before me this 14th day of June, 
1961. 


Haroitp D. SremBerc 
Notary Public 
(Seal) 


Harold D. Steinberg 
Notary Public, State of New York 
Commission Expires March 30, 1963 


AFFIDAVIT OF DAVID E. FELDMAN 


IN SUPPORT OF PETITION FOR REVIVAL OF 
U. S. PATENT APPLICATIONS SERIAL No. 
533,764 AND 603,152 


Srare or New Jersey | gg. 
County or Essex 


Davy E. Fetpmay, of full age, being duly sworn accord- 
ing to law, upon his oath deposes and says: 


1. I am the Assignee for the Benefit of Creditors of 
American Collo Corporation, by virtue of a Deed of As- 
signment executed to me by said corporation on March 
14, 1957. 


118 


2, As such Assignee it was my duty to reduce the assets 
of said corporation to cash and distribute the same to cred- 
itors according to law. 


3. Among the assets that came into my possession as 
such Assignee were the following patent applications in 
which Joseph Winkler had a twenty percent interest: 


Joseph Winkler, Serial No. 603,152 

Filed August 9, 1956 

For: Meruop anp APPARATUS FOR PRODUCING 
CetivLar PotyureTHANE Boples 


Joseph Winkler, Serial No. 533,764 

Filed September 12, 1955 

For: MerHop AND APPARATUS FOR PRODUCING 
Crosep Ceti PoLYURETHANES 


4. At the time of the assignment to me of the assets 
of American Collo Corporation there were due to the at- 
torneys prosecuting said applications large sums of money 


and they refused to proceed with said patent applications 
unless said sums were paid. 


5. In view of the size of the estate, which was small, 
I did not deem it for the benefit of creditors to prosecute 
said patent applications and accordingly abandoned the 
same. 


6. I filed my final report with the Court, which was 
approved on January 30, 1959, and it was not until 
Joseph Winkler made an offer for my interest in said pat- 
ent applications that any proceedings were taken thereon 
before the Court. Upon receipt of said offer I presented 
the matter to the Court and finally on April 14, 1961, an 
order was entered authorizing me to accept the offer of 
Joseph Winkler for my right, title and interest in and to 
the foregoing patent applications. I have executed an 
assignment thereof to Joseph Winkler and have no further 
interest therein. 
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7. During the time that I acted as Assignee I had no 
contact with Joseph Winkler and did not notify him that 
I was abandoning these patent applications. 


Davi E. Ferpman 
David E. Feldman 


Sworn to and subscribed before me 
this 29th day of May, 1961 


Lorgaine Kavea 
A Notary Public of New Jersey 


Commission expires June 15, 1965 


COMMISSIONER’S DECISION 


U.S. DEPARTMENT OF COMMERCE 
PATENT OFFICE 
WASHINGTON 


November 6, 1961 
On Petition 


Re: Application of 

Joseph Winkler et al 

Serial No. 533,764 

Filed September 12, 1955 
For: Method And Apparatus 
For Producing Closed-Cell 
Polyurethane Bodies 


This is a petition filed on March 3, 1961 to revive this 
application which became abandoned for failure to respond 
to the final rejection of August 29, 1957 within the statu- 
tory period. 


The petition, accompanied by affidavits from the appli- 
cant Winkler (now possessed of 100% interest) and a 
former director of the previous corporate assignee, to- 
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gether with photocopy exhibits, indicates that the applicant 
reacquired a minor interest in this case from the previous 
corporate assignee in January, 1957; that it was then 
agreed that the assignee should bear the expense of prose- 
cution in exchange for the applicant’s cooperation with the 
former attorney of record as required; that the applicant 
indicated his willingness to prosecute the case in the event 
the assignee should decide to drop it; that in the summer 
of 1957, the applicant heard of the assignee’s financial 
trouble, the assignee having in fact made an assignment 
for the benefit of creditors in March of 1957; that the as- 
signee’s directors and/or officers subsequently reassured 
the applicant that the bankruptcy attorney was handling 
this case, without having actually been so informed; that 
in September of 1960, the former director first learned 
from the bankruptcy attorney (assignee for the benefit of 
creditors) that this case had not been prosecuted for lack 
of funds to pay the former attorney; that, prior to such 
time, attempts by the directors and/or officers of the as- 
signee to elicit information from the bankruptcy attorney 
had been unsuccessful; and that the applicant was there- 
upon apprised of abandonment. The affidavits from the 
former attorney of record and the assignee for the benefit 
of creditors, filed on June 20, 1961 indicate that the former 
attorney had no correspondence with the applicant Wink- 
ler and was unaware of his minor interest; that the former 
attorney was owed a substantial sum by the corporate as- 
signee for the prosecution of this and other applications; 
and that the assignee for the benefit of creditors abandoned 
this ease for lack of funds. 


The showing is insufficient to establish that the delay 
was unavoidable, as required by 35 U.S.C. 133 and Rule 
137. It appears that the abandonment of this case by the 
assignee for the benefit of creditors (of the previous corpo- 
rate assignee) was deliberate rather than inadvertent. The 
control of this case was vested in the assignee for the bene- 
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fit of creditors during the period for response and his de- 
cision to abandon is binding on the applicant Winkler, re- 
gardless of any collateral equities. 


The petition is denied. 


Epwi L. Reynorps 
First Assistant Commissioner 


CarRoLL PALMER 
1331 G Street, N.W. 
Washington 5, D. C. 


IN THE UNITED STATES PATENT OFFICE 


In re Application of ; 
JoserH Winxxer et al. Dee 18 1961 
Serial No. 533,764 Se eiieres 
Filed: September 12, 1955 


For: MetHop anp APPARATUS FOR 
Propvucine Ciosep CELL 
PoLyURETHANES Division: 15 


REQUEST FOR RECONSIDERATION OF 


DECISION OF NOVEMBER 6, 1961 
ON PETITION TO REVIVE 


Hon. Commissioner of Patents 
Washington 25, D. C. 
Sir: 


A petition to revive the subject application was filed on 
March 3, 1961. On November 6, 1961, a decision was issued 
by the First Assistant Commissioner denying the petition. 


Reconsideration of the decision denying the petition is 
respectfully requested. 
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Reconsideration is requested because the decision ap- 
pears to misapply the law on property rights and assign- 
ments for the benefits of creditors or to misinterpret the 
facts involved with this petition or both and to be legally 
unsustainable. 


The denial of the petition is apparently founded upon an 
erroneous interpretation of the facts and/or misapplica- 
tion of the law as expressed in the following penultimate 
sentence of the decision: 


“The control of this case was vested in the assignee 
for the benefit of creditors during the period for re- 
sponse and his decision to abandon is binding upon the 
applicant Winkler, regardless of any collateral equi- 
ties.”? (Italics added) 


In reconsideration of this matter, it is respectfully re- 
quested that the following factors be given consideration: 


1. The petition calls for an adjudication of property 
rights, not a consideration of collateral equities. 


9. There has never been an abandonment of the peti- 
tioner’s property right; namely, a 20% joint interest in 
the subject patent application. 


3. The assignee for benefit of creditors of American 
Collo Corporation never acquired legal title to the peti- 
tioner’s property interest in the subject patent application 
nor the right to dispose of this property interest. 


4. The assignee for benefit of creditors was never vested, 
either by operation of law or overt action of the petitioner, 
with control of the petitioner’s property right in the sub- 
ject application. 


5. The assignee for benefit of creditors never became 
legally vested with any right of control over the subject 
application. 
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The decision of November 6, 1961, on the petition cor- 
rectly states facts in its pronouncement that abandonment 
of the subject application by the assignee for the benefit 
of creditors was deliberate rather than inadvertent, but 
this is immaterial to a consideration of a forfeiture of 
Winkler’s property rights in the application. The as- 
signee for benefit of creditors had no right to dispose of 
property owned by Winkler. Petitioner had never given 
the assignee for benefit of creditors any power of attorney 
to dispose of any of his property rights. On the contrary, 
American Collo Corporation had been specifically requested 
by the petitioner to permit petitioner to take over prosecu- 
tion of the patent application in the event that a decision 
should be made to drop farther prosecution of the appli- 
cation. 


American Collo Corporation, owner of only 80% interest 
in the subject application, had no legal right or ability to 
give the assignee for benefit of creditors control of the 


pending application or power to dispose of petitioner’s 
property interest in the application. Thus, one joint owner 
in property cannot assign joint property for the benefit of 
creditors without the consent or authority of the other 
joint owners. 


Gates v. Andrews, 37 N.Y. 657. 


At common Jaw and by New Jersey statute, a New 
Jersey corporation may, either directly or through an 
agent or attorney, assign its property for the benefit of 
creditors. 


Hudson Manufacturing Co. v. Hingher Manufacturing 
Co., 1484.898; 105 N.J. Eq. 607. 


It is clear that the American Collo Corporation had the 
legal right to make an assignment for the benefit of credi- 
tors of all property held solely by the corporation, but it 
had no right by itself to make an assignment for the bene- 
fit of creditors of property held jointly with others. Hence, 
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petitioner Winkler had no duty or obligation in dealing 
with his interest in the application to contact or have any- 
thing to do with the assignee for the benefit of creditors. 
He was both legally and from the viewpoint of a reasonable 
man entitled to look to and rely upon American Collo Cor- 
poration and its officers for information about and atten- 
tion to the patent application. 


Under the circumstances here involved, there could 
never have been an abandonment by the petitioner of his 
property interest in the subject application. A final denial 
of a petition to revive this application will effect a for- 
feiture of the petitioner’s property interest, but never an 
abandonment. There is an important distinction between 
abandonment and forfeiture which is essentially a mattter 
of intent. For an abandonment, there must necessarily 
be an intention to abandon, while a forfeiture is an en- 
forced or involuntary loss of a right, and intention is not 
an essential element of it. On the contrary, a forfeiture 
may, and in the usual case does, occur against, and con- 
trary to, the intention of the party possessing the right. 


1 CWJS.S. 6-7 


It is respectfully submitted that the assignee for the 
benefit of creditors was never vested with any right or 
ability to forfeit the petitioner’s property interest in the 
subject application. Hence, any action by such assignee 
effecting the petitioner’s property interest is not charge- 
able to the petitioner. The abandonment of the subject 
application (as this term is used in Rule 135 of The Rules 
of Practice In Patent Cases) as far as Winkler’s interest 
in the application is concerned was due to inadvertence, 
accident or mistake for the reasons set forth in the verified 
showings which have been submitted in connection with the 
subject petition and the delay in prosecution, or attempt at 
prosecution, by petitioner was unavoidable within the 
meaning of 35 U.S.C. 133 and Rule 137. 


The petitioner’s 20% interest in the subject application 
was of record in the Patent Office while the application was 
still pending before the examining division. If the Ameri- 
can Collo Corporation or its assignee of the 80% interest 
in the application had attempted, under Rule 138, to make 
an express abandonment of the application, such an aban- 
donment would have been denied without acquiescence by 
the petitioner as a 20% title holder (M.P.E.P. Section 
711.01). While it is realized that there is a distinction 
between procedural requirements for abandonment of an 
application under Rule 138 and abandonment of an appli- 
cation by failure to respond under Rule 135, it is submitted 
that no actions of a party having no privity with the prop- 
erty owner in the circumstances here involved can be 
chargeable to or binding upon the property owner so as 
to effect a forfeiture of the owner’s property rights. Any 
grounds for forfeiting the property rights of the petitioner 
must be founded upon the actions of the petitioner and not 
the actions, deliberate or otherwise, of the assignee for 


benefit of creditors of the American Collo Corporation. 


Even aside from any consideration of common law or 
statutory law relating to assignments for benefit of credi- 
tors, once the American Collo Corporation made an assign- 
ment to petitioner Winkler of a 20% interest in the sub- 
ject application, it lost the right to grant a power of at- 
torney for action in this application without specific ac- 
quiescence or joinder in the power by Winkler. 


ex parte Fitzhugh, 120 0.G. 660; 190 C.D. 29 
In re Kyle, 193 0.G. 153; 1913 C.D. 102 


The Patent Office followed this doctrine of patent law 
in the present case by refusing petitioner the right to ap- 
point an attorney until he had acquired a 100% interest 
in the application. 


If ‘“‘eontrol’’ of the application by the assignee for the 
benefit of creditors is to be viewed as a power of attorney 
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to be governed by the Rules of Practice of the Patent Of- 
fice, rather than the assignment of a property right in ac- 
cordance with the established law relating to assignments 
for the benefit of creditors, it is clear that the American 
Collo Corporation had no right or ability by itself to grant 
such assignee a power of attorney, under the Rules of 
Practice and decisions in patent cases, to control the prose- 
cution of this application. Accordingly, it is impossible 
for the petitioner to understand how any ‘¢eontrol’’ of the 
application could have been “‘vested’? in the assignee for 
the benefit of creditors during the period for response so 
that any decision by such assignee regarding prosecution 
of the application could be binding upon the petitioner. 


In view of the facts and the law discussed above, it is 
respectfully submitted that the denial of this petition for 
the reasons set forth in the decision of November 6, 1961, 
is an error. Accordingly, reconsideration of the petition 
with a favorable action thereon is respectfully requested. 


Respectfully submitted, 


Carrot PatMer 
Carroll Palmer 
Attorney for Petitioner 
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COMMISSIONER’S DECISION 


U.S DEPARTMENT OF COMMERCE 
PATENT OFFICE 
WASHINGTON 


January 5, 1962 
On Petition 


Re: Application of 

Joseph Winkler et al 

Serial No. 533,764 

Filed September 12, 1955 
For: Method And Apparatus 
For Producing Closed-Cell 
Polyurethane Bodies 


This is a renewed petition filed on December 18, 1961 to 
revive this application, the original petition having been 
denied in the decision of November 6, 1961. The renewed 
petition consists wholly of argument which, in pertinent 
| part, asserts that the assignee for the benefit of American 
Collo’s creditors never became legally vested with any 
‘right of control over the application, that his decision to 
permit the application to become abandoned for lack of 
response is therefore not binding on the petitioner who 
then held a 20% interest, and that the petitioner reason- 
‘ably relied upon the misinformation given him by officers 
of American Collo that the application was being prose- 
euted by the ‘‘bankruptcy lawyers.’’ 


It seems apparent from Mr. Feldman’s affidavit that he 
| believed this application came into his possession as the 
‘ assignee for benefit of American Collo’s creditors, the peti- 
' tioner’s then minor interest notwithstanding. Such belief 

would certainly appear reasonable to the extent of Ameri- 
- ean Collo’s then 80% interest, which was held in common 
with petitioner’s interest. Upon learning of American 
Collo’s general assignment for benefit of creditors, the 
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record attorney Mr. Striker quite naturally looked to Mr. 
Feldman for instructions as to the prosecution of this 
case, particularly in view of the money owed him for its 
past prosecution and his ignorance of the petitioner’s in- 
terest. Mr. Feldman thereupon exercised full control over 
the application in deciding not to prosecute further for lack 
of funds. Mr. Feldman’s decision is considered binding 
on the petitioner who had expressly allowed American 
Collo to represent his interest in controlling the prosecu- 
tion and took no steps to intervene upon learning in the 
summer of 1957 that American Collo had entered ‘‘bank- 
ruptey or other insolvency proceedings.”’ 


Contrary to the assertion made on petitioner’s behalf, 
he would not appear to have acted with reasonable dili- 
gence after learning of American Collo’s financial diff- 
culty and insolvency proceeding. His contractual expect- 
ancy that American Collo would defray the expense of 
prosecution in return for his cooperation with Mr. Striker 


was in the nature of a ecreditor’s claim and should have 
been promptly lodged with Mr. Feldman. The probability 
that the ‘“‘bankruptey lawyers’’ would not incur further 
expense in prosecuting American Collo’s patent applica- 
tions should have occurred to the petitioner and prompted 
steps toward obtaining first hand assurance that the appli- 
cation was being prosecuted. Accurate status information 
might have been obtained from Mr. Feldman, Mr. Striker, 
or the Patent Office. Instead, the petitioner relied on Amer- 
ican Collo’s report that the bankruptcy lawyers were ‘‘han- 
dling’’ the applications in which he held an interest, infer- 
ring therefrom that they were being diligently prosecuted. 
That the petitioner had cause for concern after Mr. Strik- 
er made no call for his cooperation in prosecuting any of 
said applications, pursuant to his agreement with Ameri- 
can Collo, is evident from the letter dated August 12, 1958 
from the petitioner to Mr. Seligman. It seems apparent 
that the petitioner wished to hold American Collo to the 
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' agreement and corresponded only with it, despite the in- 
. Solvency proceeding. While the petitioner had offered to 
assume prosecution of the case should American Collo de- 
: eide to drop it, such offer was conditional upon American 
: Collo first satisfying any outstanding attorney fees. Since 
| American Collo’s inability to pay such fees was a factor 
in Mr. Feldman’s decision not to prosecute further, it must 
be considered doubtful that the petitioner would have as- 
; sumed prosecution had he been contacted by Mr. Feldman 
at that time. 


| Upon consideration of the entire case it must be con- 
cluded that if the petitioner had been diligent in ascertain- 
ing and asserting his rights, the delay of more than four 

' years in the prosecution of the application would not have 
occurred. Accordingly, the delay cannot properly be con- 
sidered unavoidable. 


The petition stands denied. 


Epwin L. Rernoups 
First Assistant Commissioner 


Carrot, Parmer 
1331 G Street, N.W. 
Washington 5, D. C. 
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Plaintiff's Exhibit No. 2 
Wrexuer APPLICATION S. N. 603,152 
OATH, POWER OF ATTORNEY, AND PETITION 


Being duly sworn, I, Joseph Winkler depose and say that 
Tam a citizen of the United States of America, residing at 
6 Whitewood Road, Tenafly, New Jersey; USA; that I have 
read the foregoing specification and claims and I verily 
believe that I am the original, first, and sole inventor of 
the invention or discovery in Method of Producing Open 
Cell Cellular Polyurethane Bodies described and claimed 

believe that this in- 
vention was 
discovery thereof, or patented or 
publication in any country befor 
covery thereot, 
tion, or in publi 
more than one year prior to this 
vention or discovery has not been patented in any co 
foreign to the United States on an application filed by me 
or my legal representatives or assigns more than twelve 
months before this application; and that no application for 
patent on this invention or discovery has been filed by me 
or my representatives or assigns in any country foreign 
to the United States, except as follows: 


And I hereby appoint Michael S. Striker of 511 Fifth 
Ave., New York 17, N. Y., Registration No. 14822, my agent, 
with full power of substitution and revocation, to prosecute 
this application and to transact all business in the Patent 
Office connected therewith. 


Wherefore I pray that Letters Patent be granted to me 
for the invention or discovery described and claimed in the 
foregoing specification and claims, and I hereby subscribe 
my name to the foregoing specification and claims, oath, 
power of attorney, and this petition this 3rd day of August, 
1956. 


Inventor Joseph Winkler 
Post Office Address 
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State or New Yore . ane 
County or New York - 


: Before me personally appeared Joseph Winkler to me 
known to be the person described in the above application 
for patent, who signed the foregoing instrument in my 
' presence, and made oath before me to the allegations set 
forth therein as being under oath, on the day and year 
aforesaid. 
Harorp D. SrernBerG 
Harold D. Steinberg 
Notary Public, State of New York 
No. 41236235 
Qualified in Queens County 
Commission expires March 30, 1957 
Seau 


This form may be executed only when attached to 
a complete patent application as the last page thereof 


Approved signature form No. 1436 
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Plaintiff's Exhibit No. 2 


Wixxier Appuication S. N. 603,152 
OATH, POWER OF ATTORNEY, AND PETITION 


Being duly sworn, I, Joseph Winkler depose and say that 
Iam a citizen of the United States of America, residing at 
6 Whitewood Road, Tenafly, New Jersey, USA; that I have 
read the foregoing specification and claims and I verily 
believe that I am the original, first, and sole inventor of 
the invention or discovery in Method of Producing Open 
Cell Cellular Polyurethane Bodies described and claimed 
therein; that I do not know and do not believe that this in- 
vention was ever known or used before my invention or 
discovery thereof, or patented or described in any printed 
publication in any country before my invention or dis- 
covery thereof, or more than one year prior to this applica- 
tion, or in public use or on sale in the United States for 
more than one year prior to this application; that this in- 
vention or discovery has not been patented in any country 
foreign to the United States on an application filed by me 
or my legal representatives or assigns more than twelve 
months before this application; and that no application for 
patent on this invention or discovery has been filed by me 
or my representatives or assigns in any country foreign 
to the United States, except as follows: 

And I hereby appoint Michael S. Striker of 511 Fifth 
Ave., New York 17, N. Y., Registration No. 14822, my agent, 
with full power of substitution and revocation, to prosecute 
this application and to transact all business in the Patent 
Office connected therewith. 

Wherefore I pray that Letters Patent be granted to me 
for the invention or discovery described and claimed in the 
foregoing specification and claims, and I hereby subscribe 
my name to the foregoing specification and claims, oath, 
power of attorney, and this petition this 3rd day of August, 
1956. 


Inventor Joseph Winkler 
Post Office Address 


131 


Strate or New York ‘ oe 
County or New York 
Before me personally appeared Joseph Winkler to me 
_ known to be the person described in the above application 
- for patent, who signed the foregoing instrument in my 
' presence, and made oath before me to the allegations set 
forth therein as being under oath, on the day and year 
aforesaid. 
Haroxp D. Sterner 
Harold D. Steinberg 
Notary Public, State of New York 
No. 41236235 
Qualified in Queens County 
Commission expires March 30, 1957 
SEAL 


This form may be executed only when attached to 
a complete patent application as the last page thereof 


Approved signature form No. 1436 
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U. S. DEPARTMENT OF COMMERCE 
UNITED STATES PATENT OFFICE 
WASHINGTON 


Applicant: Joseph Winkler 

Ser. No. 603,152 

Filed Aug. 9, 1956 

For Method of Producing Open Cell Cellular Polyurethane 
Bodies 


: : 8 
Michael S. Striker US. Patent Oflice 


511 5th Ave. 
New York 17, N. Y. 


This application has been examined. 
Patents cited to show classification: 


I Bowen et al 2,324,466 July 20, 1943 18/48 
Raymondetal 2,474,201 June 21, 1949 18/48 


II Simonetal(1) 2,577,280 Dec. 4,1951  260/2.5 
Simonetal(2) 2,577,281 Dee. 4,1951 260/2.5 


1. Claims 1, 2 and 12 to 15 which recite a cellular poly- 
urethane product would be classified with the Simon et al 
(1) and (2) patents. 


2. Claims 3 to 11 which recite a method of preparing cel- 
lular products would be classified with the Bowen et al and 
Raymond et al patents. 


3. The several inventions are distinct each from the other 
because the cellular product can be made by other methods 
as shown by the Bowen et al, Raymond et al and the Simon 
et al (1) or (2) patents. 


4. Since these distinct inventions have acquired a sepa- 
rate status in the art as shown by the different classifica- 
tions of the above cited exemplary art, and since the fields 
of search for the respective inventions are not coextensive, 
restriction for examination purposes as indicated is proper. 
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5. Applicants are advised that their response to be com- 
' plete must include a provisional election of one of the above 
inventions identified as 1 and 2, even though they traverse 
_ the requirement. 


W. G. Bencen 
Examiner 
DEC 
DECzaja/adw 


IN THE UNITED STATES PATENT OFFICE 


Applicant Joseph Winkler 

Serial No. 603,152 

Filed August 9, 1956 

| For Method of Producing Open Cell Cellular Polyurethane 
Bodies. 


POWER OF ATTORNEY 


Honorable Commissioner of Patents 
Washington 25, D. C. 


Sir: 

The undersigned is the inventor-applicant of the above- 
entitled application. The undersigned is also an owner of 
record of a twenty per cent (20%) interest in the above- 
entitled application. 


Kindly recognize Carroll Palmer, a member of the Bar 
of the District of Columbia, whose post office address is 
1331 G Street, N.W., Washington 5, D. C., as empowered to: 
inspect the Patent Office copy of the above-entitled appli- 
cation and to make copies thereof. 

Respectfully, 
JosEPH WINKLER 
Joseph Winkler 
Sacramento, California ee anicaomn 


September 26, 1960 Oct 10 1960 
U.S. Patent Office 


134 
COMMISSIONER’S DECISION 


U.S. DEPARTMENT OF COMMERCE 
PATENT OFFICE 
WASHINGTON 


May 17, 1961 
On Petition 


Re: Application of Joseph Winkler 

Serial No. 603,152 

Filed August 9, 1956 

For: Method of Producing Open Cellular Polyuthethane 
Bodies 


This is a petition filed on March 3, 1961, to revive this 
application which became abandoned for failure to respond 
to the Office action of January 30, 1957, within the statutory 
period for response. 


The petition, accompanied by affidavits from the ap- 
plicant and a former director of the bankrupt assignee, 
together with photocopy exhibits, indicates that the ap- 
licant reacquired a minor interest in this case from the 
assignee in January, 1957; that the assignee and applicant 
agreed that the former should bear the expense of prosecu- 
tion in exchange for the latter’s cooperation with the 
former attorney of record in obtaining a patent; that the 
applicant indicated his willingness to prosecute the case 
in the event the assignee should decide to drop it; that on 
April 17, 1957, the applicant forwarded instructions to 
the former attorney through the assignee regarding a re- 
sponse to the last Office action; that in the summer of 1957, 
the applicant heard of the assignee’s financial trouble, the 
assignee having in fact made an assignment for the benefit 
of creditors in March of 1957; that the assignee’s directors 
and/or officers subsequently reassured the applicant that 
the bankruptcy attorneys were handling this case, without 
having actually been informed thereby that the prosecu- 
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tion of this case was continuing; that in September of 1960, 
the former director first learned from the court appointed 
receiver for the assignee that this case had not been 
prosecuted for lack of funds to pay the former attorney; 
that, prior to this time, attempts by the directors and/or 
officers of the assignee to elicit information from the 
receiver and bankruptcy lawyers were unsuccessful; and 
that the applicant was then promptly apprised of abandon- 
ment. 


Where, as in this case, the delay in bringing the petition 
to revive is unreasonably long, the showing should be such 
as to leave no reasonable doubt that it was impossible for 
the petitioner to proceed sooner. The rights of the public 
must be taken into consideration and it must be contem- 
plated that others may have begun use of the invention 
and have acquired rights which should not be disturbed. 
See Ex parte Gironcoli, 120 0.G. 2753. 


The showing is insufficient, especially in view of the long 
abandonment, to establish that the delay was unavoidable, 
as required by 35 U.S.C. 133 and Rule 137. It appears 
that control over the prosecution of this case passed to the 
court appointed receiver for the assignee in March of 1957 
and that, upon learning of the assignee’s financial trouble, 
the applicant acquiesced in the exercise of such control by 
the receiver. There is no adequate explanation of the 
applicant for his failure to take steps to ensure the con- 
tinued prosecution of this case when he learned of the 
assignee’s financial difficulties in the summer of 1957—or 
for the subsequent delay in filing this petition. No affidavit 
has been submitted from the receiver explaining his failure 
to continue the prosecution of this case. Moreover, no 
affidavit has been submitted from the former attorney of 
record explaining his failure to obtain authorization for 
the further prosecution of this case from the applicant. 
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The petition is denied without prejudice to its prompt 
renewal, if accompanied by a further verified showing 
curing the noted deficiencies. 


Arraur W. CROCKER 
First Assistant Commissioner 


CarrotL PauMER 
1331 G Street, N. W. 
Washington 5, D. C. 


IN THE UNITED STATES PATENT OFFICE 


Tn re Application of Joseph Winkler 

Serial No. 603,152 Division 15 

Filed August 9, 1956 

For: Method for Producing Open Cell Cellular 
Polyurethane Bodies 


RENEWAL OF PETITION TO REVIVE 
ABANDONED APPLICATION 


Hon. Commissioner of Patents, 
Washington 25, D. C. 
Sir: 

A petition to revive the subject application was filed on 
March 3, 1961. On May 17, 1961, the Patent Office re- 
sponded to the Petition by denying it without prejudice to 
its prompt renewal if accompanied by further verified 
showing curing certain noted deficiencies, namely: 


1. An explanation of applicant’s failure to take steps to 
insure the continued prosecution of the case when he 
learned of the financial difficulties of the principal assignee, 
ie. American Collo Corporation 


2. Submission of an Affidavit from the assignee (Re- 
ceiver) for the benefit of creditors explaining his failure 
to continue the prosecution of the case 
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3. Submission of an Affidavit from the former attorney 
of record explaining his failure to obtain authorization for 
the further prosecution of the case from the Applicant. 


Promptly upon receipt of this letter from the Patent 
Office, steps were taken to obtain the Affidavit from the 
assignee for the benefit of creditors and the former at- 
torney of record as requested. This has now been done 
and, accordingly, the Applicant is immediately renewing 
the petition to revive this application. 


Concerning the above-listed item 1, it is believed that 
paragraphs 7 to 9 of the Affidavit of Joseph Winkler which 
was submitted in support of the original petition to revive 
gives an adequate explanation why the Applicant did not 
attempt to step in and take over the continued prosecution 
of the application when he learned of the financial difficul- 
ties of the American Collo Corporation. Thus, as stated in 
the Affidavit, Joseph Winkler was led to believe that the 
prosecution of the Application was being continued by 
the American Collo Corporation, Evidence in support of 
this is referred to in paragraph 8 of the Winkler Affidavit 
and a photostatic copy of this evidence accompanied the 
petition to revive. 


As indicated in paragraphs 10 and 11 of the Winkler 
Affidavit, up and until September of 1960 Dr. Winkler was 
led to believe that the prosecution of the application was 
being continued. Accordingly, until such time, there was 
no reason for the applicant to have attempted to take 
steps to continue the prosecution of this application since 
he was of the belief that the prosecution of the case was 
continuing even though he knew that American Collo Cor- 
poration had experienced some financial difficulties and had 
entered into some insolvency proceeding. 


On September 22, 1960, the undersigned was engaged 
to act as attorney for Dr. Winkler to handle a petition for 
revival of this application and then take other proceedings 
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on behalf of the Applicant before the Patent Office. Im- 
mediately, the undersigned made an investigation of the 
assignment records of the Patent Office and also cor- 
responded with federal, district and local courts in North- 
ern New Jersey in an attempt to determine the status of 
the insolvency proceeding of the American Collo Corpora- 
tion so as to obtain an understanding of the record title 
situation involved with this application. At the same time, 
an investigation was undertaken to determine the facts 
associated with the abandoned application to enable a con- 
clusion to be reached as to whether or not there was ad- 
equate basis to support a petition to revive the application. 
As is readily apparent from the materials which have been 
submittetd in conection with this petition to revive, the 
facts surrounding the abandonment are complicated and 
it took from the latter part of September, 1960 to the first 
week in March of 1961 to marshall the evidence for the 
petition to revive, prepare the various affidavits which 
were considered necessary in support of the petition to 


revive, obtain information from various courts and finally 
determine in which court in New Jersey the insolvency 
proceeding involving American Collo Corporation had taken 
place, submit the affidavits to various parties for execution, 
draft the petition to revive and finally file it with the 
Patent Office. 


These facts show that up until September, 1960, the 
petitioner had no cause to take steps to assume a prosecu- 
tion of this application and upon learning of the abandon- 
ment of the case the applicant promptly proceeded with an 
attempt to have the application revived, the subsequent 
delay in the filing of the petition from September, 1960 
until March, 1961, being occasioned by the work required 
to submit a suitable petition to revive and supporting evi- 
dence. 


In connection with the above-listed item 2, there is sub- 
mitted herewith an Affidavit of David E. Feldman the 


139 


assignee for the benefit of creditors for the American 
Collo Corporation. This Affidavit shows that the assignee 
discontinued prosecution of the application because he 
believed it to be the duty assigned to him in his position 
as assignee. The Affidavit further shows that Mr. Feldman 
did not contact Dr. Winkler or give the Applicant any 
notice that the patent application was being abandoned. 
This Affdavit, therefore, further corroborates the Affidavit 
previously submitted by Dr. Winkler which indicates that 
Dr. Winkler had no notice of the abandonment of the case 
from the American Collo Corporation or from the party 
handling the insolvency proceeding of the company. 


There is also attached an Affidavit of Michael S. Striker, 
the attorney of record explaining why no attempt was made 
by him to obtain authorization for further prosecution of 
this case from Dr. Winkler. Thus, this Affidavit shows 
that Mr. Striker had no knowledge of Dr. Winkler’s in- 
terest in the application and, therefore, had no occasion to 
contact Dr. Winkler when he was advised that the Appli- 
cation was going to be abandoned by his client. 


It is belived that the deficiencies referred to in the letter 
of May 17, 1961, from the First Assistant Commissioner 
have been eliminated by the further verified showings in 
support of the revival of this Application. Accordingly, 
an early and favorable action on this petition and a revival 
of the Application is respectfully requested. 


Respectfully submitted, 


Carrott PALMER 
Carroll Palmer 
Stamped ape 
Mail Division Attorney for Petitioner and 


Jun 21 1961 : 
U.S. Patent Office Applicant 
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AFFIDAVIT OF DAVID E. FELDMAN IN SUPPORT 
OF PETITION FOR REVIVAL OF U.S. PATENT 
APPLICATIONS SERIAL NO. 533,764 AND 603,152 


State or New JERSEY Ss: 
Country or Essex 5 


Dav E. Fetpman, of full age, being duly sworn accord- 
ing to law, upon his oath deposes and says: 


1. I am the Assignee for the Benefit of Creditors of 
American Collo Corporation, by virtue of a Deed of As- 
signment executed to me by said corporation on March 14, 
1957. 


2, As such Assignee it was my duty to reduce the assets 
of said corporation to cash and distribute the same to 
creditors according to law. 


3. Among the assets that came into my possession as 
such Assignee were the following patent applications in 
which Joseph Winkler had a twenty percent interest: 


Joseph Winkler—Serial No. 603,152— 

Filed August 9, 1956 

For: Method for Producing Open Cell Cellular 
Polyurethane Bodies 


Joseph Winkler—Serial No. 533,764— 

Filed September 12, 1955 

For: Method and Apparatus for Producing Closed 
Cell Polyurethanes 


4, At the time of the assignment to me of the assets of 
American Collo Corporation there were due to the at- 
torneys prosecuting said applications large sums of money 
and they refused to proceed with said patent applications 
unless said sums were paid. 


5. In view of the size of the estate, which was small, I 


did not deem it for the benefit of creditors to prosecute said 
patent applications and accordingly abandoned the same. 
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6. I filed my final report with the Court, which was ap- 
proved on January 30, 1959, and it was not until Joseph 
: Winkler made an offer for my interest in said patent 
applications that any proceedings were taken thereon 
before the Court. Upon receipt of said offer I presented 
the matter to the Court and finally on April 14, 1961, an 
order was entered authorizing me to accept the offer of 
Joseph Winkler for my right, title and interest in and to 
the foregoing patent applications. I have executed an 
assignment thereof to Joseph Winkler and have no fur- 
ther interest therein. 


7. During the time that I acted as Assignee I had no 
contact with Joseph Winkler and did not notify him that 
I was abandoning these patent applications. 


Davi E. Fetpmanx 


Sworn to and subscribed before me 
this 29th day of May, 1961 
LorraIne KavKa 
Lorraine Kavka 

A Notary Public of New Jersey 


Stamped 
Lorraine Kavka 
Notary Public of New Jersey 
My Commission expires June 15, 1965 


142 


AFFIDAVIT OF MICHAEL S. STRIKER IN SUPPORT 
OF PETITION FOR REVIVAL OF U.S. PATENT 
APPLICATIONS S§.N. 533,764 AND S.N. 603,152 


Srare or New York 
SS: 
BoroucH or ManHarTan 


Micrart §. Srerxer, of full age, being duly sworn ac- 
cording to law, upon his oath deposes and says: 


1. That he was the attorney of record for prosecution 
before the U.S. Patent Office of the following applications: 


Joseph Winkler, et al, Serial No. 533,764 

Filed September 12, 1955 

For: Method and Apparatus for Producing Closed 
Cell Polyurethanes 


Joseph Winkler, Serial No. 603,152 

Filed August 9, 1956 

For: Method for Producing Open Cell Cellular 
Polyurethane Bodies 


9. That he had been engaged to act as patent attorney in 
the prosecution of said applications by American Collo 
Corporation, since this company had acquired the entire 
right, title and interest to the applications from the in- 
ventors at or about the time of execution of the applica- 
tions. 


3. That during the pendency of the applications, he was 
advised that American Collo Corpoartion became involved 
with financial difficulties and ultimately made an assign- 
ment for the benefit of creditors. 


4. That he was one of the creditors of the American Collo 
Corporation and that this company owed him a substantial 
sum of money as fees for services for preparation and 
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‘prosecution of the above listed applications, as well as 
numerous other patent applications. 


5. That since American Collo Corporation could not 
‘pay him for past services, nor finance further expenses in 
connection with prosecution of the subject applications, 
ithe decision was made, apparently by the assignee for the 
benefit of creditors of American Collo Corporation, to 
abandon all of the pending applications, the prosecution of 
which was under the control of the corporation, and that 
as far as he can recollect, this occurred sometime in 1957 
or 1958. 


6. That to the best of his recollection, at the time a de- 
cision was made to abandon the subject applications, he 
was not aware that Joseph Winkler had any right, title 
or interest in the said applications, since he had particpated 
‘in the recording of the entire right, title and interest to 
the American Collo Corporation. 


7. That he has been advised recently that the assign- 
ment of a 20% interest in the said applications to Joseph 
Winkler was handled by another attorney for American 
' Collo Corporation, namely, a Mr. Guy Bishop, so that as 
far as he can recollect, he had no connection with the as- 
signment of the partial interest to Joseph Winkler, or any 
knowledge of this assignment. 


8. That neither at the time that a decision was made 
that said applications were to be abandoned, nor at any 
‘time subsequent thereto, to the best of his recollection, 
: did he have any contact with Joseph Winkler, nor did he 
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notify Joseph Winkler that the said patent applications 
were being abandoned. 


Further deponent sayeth not. 


Micuas. S. SrRIKER 
Michael S. Striker 


Sworn to and subscribed before me this 11th day of 
June, 1961. 


Harorp D. STErNBERG 
Notary Public 
(Seat) 
Harortp D. STENBERG 
Notary Public, State of New York 
No. 303829235 
Qualified in Nassau County 
Commission Expires March 30, 1963 


COMMISSIONER’S DECISION 


U. 8. DEPATMENT OF COMMERCE 
PATENT OFFICE 
WASHINGTON 
Nov 6, 1961 

Re: Application of Joseph Winkler 
Serial No. 603,152 
Filed August 9, 1956 
For: Method of Producing Open Cell Cellular Poly- 

urethane Bodies 


On Petition 


The renewed petition filed on June 21, 1961 to revive this 
ease fails to establish that the delay was unavoidable, as 
required by 35 U.S.C. 133 and Rule 137. In his affidavit, 
the assignee for the benefit of creditors (of the previous 
corporate assignee), in whom control of this case was 
vested at the time for response, admits that he abandoned 
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this case for lack of funds. It therefore appears that the 
abandonment was deliberate rather than inadvertent. The 
applicant is bound by such decision to abandon, regardless 
of collateral equities. 


The petition is denied. 
Epwin L. Reynorps 
First Assistant Commissioner 
Carrott PatMer 
1331 G St., N. W. 
Washington 5, D. C. 


IN THE UNITED STATES PATENT OFFICE 


In re Application of Joseph Winkler et al. 
Serial No. 603,152 
Filed: August 9, 1956 Division: 15 


For: Method of Producing Open Cell Cellular Polyurethane 
Bodies 
REQUEST FOR RECONSIDERATION OF DECISION 
OF NOVEMBER 6, 1961 ON PETITION TO REVIVE 


Hon. Commissioner of Patents 
Washington 25, D. C. 


Sir: 


A petition to revive the subject application was filed on 
March 3, 1961, and on November 6, 1961, a decision was 
issued by the First Assistant Commissioner denying the 
petition. 


Reconsideration of the decision denying the petition is 
respectfully requested because it appears that the denial 
is based upon unsustainable grounds. 


The factual situation associated with this matter is sub- 
stantially identical to the situation involved with a cor- 
responding petition and request for reconsideration of de- 
cision in Winkler et al. application, Serial No. 533,764. 
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In that other application, a request for reconsideration 
has been filed discussing the facts and law associated with 
the request for reconsideration as well as the decision 
denying the petition, and rather than repeat this discus- 
sion of facts and law in this case, it is respectfully re- 
quested that reference be made to the request for recon- 
sideration which has been filed in the other application. 


It is respectfully submitted that the denial of the peti- 
tion to revive this application for the reasons set forth in 


the decision of November 6, 1961, is an error. Accordingly, 
reconsideration of the petition with a favorable action 
thereon is respectfully requested. 


Respectfully submitted, 


Carrott PaLMER 


Carroll Palmer 
Dee 18 1961 


US. Patent Office Attorney for Petitioner 


COMMISSIONER’S DECISION 


U. S DEPARTMENT OF COMMERCE 
PATENT OFFICE 
WASHINGTON 


Commissioner’s Office Jan. 5, 1962 


Re: Application of Joseph Winkler 

Serial No. 603,152 

Filed August 9, 1956 

For: Method Of Producing Open Cell Cellular Poly- 
urethane Bodies 


On Petition 


This is a further renewed petition filed on December 
18, 1961 to revive this application, the petition having been 
denied in decisions dated May 17 and November 6, 1961. 
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The renewed petition relies upon an argument simultane- 
ously filed in application Serial No. 533,764. 


For the reasons fully stated in a decision of even date 
herewith denying the aforesaid petition, the present peti- 
tion is denied. 


Epwrm L. Reynoips 
First Assistant Commissioner 
CaRROLL PALMER 
1331 G Street, N. W. 
Washington 5, D. C. 


————— 


Defendant's Exhibit No. 2 
ASSIGNMENT 


Wuenreas, I, JosepH WINKLER, @ resident of 6 Whitewood 
Road, Tenafly, New Jersey, have invented new and useful 
improvements in a 


Merson or Propuctye OPEN CELL CELLULAR 
PoLYURETHANE Bopies 


for which I am about to make application for Letters Pat- 
ent of the United States of America, the said application 
having been executed by me on the 3rd day of August, 1956; 
and 


Waereas AMERICAN CoLLo CORPORATION, having its prin- 
cipal place of business in Ridgefield, New Jersey, is desir- 
ous of acquiring the entire right, title and interest in and 
to the said application and the invention therein described 
and claimed and any Letters Patent that may be issued 
upon said application or for the improvements therein con- 
tained: 


Now, Taererore, for and in consideration of the sum of 
One Dollar ($1.00), and other valuable considerations, to 
me in hand paid, the receipt whereof is hereby acknowl- 
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edged, I, the said Josep W1NKLER, have sold, assigned and 
transferred, and do hereby sell, assign and transfer, unto 
the said American Cotto Corporation, its successors and 
assigns, the entire right, title and interest in and to the said 
application and the invention therein contained, and any 
Letters Patent that may issue thereon or therefor, in the 
United States and all reissues, extensions, renewals, divi- 
sions and continuations thereof, to the full end of the term 
or terms for which said Letters Patent may be issued, the 
same to be held and enjoyed by the said American CoLLo 
Corporation, its successors and assigns, the same as it 
would have been held and enjoyed by me if this assignment 
and sale had not been made. 


Ann I hereby authorize and request the Commissioner of 
Patents to issue all such Letters Patent to the said AMER- 
ican Cortzo Corporation, in accordance with this instru- 
ment of assignment. 


I further covenant and agree, in consideration of the 
premises that I, my executors and administrators, will 
execute and deliver to the said AmMERIcAN Cotto Corpora- 
tTiow, its successors and assigns, any further documents or 
instruments, and do any and all further acts that may be 
deemed necessary by the said American Corto Corpora- 
TION, its successors and assigns, to file applications for the 
said improvements and invention in the United States and 
that may be necessary to vest in the said AMERICAN CoLLo 
Corporation, its successors and assigns, the title herein 
conveyed, or intended so to be, and to enable such title to 
be recorded in the United States. 


Awp I further covenant and agree, in consideration of the 
premises that I, my executors and administrators, will at 
any time, upon request, communicate to the said AMERICAN 
Cotto Corporation, its successors and assigns, any facts 
relating to the said invention and improvements and the 
history thereof, known to me or to my executors and ad- 
ministrators, and that I will testify as to the same in any 
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interference or other litigation when requested so to do by 
the said American Cotto Corporation, its successors and 
assigns. 


In Tesrrmony Wuerzor, I have hereunto set my hand 
and seal this 14th day of August, 1956. 


JosePH WINKLER 
Joseph Winkler 


« Stamped Recorded 
In presence of : U.S. Patent Office 


Sept 6 1956 
Guy BisHoP Reel 227, Frame 519 


Minnie Barroupus 


ASSIGNMENT 


Wurereas AMERICAN Cotto Corporation, having its princi- 
pal place of business in Ridgefield, New Jersey, is the sole 
owner of the following U.S. Patent Applications: 


1) U.S. Patent App. No. 428,800 filed May 10, 1954 


‘¢A method of embellishment and reinforcement 
of polyurethane cellular plastics’’. 


2) U.S. Pat. Appl. No. 494,267, Filed March 14, 1955 
“‘Method of Producing Isocyanate Resins’’. 


3) U.S. Pat. Appl. No. 601,374, Filed August 1, 1956 
“Method of Producing Isocyanate Resins-Appl. in 
part’’. 

4) U.S. Pat. Appl. No. 494,268, Filed March 14, 1955 
‘‘Method of Producing Isocyanate Resins’’. 

5) U.S. Pat. Appl. No. 496,269, Filed March 14, 1955 
‘*‘Resins’’. 

6) U.S. Pat. Appl. No. 503,032, Filed April 21, 1955 
‘‘Solubilization of Polyester-polyurethanes’’. 


7) U.S. Pat. Appl. No. 584,879, Filed May 15, 1956 
“Solubilization of Polyester-polyurethanes’’. 
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8) U.S. Pat. Appl. No. 533,764, Filed September 12, 
1955 ‘‘Method and Apparatus for Producing 
Closed Cell Polyurethanes’’. 


9) U. S. Pat. Appl. No. 551,659, Filed December 7, 
1955 ‘‘Method and Apparatus for Producing Iso- 
cyanate Adducts’’. 


10) U. S. Pat. Appl. No. 550,464, Filed December 1, 
1955 ‘¢Alkyl-Aryl Polyurethane Resins and Meth- 
od to Make Same’’. 


11) U.S. Pat. Appl. No. 603,152, Filed August 9, 1956 
‘Method of Producing Open Cell Cellular Poly- 
urethane bodies’’. 


Wuereas JOSEPH WINKLER, & citizen of the United States 
of America, and a resident of 6 Whitewood Road, Tenafly, 
New Jersey, is desirous of acquiring a 20% (twenty per- 
cent) share in the entire right, title and interest in and to 
said applications and the inventions herein described and 
claimed and any Letter Patent that may be issued upon 


said applications or for the improvements therein con- 
tained. 


Now, THEREFORE, for the and in consideration of the sum 
of One Dollar ($1.00), and other valuable considerations, to 
us in hand paid the receipt whereof is hereby acknowledged, 
We, the said American Collo Corporation, have sold, as- 
signed and transferred, and do hereby sell, assign and 
transfer unto said JosePa Wrxxter, his successors and as- 
signs, 20% (twenty percent) of the entire right, title and 
interest in and to the applications and the inventions there- 
in contained, and any Letter Patents that may be issued 
thereon or therefor, in the United States and all re-issues, 
extensions, renewals, divisions and continuations thereof, 
to the full end of the term or terms for which said Letter 
Patents may be issued together or separately, the same to 
be held and enjoyed by said Joserx Wrxxter, his succes- 
sors and assigns, the same as it would have been held and 
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enjoyed by the American Collo Corporation if this assign- 
ment and sale had not been made. 


And We, American Cotto Corporation, hereby authorize 
and request the Commissioner of Patents to issue all such 
Letter Patents to the said American Collo Corporation in 
the Share of 80% (eighty percent) and to said Joszera 
Wrnkter in the Share of 20% (twenty percent), in accord- 
ance with this instrument of assignment. 


And the said assignee, JosepH WINKLER, covenants and 
agrees, in consideration of the premises, that he, his heirs, 
executors and assigns will at any time upon request com- 
municate to said AMERICAN CoLLo Corporation, its succes- 
sors and assigns, any facts relating to the said inventions 
and improvements and the history thereof known to him or 
his heirs, executors or administrators, and that he and 
they will testify as to the same in any interference or other 
litigation when requested so to do by said American Coxto 
Corporation, its successors and assigns, 


In Testimony WueEreor, We have hereunto set our sig- 
natures and seal this 2nd day of January, 1957. 


American Cotto CoRPORATION 


By: Orro Sevicmann 
President 


Attest: 
(SEAL) Guy BisHop 
Secretary 
In Presence Of: 


Stamped Recorded 
Oscar Busrien U.S. Patent Office 


AGNEs Camp Feb 25 1957 
Reel 294, Frame 179 
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ASSIGNMENT 
Wuereas AMERICAN CoLLo CorPORATION, having its princi- 
pal place of business in Ridgefield, New Jersey, is the sole 
owner of the following U.S. Patent Applications: 

1) U.S. Patent App. No. 428,800 filed May 10, 1954 
‘©A method of embellishment and reinforcement 
of polyurethane cellular plastics’’. 

2) U.S. Pat. Appl. No. 494,267, Filed March 14, 1955 
‘Method of Producing Isocyanate Resins’’. 

3) U.S. Pat. Appl. No. 601,374, Filed August 1, 1956 
“Method of Producing Isocyanate Resins-Appl. in 
part’’. 

4) U.S. Pat. Appl. No. 494,268, Filed March 14, 1955 
“Method of Producing Isocyanate Resins’’. 

5) U.S. Pat. Appl. No. 496,269, Filed March 14, 1959 
“¢Resins’’. 


6) U.S. Pat. Appl. No. 503,032, Filed April 21, 1955 
“¢Solubilization of Polyester-polyurethanes’’. 


7) U.S. Pat. Appl. No. 584,879, Filed May 15, 1956 
‘¢Solubilization of Polyester-polyurethanes’’. 


8) U.S. Pat. Appl. No. 533,764, Filed September 12, 
1955 ‘Method and Apparatus for Producing 
Closed Cell Polyurethanes’’. 


9) U. S. Pat. Appl. No. 551,659, Filed December 7, 
1955 ‘‘Method and Apparatus for Producing Iso- 
cyanate Adducts”’. 


U. S. Pat. Appl. No. 550,464, Filed December 1, 
1955 “‘Alkyl-Aryl Polyurethane Resins and Meth- 
od to Make Same’’. 


U.S. Pat. Appl. No. 603,152, Filed August 9, 1956 
“Method of Producing Open Cell Cellular Poly- 
urethane bodies’’. 


153 


Wuenreas JosepH WINKLER, a citizen of the United States 
of America, and a resident of 6 Whitewood Road, Tenafly, 
New Jersey, is desirous of acquiring a 20% (twenty per- 
cent) share in the entire right, title and interest in and to 
said applications and the inventions herein described and 
claimed and any Letter Patent that may be issued upon 
said applications or for the improvements therein con- 
tained. 


Now, Txererore, for the and in consideration of the sum 
of One Dollar ($1.00), and other valuable considerations, to 
us in hand paid the receipt whereof is hereby acknowledged, 
We, the said American Collo Corporation, have sold, as- 
signed and transferred, and do hereby sell, assign and 
transfer unto said JosEPpH WINKLER, his successors and as- 
signs, 20% (twenty percent) of the entire right, title and 
interest in and to the applications and the inventions there- 
in contained, and any Letter Patents that may be issued 
thereon or therefor, in the United States and all re-issues, 
extensions, renewals, divisions and continuations thereof, 
to the full end of the term or terms for which said Letter 
Patents may be issued together or separately, the same to 
be held and enjoyed by said JoserpH WINKLER, his succes- 
sors and assigns, the same as it would have been held and 
enjoyed by the American Collo Corporation if this assign- 
ment and sale had not been made. 


And We, American Cotto Corporation, hereby authorize 
and request the Commissioner of Patents to issue all such 
Letter Patents to the said American Collo Corporation in 
the Share of 80% (eighty percent) and to said JosrrH 
Wryxxter in the Share of 20% (twenty percent), in accord- 
ance with this instrument of assignment. 


And the said assignee, JosEpH WINKLER, covenants and 
agrees, in consideration of the premises, that he, his heirs, 
executors and assigns will at any time upon request com- 
municate to said AmERIcAN Cotto CorPorATION, its succes- 
sors and assigns, any facts relating to the said inventions 
and improvements and the history thereof known to him or 
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his heirs, executors or administrators, and that he and 
they will testify as to the same in any interference or other 
litigation when requested so to do by said American CoLLo 
Corporation, its successors and assigns. 


Ix Testimony Wuereor, We have hereunto set our sig- 
natures and seal this 2nd day of January, 1957. 


American Cotto CorPORATION 


By: Orro SericMann 
President 


Attest: 
(SEAL) Guy BisHop 
Secretary 


a“ Stamped Recorded 

In Presence Of US, Patent Office 
‘eb 25 1957 

Oscar BuRRILEN Reel 294, Frame 183 


Acnes Camp 


BERGEN COUNTY COURT 
PROBATE DIVISION 


In the Matter of the Assignment 
for the Benefit of Creditors of: 


American Cotto CORPORATION, & corporation of New York, 
Assignor, 


-to- 


Davip E. Fetpman, Assignee. 


On Assignment 


Orper AUTHORIZING ASSIGNEE TO Accerr OFFER For His 
Interest iv Patent APPLICATIONS 


This matter being opened to the Court by Max J. 
Mareiniss, attorney for the Assignee, and it appearing that 
the Assignee has received an offer for his right, title and 
interest in and to certain patent applications hereinafter 
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set forth, and it appearing that a notice of said offer in 
the sum of $400.00, made by Joseph Winkler, has been 
mailed to the creditors herein advising them that a hear- 
ing thereon would be held before this Court on April 14, 
1961, proof thereof being on file herein, and the matter 
coming on to be heard on said return date, and the Court 
having heard counsel with respect to said application, and 
no one appearing to make a higher or better offer, or in 
opposition to the acceptance of the aforesaid offer made by 
Joseph Winkler, and good cause appearing for the making 
of this Order, it is on this 14th day of April, 1961, on 
motion of Max J. Mareiniss, attorney as aforesaid. 


Orperep, that David E. Feldman, the Assignee herein, 
be, and he hereby is, authorized to accept the offer of 
Joseph Winkler in the sum of $400.00 for the Assignee’s 
right, title and interest in and to the following applications: 


Joseph Winkler, Serial No. 603,152- 

Filed August 9, 1956 

For: Method For Producing Open Cell Cellular 
Polyurethane Bodies 


Joseph Winkler, Serial No. 533,764- 

Filed September 12, 1955 

For: Method and Apparatus For Producing Closed 
Cell Polyurethanes 


and it is further 


Orperep, that the Assignee be, and he hereby is, author- 
ized to execute such instruments, assignments or transfers, 
as may be necessary to consummate the said sale. 


Gorpon H. Brown 
J.C.C. 


A True Copy 


Stamped Recorded 
Ernest C. EYER US. Patent, Office 
= A 1961 
Special Deputy Surrogate Reel 1019, Frame 245 
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ASSIGNMENT 


This assignment concerns the following two applications 
for U. S. Letters Patent: 


Joseph Winkler, et al, Serial No. 533,764 

Filed September 12, 1955 

For: Method and Apparatus For Producing Closed 
Cell Polyurethanes 


Joseph Winkler, Serial No. 603,152 

Filed August 9, 1956 

For: Method For Producing Open Cell Cellular 
Polyurethane Bodies 


Wauereas, American Collo Corporation, a corporation of 
New York, which had its place of business in Ridgefield, 
New Jersey, acquired entire right, title and interest to 
said applications by assignment duly recorded in the 
United States Patent Office, and 


Wuerzas, Joseph Winkler, presently residing at 5707 


Hemlock Street, Sacramento, California, subsequently ac- 
quired from American Collo Corporation a 20% interest 
in said patent applications by virtue of an assignment 
duly recorded in the U.S. Patent Office on February 25, 
1957, and 


Waereas, American Collo Corporation, on or about 
March 14, 1957, made an assignment for the benefit of 
creditors, which was administered in the Bergen County 
Court, Probate Division, Hackensack, New Jersey, where 
a deed of assignment was filed on April 1, 1957, and a final 
judgment was entered on January 30, 1959, and 


Wuereas, all right, title and interest in the above listed 
patent applications held by American Collo Corporation 
became part of the assignment for benefit of creditors 
and title vested in David EB. Feldman, whose address is 
1180 Raymond Boulevard, Newark, New Jersey, the as- 


signee in said proceeding for the benefit of creditors, and 


Wuenrzas, the said Joseph Winkler made an offer of the 
sum of Four Hundred ($400.00) Dollars to said assignee 
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for the assignee’s right, title and interest in and to the 
above listed patent applications in which the said Joseph 
Winkler has a twenty percent (20%) interest and the said 
assignee an eighty percent (80%) interest derived from the 
bankrupt American Collo Corporation, and 


Wuenreas, by order dated April 14, 1961, Bergen County 
Court, Probate Division, authorized said David E. Feldman 
as assignee of American Collo Corporation to accept the 
offer of Joseph Winkler in the sum of Four Hundred 
($400.00) Dollars for the assignee’s right, title and interest 
in and to the above listed patent applications and author- 
ized said assignee to execute such instruments, assignments 
or transfers as may be necessary to consummate the au- 
thorized sale, as evidenced by a true copy of said court 
order attached hereto and made a part hereof. 


Now, Tsererore, in consideration of the sum of Four 
Hundred ($400.00) dollars to me in hand paid by said 
Joseph Winkler, the receipt of which is hereby acknowl- 
edged, I, David E. Feldman, assignee of American Collo 
Corporation, and by authorization of the Bergen County 
Court, Probate Division, Hackensack, New Jersey, by these 
presents do sell, assign and set over, and I do confirm that 
I have sold, assigned and set over, unto the said Joseph 
Winkler, any and all right, title and interest in and to the 
above listed applications for U.S. Letters Patent held by 
American Collo Corporation, or by me as assignee, and in, 
and to any U. S. Letters Patent issuing thereon, or on any 
divisions or continuations thereof, and in and to any re- 
issues and extensions of any such U.S. Letters Patent, 
and I hereby request the issuance of any such U.S. Letters 
Patent in accordance with this assignment. 


Signed at Newark New Jersey this 24th day of April, 
1961. 
Dav EB. Fetoman 
David E. Feldman, 
as assignee of American 
Collo Corporation 
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Srate or New JERSEY 


Personally appeared before me this 24th day of April, 
1961, the above named David E. Feldman, personally 
known to me, who executed the foregoing instrument in 
my presence, and acknowledged that he had executed the 
same as his own free act and deed and for the purposes 
and considerations therein set forth. 


Crry or Newark i eee 


Stamped Recorded [,oRRAINE KAVKA 
U.S, Patent Office = 
Aug 7 1961 Notary Public of New Jersey 


Reel 1018, Frame 248 = Commission expires June 15, 1965 


UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 


JosepH Winxter, Plaintiff, 


v. 
Dav L. Lapp, Commissioner of Patents, Defendant. 


Crvm Action No. 830-62 


Trial Brief for Plaintiff 


* e ° * 
Srarement or THE IssvzE 


Was the refusal of The Commissioner of Patents to 
revive two United States Patent applications arbitrary 
and not in accordance with law by reason of (1) The Com- 
missioner’s conclusion that acts of an assignee for the 
benefit of creditors of the corporate owner of an 80% in- 
terest in the applications, which acts brought about the 
abandonment of the patent applications, were binding upon 
the plaintiff, who owned an undivided 20% interest in the 
applications, even though such assignee was not in privity 
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with the plaintiff and gave no notice to plaintiff, and (2) 
The Commissioner’s construction of the term ‘‘unavoid- 
able’’ in applying 35 U.S.C. 133 and Patent Office Rule 137 
to the facts of the case? 


Sratemenr or THE Case 


This is an action in the nature of an appeal under the 
“« Administrative Procedure Act’’ to obtain judicial review 
: of a decision by The Commissioner of Patents which will 
' result in the forfeiture of plaintiff’s property rights in 
two United States Patent applications unless reversed by 
this Court. 


Plaintiff requests this Court to save him from suffering 
loss of valuable property rights. He feels these rights 
! will be forfeited as the result of error made by The Com- 
i missioner of Patents in applying substantive general law 
' to an unusual fact situation The Commissioner faced in 
acting upon a petition to revive two patent applications 


owned in part by the plaintiff. 


». The facts of the case are established principally by 

' affidavits, but also by other papers in the files of the two 
' patent applications. A delineation of the facts with refer- 
i ences to the supporting documents is made in accompany- 
ing Appendix I. A brief statement of the case is given 
: below using numbers and letters in parenthesis to identify 
' the pertinent supporting portions of the Appendix. 


The entire right, title and interest in the two patent ap- 
plications had originally been assigned to American Collo 
Corporation (3 and 4), who was at the time plaintiff’s em- 
ployer (A). Later, when the plaintiff left the employment 
of the company (8), it assigned to plaintiff a 20% undi- 
vided interest in the two applications (I) and agreed to 
continue to prosecute the applications before The Patent 
Office (J). Plaintiff’s assignments of the 20% interest 
were duly recorded in The Patent Office (5 and 6). Plain- 
tiff advised the company, if it should decide to discontinue 
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prosecution of the patent applications, he would take over 
the prosecution of the applications (K). 


Still later, the company made an assignment for the 
benefit of creditors of the company pursuant to New Jersey 
law transferring to the assignee the assets of the company 
(7). This assignee was not in privity with the plaintiff 
and remained a stranger to the plaintiff (Y). 


Plaintiff during this period was advised, whenever he 
asked, by officers of the company whom he knew personally 
from his prior employment with the company, that the 
patent applications were being properly handled and that 
plaintiff would be notified if their prosecution might be 


discontinued by the company (BE, J and L). 


The assignee for the benefit of creditors decided not to 
pursue the applications further and so he abandoned them 
(X). The assignee for the benefit of creditors never had 
any contact with the plaintiff and never notified plaintiff 
of an intent to abandon the applications (D). 


nt Office issued 


the patent attorney, 

appointed to represent 

time that company owned 100% 

The plaintiff never received any 

Office concerning the applications or notice that they had 
become abandoned (D). 


When plaintiff became aware of the fact that the two 
patent applications had become abandoned because of the 
acts of the assignee, Mr. Feldman (11), he promptly en- 
gaged counsel to preserve his rights in the applications 
(N). To this end, petitions to revive the applications were 
duly filed with the Patent Office (12). The Patent Statutes 
(35 U.S.C. 133) and The Patent Office Rules of Practice 
(Rule 137) provide for revival of applications abandoned 
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by failure to prosecute where ‘‘the delay was unavoid- 
able’’. 


The Commissioner of Patents promptly acted on the 
petition to revive in one of the applications (Serial No. 
603,152) and rendered an opinion dated May 17, 1961 (13). 
There was a substantial delay in processing the petition 
in the other application since it had been filed by three 
co-inventors and The Patent Office would not accept a 
power of attorney signed by the plaintiff alone or act upon 
the petition to revive filed in the case until similar papers 
duly signed by the other two coinventors (who incidentally 
had no property rights in the application) should be filed 
with The Patent Office (0). 


The May 17, 1961, opinion denied the petition to revive 
on the basis that the showing made in it by the plaintiff 
was insufficient, indicating that the petition could be re- 
newed without prejudice upon submission of a further 
verified showing curing certain noted deficiencies (13). 


On June 20, 1961, the further showing was filed with a 
renewal of the petition to revive the application. A simi- 
lar showing was made in the second application in which 
papers had also been filed to dispose of the power of at- 
torney problem (14). 


Due apparently to internal procedural delays, the Patent 
Office did not act on the renewed petitions to revive until 
November 6, 1961 (16). Then an opinion was rendered 
by The Commissioner of Patents that control of the appli- 
cations was vested in the assignee for the benefit of eredi- 
tors during the period for response and that his actions in 
handling the application were binding upon the plaintiff. 
On this basis, the delay resulting in abandonment was held 
to be deliberate and not unavoidable and the petition was 
denied (15). 


On December 18, 1961, a request for reconsideration of 
the denial was filed on behalf of plaintiff with The Patent 
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Office, accompanied with an argument to show The Com- 
missioner of Patents that the actions of the assignee for 
benefit of creditors should not be held to be binding upon 
the plaintiff and that as to plaintiff, the delay in prosecu- 
tion was unavoidable (17). 


On January 5, 1962, The Commissioner for a second time 
refused to revive the applications (18). 


The decisions of The Commissioner of Patents appeared 
to plaintiff to be arbitrary and not in accordance with law 
because they were foundered upon several serious errors 
in interpreting and applying general substantive law by 
The Commissioner to the unusual circumstances of the two 
applications. This action was then filed on April 26, 1962, 
to obtain judicial review of this action of The Commis- 
sioner of Patents (19). 


Pornts or Error In Actions oF THE 
ComMISSIONER OF PATENTS 


In simultaneous decisions dated November 6, 1961, The 
Commissioner of Patents refused to revive either of the 
two patent applications. From the decision in Serial No. 
533,764, we find he concluded that the verified showing 
presented by plaintiff failed to establish ‘‘unavoidable de- 
lay’’ because: 


“the abandonment of this case by the assignee for 
for the benefit of creditors (of the previous corporate 
assignee) was deliberate rather than inadvertent. The 
control of this case was vested in the assignee for the 
benefit of creditors during the period for response and 
his decision to abandon is binding on the applicant 
Winkler, regardless of any collateral equities.”’ 


In the decision in Serial No. 603,152, the reason for turn- 
ing down the petition to revive was: 


“the assignee for the benefit of creditors (of the 
previous corporate assignee), in whom control of this 
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case was vested at the time for response, admits that 
he abandoned this case for lack of funds. It, there- 
fore, appears that the abandonment was deliberate 
rather than inadvertent. The applicant is bound by. 
such decision to abandon, regardless of collateral 
equities.’’ 


First Point of Error 


The Commissioner of Patents erred in his conclusion 
that plaintiff was bound by the action of the assignee for 
the benefit of creditors. 


Such assignee was a complete stranger to plaintiff. He 
had no legal right to dispose of any property right be- 
longing to plaintiff. He had no power of attorney to 
prosecute the two patent applications and could not have 
obtained such a power without the written consent of 
plaintiff. He had only the power to administer and liqui- 
date such rights in property as were held by the debtor 
American Collo Corporation at the time of the assignment 
to him. This gave him no right of action over plaintiff’s 
20% undivided interest in the two patent application. To 
hold that the actions of this assignee for the benefit of 
creditors were binding upon plaintiff results in granting to 
the assignee power of control over property which he, by 
law, never possessed. 


The Commissioner of Patents has made an error in his 
application of the law of agency and personal property 
to the peculiar fact situation of this case. Unless this error 
is rectified by this Court, it will result in a forfeiture of 
the property rights of the plaintiff in the two applications. 


A request for reconsideration of the adverse action 
brought a reply dated January 5, 1962, from The Commis- 
sioner of Patents. This new refusal to grant the petition 
stultified the arguments by plaintiff that he was not bound 
by the actions of the assignee for the benefit of creditors 
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by shifting the Commissioner’s grounds of attack upon 
plaintiff’s showing of unavoidable delay. 


The argument was repeated that the action of the as- 
signee for the benefit of creditors (a Mr. Feldman) was 
binding upon plaintiff. However, the new opinion shifted 
attention to actions of the plaintiff and held that he had 
not been diligent in ascertaining or asserting his rights. 
The revised position also reflects an erroneous interpreta- 
tion of law as applied to the peculiar facts of the case. 


The Commissioner’s January 5, 1962, opinions involve 
the following conclusions: 


A. ‘‘Mr. Feldman’s decision is considered binding 
upon the petitioner who had expressly allowed Ameri- 
can Collo to represent his interest in controlling the 
prosecution and took no steps to intervene upon learn- 
ing in the summer of 1957 that American Collo had 
entered ‘bankruptcy or other insolvency proceedings’.”’ 


B. ‘His contractual expectancy that American 
Collo would defray the expense of prosecution in re- 
turn for his cooperation with Mr. Striker was in the 
nature of a creditor’s claim and should have been 
promptly lodged with Mr. Fel aa 

C. **. . . it must be considered doubtful that peti- 
tioner would have assumed prosecution had he been 
contacted by Mr. Feldman at that time.”’ 

D. ‘‘If the petitioner had been diligent in ascertain- 
ing and asserting his rights, the delay of more than 
four years in the prosecution of the application would 
not have occurred.” 


Second Point of Error 


Conclusion A above is a non sequitur. Whatever per- 
mission plaintiff gave for representation of his rights in 
the applications was to American Collo. American Collo, 
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after it assigned a 20% interest to plaintiff, could not have 
given a power of attorney under Patent Office rules to 
anyone to prosecute the two patent applications without 
written consent of plaintiff. Mr. Feldman could not be 
vested with rights as assignee for benefit of creditors 
greater than American Collo had the right to grant. Even 
if Mr. Feldman had the right of control over American 
Collo’s 80% interest in the applications, which is highly 
questionable under the law governing assignments for the 
benefit of creditors, he had no right of control over plain- 
tiff’s 20% undivided interest in the applications. 


Third Pot of Error 


The Commissioner erred in his conclusion that plaintiff 
was a creditor of American Collo and obligated to lodge 
a claim with Mr. Feldman. 


Tf plaintiff was a creditor of American Collo, the law 
required Mr. Feldman to contact plaintiff and give plain- 
tiff notice of the creditor proceeding. Such procedural re- 
quirements are necessary in assignment for benefit of 
creditor cases to prevent perpetration of fraud by debtors 
upon their creditors. 


Plantiff had no legal obligation to lodge any claim with 
Mr. Feldman. The title to his 20% interest in the two 
patent applications was covered by an assignment instru- 
ment duly recorded in The Patent Office before Mr. Feld- 
man was appointed as assignee for the benefit of creditors. 


Fourth Point of Error 


The Commissioner erred in concluding that plaintiff 
would not have assumed prosecution of the two patent 
applications because there is no evidence in the record to 
establish that petitioner did not intend to continue the 
prosecution of the applications if notified of an intention 
to drop them. Quite the contrary, he acted immediately 
to pick up the prosecution of the applications when he first 
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learned that the prosecution of the applications had been 
dropped. 


Fifth Point of Error 


As to Conclusion D, there was not a delay in prosecution 
of more than four years. The greatest delay occurred in 
Serial No. 603,152 between the due date for response to 
the last Official Action, ie., July 30, 1957, and the filing 
of the petition to revive on February 27, 1961, namely, 
three years and seven months. Six months of this delay 
was time required by plaintiff’s counsel to investigate and 
assemble facts and to prepare and file the petitions to 
revive. 


Errors in The Commissioner’s understanding of the 
facts of this case and of the related law are reflected in 
the decision of May 17, 1961, in application S.N. 603,152, 
as shown by the following statement from that decision: 


“It appears that control over the prosecution of 
this case passed to the Court appointed receiver for 
the assignee in March, 1957... .” 


Throughout the decision, The Commissioner used the 
term ‘‘assignee’’ to refer to American Collo Corporation, 
not Mr. Feldman, the assignee for benefit of creditors. 


Stiath Pot of Error 


The Commissioner erred in his conclusion that control 
over the prosecution of the case passed to Mr. Feldman. 


American Collo Corporation could not, according to 
Patent Office rules, by itself give a power of attorney to 
prosecute the application before The Patent Office to Mr. 
Feldman. 


Plaintiff had permitted American Collo Corporation and 
its patent attorney to handle his interests in the applica- 
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tion, not some third party like Mr. Feldman. Further, Mr. 
Feldman could not replace American Collo Corporation in 
its relationship with the patent attorney who was of record 
to prosecute the application. As long as American Collo 
Corporation remained alive, Mr. Striker represented it. 
At such time as it might be considered to have ceased to 
exist, any powers of attorney which it had granted became 
void. 


Seventh Point of Error 


The Commissioner misunderstood the position of Mr. 
Feldman in the matter, ie., he was not a ‘‘receiver’’ and 
was not appointed by the Court. There was no litigation 
to require the appointment of a receiver. Mr. Feldman 
was an assignee for the benefit of creditors appointed by 
assignment instrument of American Collo Corporation 
with approval of the New Jersey Court. 


ARGUMENT 
I—Jurisdiction of the Court 


The defendant has admitted jurisdiction of the court 
under the ‘‘Administrative Procedure Act’? and specifi- 
cally 5 U.S.C., Section 1009. This act was passed to extend 
and enlarge the authority of courts to give judicial review 
to illegal and arbitrary administrative action. 


American President Lines v. Federal Maritime, 112 F. 
Supp. 346 (D.C.D.C.—1953) 


1 F. Pr. Dig. 533-575 


The complaint filed in this action also indicated that the 
jurisdiction of the court involves 28 U.S.C., Sections 1331, 
2201 and 2202, and 35 U.S.C., Sections 6 and 133. The 
defendant has denied that jurisdiction of the court might 
be based upon these sections of Titles 28 and 35. 
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Section 1331 of Title 28 U.S.C. grants to the District 
Courts original jurisdiction of all civil actions on matters 
exceeding $10,000.00 and Sections 2201 and 2202 provide 
jurisdiction for declaratory judgment relief of all cases 
of actual controversy, except with respect to Federal taxes. 
These remedies are available to plaintiff in addition to 5 
U.S.C. 1009. 


Section 133 of Title 35 U.S.C. prescribes the time limita- 
tion for responses to The Patent Office in the prosecution 
of patent applications. It reads as follows: 


“Upon failure of the applicant to prosecute the 
application within six months after any action therein, 
of which notice has been given or mailed to the appli- 
cant, or within such shorter time, not less than thirty 
days, as fixed by the Commissioner in such action, the 
application shall be regarded as abandoned by the 
parties thereto, unless it be shown to the satisfaction 
of the Commissioner that such delay was unavoid- 
able.’’ 


Section 133 of Title 35 U.S.C. has been held, contrary to 
defendant’s denial here, to give jurisdiction to this Court 
to review actions of The Commissioner of Patents on peti- 
tions to revive abandoned applications: 


Commissariat A L’Energie Atomique v. Watson, 272 
F(2d) 124, 127; 124 U.S.P.Q. 126 (C.A.D.C.—1960) 


The implementation of 35 U.S.C. 133 in procedures be- 
fore The Patent Office is Rule 137 of the ‘¢Rules of Prac- 
tice of the United States Patent Office in Patent Cases’’, 
which reads as follows: 


‘An application abandoned for failure to prosecute 
may be revived as a pending application if it is shown 
to the satisfaction of the Commissioner that the delay 
was unavoidable. <A petition to revive an abandoned 
application must be accompanied by a verified showing 
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of the causes of the delay, by the proposed response 
unless it has been previously filed, and by the petition 
fee.’’ 


Section 6 of Title 35 U.S.C. relates to the duties of The 
Commissioner of Patents and specifies that he shall super- 
intend and perform duties of his office in keeping with the 
Patent Statutes which would include not denying to an 
applicant the revival of a patent application if it is shown 
that a delay beyond the 6 months’ period in such prosecu- 
tion was unavoidable. 


Plaintiff realizes that the Court should follow an admin- 
istrative interpretation of an administrative rule unless 
clearly erroneous and that plaintiff’s burden is heavy in 
demonstrating to the Court that there has been agency 
error. 


Bailey v. Richardson et al., 182 F. 2d 46, 52; 86 U.S. 
App. D.C. 248 (C.A. D.C.—1950) affirmed 71 St. Ct. 
669, 341 U.S. 918, 95 L. Ed. 1352 


But it is also established that administrative practice 
may be set aside by the courts where there has been a 
misconstruction of a governing statute. 


With particular reference to the Administrative Pro- 
cedure Act, plaintiff requests this Court to give judicial 
review to the action of The Commissioner of Patents under 


5 U.S.C. 1009 (a) and (e) 


Specifically, under 5 U.S.C. 1009(e), plaintiff points to 
subsection (B)(1) requesting This Court to set aside The 
Commissioner’s act of denying plaintiff’s petitions to re- 
vive the two applications because such action is ‘‘arbi- 
rary, capricious and not in accordance with the law’’. To 
this end, the Court is requested, in accordance with the 
provisions of the last sentence of 5 U.S.C. 1009(e), to re- 
view the whole record of the two applications before The 
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Patent Office as contained in certified copies of such records 
to be submitted to The Court. 


This action is predicated, in part, upon the basis that 
The Commissioner of Patents has acted arbitrarily and 
not in accordance with law in construing a statute which 
governs his administration of the Patent Laws, ie., 35 
U.S.C. 133, to deprive plaintiff of a property right. 


I—The Time Factor 


It is the contention of the plaintiff that The Commis- 
sioner of Patents has acted arbitrarily and not in accord- 
ance with law in refusing to revive the two patent applica- 
tions Serial No. 533,764 and Serial No. 603,152 upon the 
petition by plaintiff in accordance with Patent Office Rule 
137. It is the further contention of the plaintiff that The 
Commissioner of Patents has acted arbitrarily because, at 
least in part, of an attitude that the delay in prosecution 
of the two applications was too long per se for the plaintiff 
to be granted a revival of the applications. 


That such an attitude, if not completely controlling in 
the action of The Commissioner of Patents in this matter, 
was at least so highly influential that it caused The Com- 
missioner of Patents to erroneously apply substantive law 
in acting upon the petition for revival is shown by the 
following portions of the Commissioner’s decision of May 
17, 1961, in application Serial No. 603,152: 


‘<Where, as in this case, the delay in bringing the 
petition to revive is unreasonably long, the showing 
should be such as to leave no reasonable doubt that it 
was impossible for the petitioner to proceed sooner. 
The rights of the public must be taken into consider- 
ation and it must be contemplated that others might 
have begun use of the invention and have acquired 
rights which should not be disturbed. 
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The showing is insufficient, especially in view of the 
long abandonment, to establish that the delay was 
unavoidable, as required by 35 U.S.C. 133 and Rule 
137.”’ 


The Commissioner of Patents as a protector of the in- 
terests of the public in patent matters quite naturally must 
protect the public against possible fraudulent use of the 
Patent Office Rules and the Patent Statutes to prevent 
applicants for patent from acquiring rights which such 
applicants would not be entitled to in the absence of such 
fraudulent activity. However, the plaintiff contends in 
considering a petition to revive under Rule 137, the pass- 
age of time should not be the touchstone for deciding if 
the delay in prosecution of the patent application was 
avoidable. 


In re Mattullath, 38 App. D.C. 497,510 1912 C.D. 
490,498 (Ct. of Appls. D.C.—1912) 


The Mattullath case concerned an abandoned applica- 
tion filed before the flight of the Wright Brothers and there 
was a delay in prosecution of the application of about 
eight years. In the interim, the Wright Brothers had 
successfully proved the practicality of the airplane. The 
Commissioner of Patents in acting upon a petition to revive 
the patent application filed on behalf of the administratrix 
of the deceased inventor, considered that the eight years 
delay in prosecution was the controlling factor as ex- 
pressed in the following portion of the Commissioner’s 
decision® in that case: 


‘‘Under these circumstances, it might well be held 
that the presumption is conclusive against the exist- 
ance of acceptable excuse for such delay as occurred 
in this instance; certain it is that an application so 
long dead can be revived, if at all, under the provisions 


* Note: The quoted portion is reported in ‘‘Commissioner’s Decisions’’ 
but not in ‘‘ Appeals D. C.”’ 
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of Section 4894 of the Revised Statutes only upon a 
showing of the most unusual and compelling circum- 
stances, rendering it impossible to have earlier prose- 
cuted the case. To hold otherwise, would be to en- 
courage those who have slept upon their rights while 
others struggle on to success to now enter the field and 
wrest from them the fruits of their labor.”’ 


The Court reversed the decision of the Commissioner 
and instructed the Commissioner to reinstate the applica- 
tion. In doing so, the Court rejected the argument of the 
Commissioner that the length of time in delay when long 
would be, if not completely conclusive, the controlling fac- 
tor in determining the petitioner’s right to revival of the 
application. The Court indicated that instead the test 
should be whether the delay in prosecution of the applica- 
tion would, in reasonable probability, not have occurred 
but for the strange circumstances which the petitioner set 
forth in the showing which accompanied the petition for 
revival. 


The concern of The Commissioner of Patents about pro- 
tection of the public against problems created by the delay 
in issuance of patents is understandable. Every possible 
step should be taken to ensure that patents issue as quickly 
as possible after the filing of a patent application. The 
Patent Office is currently engaged in a new program which 
is designed to speed up the issuance of patents and to re- 
duce the backlog of pending applications. The ultimate 
success of this program, which is referred to by the Patent 
Office as ‘“‘compact prosecution’’, remains yet to be seen. 
In the meantime, however, patent applications in their ex- 
amination before the Patent Office experience substantial 
delays which, with great frequency, exceed 6 to 8 years 
and, less frequently, 10 to 20 years. In exemplification of 
his statement, the following is a list of the patents which 
issued on February 26, 1963, as reported in the “Official 
Gazette’? of the United States Patent Office for that date, 
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Volume 787, No. 4, in which the lapse of time between the 
filing of the application and the issuance of the patent was 
greater than 6 years: 


Patent No. 


3,078,545 
3,078,548 
3,078,589 
3,078,621 
3,078,657 
3,078,669 
3,078,694 
3,078,715 
3,078,727 
3,078,728 
3,078,740 
3,078,756 
3,078,758 
3,078,854 
3,078,872 
3,078,880 
3,078,918 
3,079,014 
3,079,064 
3,079,073 
3,079,087 
3,079,208 
3,079,230 
3,079,235 
3,079,245 
3,079,289 
3,079,301 
3,079,312 
3,079,317 
3,079,352 
3,079,370 
3,079,376 
3,079,436 
3,079,461 
3,079,504 
3,079,535 
3,079,571 
3,079,592 


Filing Date 
January 8, 1957 
March 29, 1954 
December 3, 1956 
February 11, 1957 
February 28, 1956 
May 16, 1946 
July 5, 1956 
November 30, 1956 
April 12, 1952 
February 7, 1955 
August 29, 1956 
June 4, 1956 
September 6, 1956 
August 5, 1953 
February 11, 1957 
May 11, 1953 
February 18, 1957 
November 6, 1953 
October 24, 1955 
August 13, 1956 
December 13, 1956 
February 12, 1957 
September 10, 1956 
November 27, 1956 
March 12, 1956 
November 1, 1955 
‘April 25, 1956 
November 6, 1956 
April 29, 1949 
April 23, 1956 
May 18, 1955 
February 15, 1957 
November 25, 1955 
January 3, 1951 
December 20, 1956 
November 22, 1955 
February 6, 1957 
November 5, 1954 


Time Pending 


6 years, 1 month 
7 years, 11 months 
6 years, 2 months 
6 years 
7 years 
16 years, 9 months 
6 years, 7 months 
6 years, 3 months 
10 years, 10 months 
8 years 
6 years, 6 months 
6 years, 8 months 
6 years, 5 months 
9 years, 6 months 
6 years 
9 years, 9 months 
6 years 
9 years, 3 months 
7 years, 4 months 
6 years, 6 months 
6 years, 2 months 
6 years 
6 years, 5 months 
6 years, 3 months 
6 years, 11 months 
7 years, 3 months 
6 years, 10 months 
6 years, 3 months 
13 years, 10 months 
6 years, 10 months 
7 years, 9 months 
6 years 
7 years, 3 months 
12 years, 1 month 
6 years, 2 months 
7 years, 3 months 
6 years 
8 years, 3 months 


The foregoing list would be even larger if patents had 
been listed which issued on applications that were divi- 
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sions or continuations-in-part of parent, older applica- 
tions. 


The patents which took more than five years to issue on 
Febrary 26, 1963, were too numerous to list. The situation 
as reflected by this patent list is not exceptional. This par- 
ticular issue of patents was chosen merely because it was 
the latest available at the time of the preparation of this 
brief. 


If a delay in prosecution of a patent application results 
from circumstances which a reasonable man acting with 
the care and diligence required for the conduct of import- 
ant business would not have avoided, the reinstatement of 
the application following such a delay would appear to 
have no greater or lesser effect upon the rights of the pub- 
lic than any other delay in issuance of a patent brought 
about by standard Patent Office practice and procedure, 
of which there are many as indicated by the extensive list 
of patents given above involving delays of from 6 up to 
over 16 years. When the patent finally issues, the delay 
in issuance caused by established Patent Office routine has 
just as much effect upon the intervening rights of the 
public as a delay in prosecution encompassed by 35 U.S.C. 
133 and Patent Office Rule 137. 


The Commissioner’s decision of May 17, 1961, refers to a 
1905 Patent Office decision of: 


Ex parte Gironcoli, 1906 C.D. 82, 83; 120 0.G. 2753 
(Comm. of Pats.—1905) 


This, in substance, states that (a) the rights of the pub- 
lic must be taken into consideration in acting upon peti- 
tions to revive abandoned applications and (b) sets a 
double standard for determining unavoidability of delay 
with the following statement: 


‘while the showing is such as might be accepted as 
a sufficient excuse for a short delay, it is not believed 
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that it should be accepted as covering such a long 
period of time as has elapsed in this case.’’ 


In so far as this old decision sets a double standard for 
unavoidability or creates a length of time per se test of 
unavoidability, it has subsequently been rejected by the 
Court of Appeals for this circuit in the In re Mattullath 
case, supra. This is clearly understandable because (1) a 
double standard would greatly increase the possibilities of 
arbitrary action by The Commissioner in administration 
of 35 U.S.C. 133, and (2) the property rights of the peti- 
tioner in the application sought to be revived must be 
considered at least on a par with the rights of the public. 


In the present situation, time per se does not appear to 
have been a controlling factor in the delay of prosecution. 
Within the same month (September, 1960) that plaintiff 
became aware of the delay, he acted to rectify the matter. 
Up to that time, the passage of time had not been so un- 
| usual for prosecution of patent applications as to cause 
plaintiff to hire a lawyer to look into the matter or pursue 
| other steps with respect to the applications than he had 
' been taking. If there had been a substantial delay between 
the time plaintiff was appraised of the abandonment of the 
applications and his positive action to rectify the matter 
: for which he could not make a proper showing, then time 
| would be the controlling factor in this case. On the facts 
as they exist, however, time per se does not establish that 
| the delay in prosecution was unavoidable. 


| [1I—Plaintif’’s Showing of Unavoidability Was Sufficient 


The Commissioner of Patents did not consider the show- 
ings submitted originally with the petitions to revive to be 
: sufficient and listed the following as the missing items: 


1. Adequate explanation of the applicant for his 
failure to take steps to ensure the continued prosecu- 
tion of this ease when he learned of the assignee’s 
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financial difficulties in the summer of 1957—or for the 
subsequent delay in filing this petition. 


9. An affidavit from the receiver explaining his 
failure to continue the prosecution of the case. 


3, An affidavit from the former attorney of record 
explaining his failure to obtain authorization for the 
further prosecution of this case from the applicant. 


In response to this ruling, plaintiff submitted a farther 
showing which: 


1. Pointed out to The Commissioner that para- 
graphs 7 to 9 of the Winkler affidavits as originally 
submitted gave a full explanation why the applicant 
did not attempt to step in and take over the continued 
prosecution of the application. 


9°. Furnished an affidavit from the assignee, Mr. 
Feldman (not a ‘‘receiver’’), explaining his failure 
to continue the prosecution of the case. 


3. Furnished an affidavit from the former attorney, 
Mr. Striker, explaining his failure to further prosecute 
the case. 


Following the adidtional showing, a decision of The 
Patent Office was issued in each application dated Novem- 
ber 6, 1961. It should be noted that the first decision was 
issued by the First Assistant Commissioner, Mr. A. W. 
Crocker and, that before the new decision was rendered, a 
new First Assistant Commissioner, Mr. BE. L. Reynolds, 
had been appointed and he issued the subsequent decisions. 


The November decisions held the delay in prosecution to 
have been the deliberate act of Mr. Feldman and charge- 
able to plaintiff, therefore, avoidable. 


The decisions of January 5, 1962, made in reply to a 
request for reconsideration, deemphasized the contention 
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that plaintiff was chargeable with the acts of Mr. Feldman 
and ended with the conclusion that, if plaintiff had been 
diligent in ascertaining and asserting his rights, the delay 
would not have occurred. 


The various decisions of The Commissioner when con- 
sidered together indicate: 


1. The Commissioner’s attitude that the delay was 
per se too long, 


2. an erroneous application of the law to the facts, 
and 


3. an arbitrary interpretation of the meaning of 
‘unavoidable’? as used in 35 U.S.C. 133 to rationalize 
not granting the petition because of attitude (1) and 
to rectify the error (2). 


In one sense, the word ‘‘unavoidable’’ means inevitable 
or incapable of being shunned or prevented. In this sense, 
it connotes a condition of affairs impossible to avert, e.g., 
a storm at sea or other Act of God. 


The word is also used in another and divergent sense, 
ie., a thing is ‘“‘unavoidable’’? when common prudence and 
foresight cannot prevent it. In this sense, a result that is 
‘‘ynavoidable’’ need not be absolutely inescapeable. 


90 C.J.S. 1024 


Considered in this second sense, an ‘‘unavoidable delay’’ 
may be viewed as a delay which may not be charged to 
negligence. 


26A C.J.S. 153 
The term ‘‘unavoidable’’ was applied to delay in prose- 


cution of patents in In re Mattullath, supra, p. 514, as 
follows: 


“<The statute is one regulating a mere practice of the 
office and is not intended to affect substantial rights 


as between different persons or between persons and 
the Government. It is rather a provision by which 
a statutory limitation may be removed. ‘Its purpose 
is to encourage diligence in proceedings before the 
Office. If the broad and unlimited meaning of the 
word ‘unavoidable’? were to prevail, it is difficult to 
conceive when an abandoned case could be reinstated 
under this section. In my opinion, the word is used 
in a more limited sense.”’ 


The more liberal sense of the term is applied by The 
Commissioner of Patents in the situations probably most 
frequently involved in petitions to revive abandoned ap- 
plications, i.e., where attorneys for applicants fail to file 
responses on the required date due to oversight even in 
the face of an established system of case docketing which 
the Patent Office considers adequate for a carefully run 
law office. Such a delay cannot be considered “‘imevitable’’ 
for a more elaborate, time-consuming and costly system 
of docketing of cases quite often could prevent the delay, 
but the delay is considered by The Patent Office as not to 
be due to ‘negligence’? upon a showing by the patent 
attorney that he has conducted his law practice in the 
manner of a careful and prudent man. 


The Commissioner of Patents is ‘‘arbitrary’’ in his 
actions if he employs a double standard for the meaning of 
<¢ynavoidable”’ by using the ‘‘inevitable’’ sense of the word 
in those cases where he arbitrarily considers the delay in 
prosecution to be too long, and using the ‘‘lack of negli- 
gence’’ standard in those cases where the delay is short. 


It is the contention of plaintiff that the showings made 
in support of his petitions to revive establish that the de- 
lay in prosecution by the plaintiff was unavoidable. He 
was diligent in ascertaining and asserting his rights. As 
soon as he learned of the fateful abandonment of the ap- 
plications, he acted to assert his rights. Up until this 
time, he had diligently inquired about the status of his 
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applications from the persons he had previously always 
known to have the information and upon which he had 
relied. It is all too easy for someone to be smart after 
the fact and say that if certain things had been done, such 
and such would not have happened. Plaintiff contends that 
The Commisioner’s hindsight on this case has caused him to 
prescribe an unrealistic course of procedure which he claims 
plaintiff could have and should have followed and, not 
having followed, plaintiff’s property rights in the two 
patent applications must be forfeited. 


IV—Plaintif, Acted With Reasonable Diligence 


The Patent Office Rules of Practice forced plaintiff as 
a partial owner of the patent applications to have an 
arrangement with American Collo for their prosecution, 
ie., the Patent Office does not permit double correspond- 
ence with different parties in interest (Rule 35). 


Plaintiff had no right to exclude American Collo or its 
attorney from prosecution of the cases. Only the assignee 
of the entire interest is entitled to conduct the exclusive 
prosecution of an application and such assignee may 
exclude even the inventor from the prosecution, as in the 
present cases before American Collo transferred the 20% 
interest to plaintiff (Rule 32). Mr. Striker, American 
Collo’s attorney, was attorney of record so the Patent 
Office held correspondence with him alone. 


Plaintiff’s contacts with the applications had always been 
through officers of American Collo; he had not dealt directly 
with Mr. Striker. He knew that Mr. Striker was owed 
money by American Collo, but that was a private matter 
between the company and the attorney. These attorney 
fees did not constitute a lien upon plaintiff’s 207% interest 
in the applications and plaintiff had no obligation to pay 
these fees. 


Quite naturally plaintiff did not want to become em- 
broiled in a controversy between American Collo and its 
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patent attorney about the attorney’s outstanding account 
with the company. On the other hand, he wanted it to be 
understood that if sometime in the future he would need 
to take over the prosecution of the applications to pre- 
serve his 20% interest, there was to be no implication that 
he was assuming American Collo’s liability for Mr. 
Striker’s past due fees. 


Under these circumstances, it was reasonable for plain- 
tiff as a prudent man carefully looking out for his prop- 
erty rights to allow the prosecution arrangements to re- 
main as they were when he obtained his 20% interest in 
the applications, i.e., with an attorney representing Ameri- 
can Collo prosecuting the application while plaintiff kept 
track of them through officers of the company. 


This is what plaintiff did until September of 1960. All 
during that time he received repeated assurances that the 
applications were being duly prosecuted. 


The Commissioner of Patents, with the benefit of hind- 
sight, now says that as a reasonable man plaintiff should 
not have done this or he should have done much more. 
Plaintiff respectfully submits that the alternate or addi- 
tional courses of action suggested by The Commissioner 
in the decision of January 5, 1961, in Serial No. 533,764 
would not have prevented the delay in prosecution. 


It is stated plaintiff should have promptly lodged a 
ereditor’s claim with Mr. Feldman. This would have put 
plaintiff to a great deal of expense without any apparent 
useful result. Plaintiff was not an actual creditor of the 
company and there were, as it turned out, more bona fide 
creditor claims than money or assets to pay them. Lodg- 
ing such a claim would call Mr. Feldman’s attention to 
plaintiff’s 20% interest in the patent applications, but this 
was already known to Mr. Feldman and a matter of public 
record. In the face of this knowledge, Mr. Feldman 
deliberately acted to drop the applications. We need not 
concern ourselves here with how this assignee evaluated 
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the applications as assets for the benefit of creditors, but 
| the picture is clear that he gave no consideration to plain- 
tiff, even in the face of plaintiff’s known interest in the 
applications. The facts hardly suggest or show that plain- 
tiff would have avoided the abandonment of the applica- 
tions if he had followed this course suggested by The 
Commissioner. 


The Commissioner contends plaintiff should have ob- 
tained ‘‘first hand assurance’’ that the applications were 
being prosecuted. The facts of record appear to show that 
this is precisely what the plaintiff thought he was doing. 
Contrary to The Commissioner’s contention, Mr. Feldman 
or Mr. Striker were not as ‘‘first hand’? to plaintiff as the 
officers of the company from whom he had obtained his 
20% interest in the first place. Unless there was some 
reason for him to believe the company officers were lying 
to him (the record indicates none), plaintiff looked to his 
“first hand’? source for his information. 


The Commissioner implies that plaintiff’s knowledge 


of American Collo’s financial difficulties should have made 
him conclude that further expense in prosecuting the pat- 
ent applications would not be incurred. This is a non 
sequitur. Invariably every inventor looks upon his in- 
ventions as being the ‘‘ultimate assets’’, the thing that is 
going to make him and those associated with him wealthy. 
There is no reason to assume plaintiff was an exception to 
this general rule and he probably viewed his applications 
as a prime asset which would certainly be maintained so 
that he and American Collo or its creditors would ulti- 
mately realize something from these assets. At the very 
least, with his 20% interest in the applications known to 
the officers of American Collo and Mr. Feldman, the plain- 
tiff was reasonably entitled to at least a letter advising 
him of the intent to do nothing further on the applications. 


The Commissioner says that plaintiff could have ob- 
tained “‘accurate status information’? from the Patent 
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Office. This would not appear to have necessarily pre- 
vented the applications from becoming abandoned. 


For example, suppose he had inquired about the status 
of the applications from The Patent Office on or about 
January 2, 1957, when he obtained his 20% interest in the 
applications. He would have found out that both cases 
were pending and that both were awaiting action by the 
Patent Office since an Official Action in Serial No. 603,152 
was not issued until January 30, 1957, and an action in 
Serial No. 533,764 was not issued until August 29, 1957. 
Such information would only have confirmed the informa- 
tion from American Collo officials. If plaintiff inquired to 
the Patent Office two years later in January, 1959, he 
would have found out that the applications had become 
abandoned, i.e., such an inquiry would not have made the 
delay in prosecution avoidable. It is possible that with 
proper fortuitous timing of an inquiry to the Patent Office, 
plaintiff would have obtained status information that one 
of the applications had become abandoned, that the other 
was pending and could have taken steps to take over its 
prosecution and revive the abandoned applications at that 
time. But, all this is pure hindsight. Obviously, the Pat- 
ent Office does not want to be continually pestered with 
inquiries about status of applications from owners of 
partial interests in patent applications and its own rules 
foreclose multiple correspondence on applications. 


The manner in which plaintiff arranged for the prosecu- 
tion of the two patent applications and the steps he took 
to stay advised of their status was a proper course for 
a prudent and careful man under the circumstances and 
in view of the rules of procedure of The Patent Office. The 
abandonments as they occurred were unforeseeable to 
plaintiff and not due to his negligence. 


V—Mr. Feldman’s Acts Were Not Binding Upon Plaintiff 


The refusal of The Commissioner of Patents to revive 
the two applications is based upon his conclusion that acts 
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of the assignee for the benefit of creditors of American 
Collo Corporation, Mr. Feldman, was legally binding upon 
plaintiff and capable of forcing upon plaintiff a forfeiture 
of his property rights. This conclusion is untenable, 
arbitrary and not in accordance with law. 


The assignment to Mr. Feldman was made under New 
Jersey Revised Statutes 24:19, referred to as ‘“‘The in- 
solvent Debtor Act’’. 


An assignment for the benefit of creditors cannot de- 
stroy existing liens upon property or defeat the rights of 
others in property and the assignee disposes of assigned 
property at his peril. 


Arnett v. Trimmer 
114A. 487, 489; 43 N.J. Eq. 488 
(Ct. of Chancery N.J.—1887) 


The assignee for the benefit of creditors obtains no 
greater rights than the assignor debtor and he takes as- 


signed property subject to all conditions and liens under 
which the debtor held the property. 


West Hudson County Trust Co. v. Wichner 
187A. 579, 581; 121 N.J. Eq. 157 
(Ct. of Chancery N.J.—1936) 


When American Collo Corporation assigned a 20% un- 
divided interest in the two applications to plaintiff on 
January 2, 1957, it lost the right of exclusive control over 
the applications. 


Patent Office Rule 32 


Mr. Feldman was not given a power of attorney to 
prosecute the two patent applications by plaintiff. Mr. 
Feldman could not have been given such a power without 
plaintiff’s signature since only the assignee of the entire 
interest may revoke previous powers and be represented 
by an attorney or agent of his own selection. 
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Patent Office Rule 36 


American Collo had no right to make an express 
abandonment of the two applications without plaintiff’s 
signature. 


Patent Office Rule 138 


As far as Mr. Feldman was concerned, he had no right 
to prosecute the two applications and The Patent Office 
would not have recognized him as an attorney in the ap- 
plications nor held correspondence with him concerning 
prosecution of the applications. 


Patent Office Rule 14 


It seems totally unreasonable for The Commissioner to 
contend that action of the assignee for the benefit of 
creditors was binding upon the plaintiff when The Patent 
Office would clearly not have recognized any action which 
that assignee might directly have taken to conduct prose- 


cution of the application. 


It is to be observed that The Patent Office requires strict 
compliance with the Rules of Practice in order for a 
party to obtain the right to prosecute an application, e.g., 
see Paper No. 10 in file of Serial No. 533,764. In striking 
contrast to this, The Commissioner of Patents has held 
that Mr. Feldman obtained ‘‘full control over the applica- 
tions”? in some unexplained way and that Mr. Feldman’s 
actions under this ‘‘full control’? were binding upon 
plaintiff. 

In view of the law relating to assignments for the 
benefit of creditors and The Patent Office rules discussed 
above, this appears to be legally untenable. 


The conclusion of The Commissioner of Patents that 
Mr. Feldman obtained a right of control of the prosecution 
of the patent application which could be binding upon 
plaintiff grants to assignees for the benefit of creditors 
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powers over property rights which are clearly beyond those 
which the assignor debtors have the right to grant, ice., 
the right to destroy liens and conditions against the prop- 
erty which are the assignor debtor’s own creation. 


Arnett v. Timmer, supra, p. 489 


After The Commissioner erroneously determines that 
Mr. Feldman had ‘‘full control’? over the applications, he 
concludes Mr. Feldman’s actions under this control were 
binding upon the plaintiff for the following reason (Paper 
No. 16—Serial No. 533,764) : 


*‘Mr. Feldman’s decision is considered binding on 
the petitioner who had expressly allowed American 
Collo to represent his interest in controlling the 
prosecution and took no steps to intervene upon learn- 
ing in the summer of 1957 that American Collo had 
entered ‘bankruptcy or other insolvency proceedings’.”’ 


This conclusion seems to be based upon some distorted 
concept of ratification or estoppel not in accordance with 
law. 


It is to be noted plaintiff did not expressly allow Mr. 
Feldman to represent his interest in controlling the prose- 
eution. If the ‘‘express allowance’’ to American Collo is 
viewed.as a power of attotrney or an agency from plain- 
tiff to American Collo, the assignment to Mr. Feldman 
could not have passed the power of attorney or agency to 
Mr. Feldman. 


47 American Decisions 343 
21 RCL 887, Section 60 et cit. 


Finally, as to the alleged ‘‘steps to intervene’’, plaintiff 
did take such steps immediately when need for this became 
established. Even then, look at the trouble he ran into 
with The Patent Office in Serial No. 533,764 because of the 
strict interpretation of the rules about powers of attorney. 
Up to that time he had understood the applications were 
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being duly prosecuted on behalf of himself and American 
Collo. The Patent Office would not hold double correspond- 
ence on the applications. The plaintiff acted with the 
care and prudence of a reasonable man in the circum- 
stances. The delay in prosecution of the applications was 
not due to negligence of the plaintiff. The delay in prose- 
cution may not have been impossible to avert, but it was 
‘“‘ynavoidable” for the plaintiff. 


ConcLusion 


The Commissioner of Patents appears to have been so 
obsessed with concern for the rights of the public and the 
length of time per se in the delay in prosecution, that he 
has erroneously applied the law to the facts in acting upon 
the plaintiff’s petitions to revive two patent applications. 
As a result, The Commissioner has made an arbitrary con- 
struction not in accordance with law of the term ‘‘un- 
avoidable” in here administering 35 U.S.C. 133 and Patent 
Office Rule 137. Also, he has, contrary to law, held the 
acts of an assignee for the benefit of creditors, who was & 
total stranger to and not in privity with plaintiff, to be 
binding upon the plaintiff. The Commissioner’s decisions 
on the matter also contain other errors which show that 
he incorrectly understood some of the facts and, as to 
others, made arbitrary conclusions in order to justify his 
refusal to grant plaintiff’s petitions to revive the ap- 
plications. 


The property rights of the plaintiff in the two applica- 
tions are entitled to the protection of the law and should not 
be forfeited as the result of the errors made by The Com- 
missioner of Patents in applying pertinent substantive 
law to the plaintiff’s case. 


The decision of The Commissioner of Patents not to 
revive the applications Serial Nos. 533,764 and 603,152 
should be reversed with instructions to grant plaintiff’s 
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petitions to revive and reinstate the applications as active 
cases before The Patent Office. 


Respectfully, 


CaRRoLL PALMER 
Carroll Palmer 
Attorney for Plaintiff 
1331 G Street, N. W. 
Washington 5, D.C. 
District 7-3870 
Of Counsel: 


Kemon, Paumer, Stewart & Esrasroor 
Joun J. GALLAGHER 


Trapt Brier ror Puarmrrr—Crivi Action 830-62 
APPENDIX I 


Affidavits contained in the files of the two patent applica- 
tions are identified in this delineation of the facts as 


follows: 


“‘Winkler A’’—Affidavit of Joseph Winkler dated January 
13, 1961 (6 pages plus attached Exhibits A-D), filed 
in Serial No. 533,764. 


‘¢Winkler B’’—Affidavit of Joseph Winkler dated January 
13, 1961 (6 pages plus attached Exhibits A-D), filed 
in Serial No. 603,152. 

“‘Dansker A?’’—Affidavit of Samuel Dansker dated Feb- 
ruary 18, 1961 (5 pages plus attached Exhibits A 
and B), filed in Serial No. 533,764. 


“‘Dansker B’’—Affidavit of Samuel Dansker dated Febru- 
ary 18, 1961 (5 pages plus attached Exhibits A and 
B), filed in Serial No. 603,152. 

‘‘Reldman’’—Affidavit (2 pages) of David E. Feldman 
dated May 29, 1961 (copies filed in both applications). 

‘‘Striker’’—Affidavit (3 pages) of Michael 8. Striker dated 
June 14, 1961 (copies filed in both applications). 
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Additional documents which establish other pertinment 
facts are suitably identified in the following summary: 


PRINCIPAL UNDISPUTED FACTS AND DATES 


FACT 


DATE 


DOCUMENT 


a 


1. Filing of first application 
S.N. 533,764 


2. Filing of second application 
S.N. 603,152 m 


3. Recording of assignment of 100% 
interest in S.N. 533,764 to Ameri- 
can Collo at Reel 197, Frame 107 


4. Recording of assignment of 100% 
interest in S.N. 603,152 to Ameri- 
can Collo at Reel 227, Frame 517 


5. Recording of assignment of 20% 
interest in S.N. 533,764 to J. 
Winkler at Reel 294, Frame 178 


6. Recording of assignment of 20% 
interest in S.N. 603,152 to J. 
Winkler at Reel 294, Frame 178 


7. Assignment of Assets of American 
Collo to David Feldman for Bene- 
fit of Creditors 


8. Termination of employment of 
Winkler with American Collo 


9. Due date for response to last Offi- 
cial Action in S.N. 533,764 allow- 
ings claims 4 & 6 requiring a re- 
sponse within 6 months 


10. Due date for response to last Offi- 
cial action in S.N. 603,152 requir- 
ing a response within 6 months 


11. Date when Winkler first knew 
that the two patent applications 
had been allowed to become aban- 
doned 


12. Filing of petitions for revival of 
the two applications 


Sept.12, 1955 


Aug. 9, 1956 


Tune 14, 1956 


Sept. 6, 1956 


Feb. 25, 1957 


Feb. 25, 1957 


Mareh 14, 1957 


Jan. 2, 1957 


Fob. 29, 1958 


July 30, 1957 


September 1960 


Feb. 27, 1961 


Original applica- 
tion papers in 
8.N, 533,764 


Original applica- 
tion papers in 
S.N. 603,152 


Admitted in De- 
fendant’s Answer 


Admitted in De- 
fendant’s Answer 


Admitted in De- 
fendant’s Answer 


Admitted in De- 
fendant’s Answer 


«¢Feldman’’— 
paragraph 1 


«Winkler A’’— 
paragraph 3 
*¢Dansker A’’— 
paragraph 7 


Paper No. 5 
S.N. 533,764 


¢¢Winkler A?’— 
paragraphs 9 & 11 
“¢Dansker A’’— 
paragraph 15 


Paper No. 8 
S.N. 533,764 
Paper No. 8 
S.N. 603,152 
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FACT 


13. First decision of Commissioner of 
Patents in S.N. 603,152 


14, Further showing filed by plaintiff 
in support of petition to Revive 


15, First decision of Commissioner of 
Patents in S.N. 533,764 


16. Second decision of Commissioner 
of Patents in S.N. 603,152 


17. Request for Reconsideration 


18, Third decision in S.N. 603,152 and 
second decision in S.N, 533,764 by 
Commissioner of Patents 


19. Filing of present action 830-62 


DATE 
May 17, 1961 


June 20, 1961 


Nov. 6, 1961 
Nov. 6, 1961 


December 18, 1961 


Jan. 5, 1962 


March 13, 1962 


DOCUMENT 


Paper No. 10 
S.N. 603,152 


Earn No. 11 
S.N. 603,152 
Paper No. 13 
8.N. 533,764 


Paper No. 14 
S.N. 533,764 


Paper No. 12 
S.N. 603,152 


Paper No. 15 
S.N. 533,764 
Paper No. 13 
8.N. 603,152 


Paper No, 14 
S.N. 603,152 
Paper No. 16 
SN. 533,764 


Complaint 
O.A. 830-62 
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FURTHER UNDISPUTED FACTS 


FACT 


DOCUMENT 


ET 


A. The inventions covered by the two applications were 
* made during plaintiff’s employment with American 
Collo Corporation 


B. American Collo Corporation, a corporation of New 
York, had its principal place of business in Ridge- 
field, New Jersey 


C. American Collo agreed to assign a 20% interest in 
the two applications to plaintiff if his employment 
was terminated 


D. Plaintiff never received any communication from 
the U. S. Patent Office, from the patent attorney 
for American Collo or from the assignee, Mr, Feld- 
man, that the two applications were to be aban- 
doned or had been abandoned 


£. Plaintiff continued to inquire from officials of 
American Collo about the status of the two patent 
applications from 1957 to 1960 and was continually 
advised that the applications were still pending and 
had not been allowed to become abandoned 


F. The first Official Action in S.N. 533,764, dated 
June 25, 1956, was sent to Michael S. Striker, 511 
Fifth Avenue New York 17, New York 


G. American Collo Corporation owned 100% of S.N. 
533,764 on June 25, 1956 


HH. Michael 8. Striker was the patent attorney for 
American Collo Corporation 


I. Plaintiff was assigned a 20% interest in the two 
patent applications from American Collo Corporation 
on January 2, 1957 


J. Plaintiff received a letter on February 10, 1957, 
from Guy Bishop, Vice President of American Collo 
Corporation assuring plaintiff that the company 
would not allow the two patent applications to 
become abandoned 


K. Plaintiff advised American Collo that he would be 
willing to take over prosecution of the patent appli- 
cations should American Collo Corporation decide to 
drop the prosecution of them 


L. Facts alleged in paragraphs 9g through 9i of com- 
plaint 


¢¢Winkler A’’— 
paragraph 1 


“¢Dansker A’’— 
paragraph 2 


““Dansker A’’— 
raph 4 

*¢Winkler A’?’— 

paragraph 2 


<¢Winkler A’?’— 
paragraph 14 
*<Striker’’— 
paragraph 8 
*¢Peldman’’— 
paragraph 7 


©¢Winkler A’’— 
paragraph 8 
*¢Dansker A’’— 
paragraphs 11 
and 13 


Paper No. 3 
S.N. 533,764 


Admitted in De- 
fendant’s Answer 


<“Dansker A’’— 
paragraph 6 
**Striker’?’— 
paragraph 2 
‘¢Winkler A’’— 
paragraph 3 
‘Winkler B’’— 
paragraph 3 
“*Dansker A?’ — 
paragraph 7 
“¢Dansker B’’— 
paragraph 7 


‘¢ Winkler A’’— 
paragraph 4 
and Exhibit A 


«Winkler A’’— 


paragraph 5 
and Exhibit B 


‘¢Winkler A’’— 
paragraphs 6-13 
and 15 
‘*Dansker A’’— 
paragraphs 9-15 
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FACT 


M. Plaintiff was of the bona fide belicf and under- 


standing until September, 1960, that the two appli- 
cations were still pending and had not become 
abandoned 


. Plaintiff took action to preserve his rights in the 
two patent applications within the same month that 
he heard of their abandonment by appointing 
patent counsel to handle the matter 


. On March 31, 1962, Mr. E. D. Carter, head of the 
docket branch of the U. S. Patent Office, notified 
plaintiff’s attorney that before his power of attor- 
ney could be effected in application S.N. 533,764, it 
would be necessary to file further papers duly signed 
by the other two coinventors 


On May 19, 1961, a request for action on applica- 
tion S.N. 533,764 was filed with the Patent Office 


Claims 4 and 6 of application S.N. 533,764 were 
allowed by the Patent Office on August 29, 1957 


The Patent Office issued only two Official Actions 
requiring a response by the applicants in S.N. 
533,764 and both of these were mailed to Michael 
S. Striker, the attorney for American Collo Cor- 
poration 


The Patent Office issued only one Official Action re- 
quiring a response by the applicant in S.N. 603,152 
and this was mailed to Michael S. Striker, the attor- 
ney for American Collo Corporation 


. The delay in prosecution of application S,N. 533,764, 
as caleulated from the due date of the last Official 
Action, ic, February 29, 1958, until the filing of 
the petition to revive, was 3 years, no months 


. The delay in prosecution of application 8.N, 603,152, 
as calculated from the due date of the only Official 
Action in the case, ie. July 30, 1957, until the 
filing of the petition to revive, was 3 years, 7 
months 

. Six months of the delay in prosecution of each of 
the two applications was time required for plain- 
tiff’s counsel to investigate and assemble facts con- 
cerning their abandonment and Mr. Feldman’s posi- 
tion in the matter, and to prepare and file the 
petitions to revive and related papers 
. David Feldman, Esq., of 1180 Raymond Boulevard, 
Newark, New Jersey, was assignee for the benefit 
of creditors and Max Marciniss, Esq., of 744 Broad 
Street, Newark, New Jersey, was his attorney 

. The acts of the assignee for benefit of creditors 
caused the abandonment of the applications 


. The assignee for the benefit of creditors was a 
stranger to plaintiff and had no contact with him 


DOCUMENT 


¢¢Winkler A??— 
paragraphs 9 & 12 


¢¢Winkler A’’— 
paragraphs 15, 17 
and 18 

Paper No, 6— 
Serial No. 533,764 
Paper No. 4— 
Serial No, 603,152 


Paper No. 10 
Serial No, 533,764 


Paper No. 11 
Serial No. 533,764 


Paper No. 5 
Serial No. 533,764 


Paper Nos. 3 & 5 
Serial No. 533,764 


Paper No. 3 
Serial No. 603,152 


Papers No. 5 & 
Serial No. 533,764 


Papers No. 3 & 10 
Serial No. 603,152 


¢¢Winkler A??’— 
paragraphs 17 & 18 


“¢Dansker A’’— 
paragraph 10 


¢¢Peldman’’— 
paragraph 5 
«¢Peldman’’— 


paragraph 7 
“Winkler A’?’— 


paragraph 11 
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UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 


Josepx Wrvxter, Plaintiff? 
Vv. 


Davm L. Lapp, Commissioner of Patents, 
Defendant 


Civil Action No. 830-62 


BRIEF FOR PLAINTIFF 


GENERAL STATEMENT 


This is a civil action by the plaintiff, Joseph Winkler, 
in the nature of an appeal under the ‘‘ Administrative 
Procedure Act’’, Title 5, United States Code, Section 1009, 
seeking judicial review by This Court of the action taken 


by The Commissioner of Patents on plaintiff’s petitions 
to revive two of his patent applications, namely, Serial 
No. 533,764, filed September 12, 1955, and Serial No. 
608,152, filed August 9, 1956. 


The facts in the case have been established by affidavits 
as well as other papers contained in the files of the two 
patent applications received in evidence and marked as 
plaintiff’s Exhibits 1 and 2. A general statement of the 
case will be found on pages 2-6 of Plaintiff’s Trial Brief 
and a tabular outline of principal undisputed facts and 
dates is presented as Appendix I, pages I to VI of the 
Trial Brief. 

The trial brief also contains a discussion along with 


necessary references to cited decisions and portions of 
the record on the following items of issue in this action: 


A. The question of whether the actions of the assignee 
for the benefit of creditors, Mr. Feldman, that resulted in 


abandonment of the two applications, were legally binding 
upon the plaintiff as contended by the defendant as a basis 
for the defendant’s refusal to revive the two patent appli- 
cations (pages 30-34 of the Trial Brief). 


B. The significance of delay per se in the prosecution 
of a patent application and the fact that there is no 
difference in effect upon the rights of the general public 
as to different types of delay in prosecution (pages 15-21 
of the Trial Brief). 


C. The question of the meaning of the term ‘“‘unavoid- 
able’’ as used in 35 U.S.C. 133 and Patent Office Rule 137 
(pages 21-26 of the Trial Brief). The Court asked at trial 
that the briefs include a discussion and analysis of the 
meanings of the term ‘‘unavoidable’’. 


D. The question of whether plaintiff acted with reason- 
able diligence to preserve his property interest in the 
two patent applications (pages 26-30 of the Trial Brief). 


Since these phases of the matter have been adequately 
treated in the trial brief, no extended discussion of them 
is being presented in this brief, and The Court is respect- 
fully requested to refer to Plaintiff’s Trial Brief as to 
these aspects of the case. 


At the trial, The Court specifically instructed the plain- 
tiff to give attention to the following aspects of the case: 


1. The New Jersey law which concerns assignment for 
the benefit of creditors and the question of whether such 
law applies to corporations which are not incorporated 
under the laws of the state of New Jersey. 


2. The question of whether laches applies to the circum- 
stances of this case with reference to the parts of the 
record that bear out plaintiff’s contentions and to any law 
found by plaintiff having a bearing upon the subject 
of laches. 
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3. The question of the meaning of the term “handling”? 
as used in describing the status of the two patent applica - 
tions when plaintiff made his repeated inquiries about the 
applications. 


In view of The Court’s instructions, these items are dis- 
cussed immediately below under suitable identifying center 
headings and are followed by brief discussions of other 
aspects of the case which require comment as a result of 
the argument of the defendant’s attorney made at trial. 


New Jersey Law Retatrne To AssIGNMENT 
ror BENEFIT oF CREDITORS 


Assignments for the benefit of creditors are controlled 
under New Jersey law by specific statutes which have been 
in effect for many years in various forms and revised 
from time to time. The New Jersey law which now gov- 
erns such assignments and which has been in effect since 
January 1, 1952, is New Jersey Revised Statutes 2A:19, 
Sections 1-50. As directed by The Court at trial, a copy 
of this statute, Subtitle 5, Chapter 19, Sections 1-50, is 
attached as an appendix to this brief. 


The law relating to the assignment for benefit of credi- 
tors was created primarily for individuals to prevent them 
from being subjected to a multiplicity of suits by creditors 
and also as a means of freeing debtors from imprison- 
ment for debt. In the course of development and changes 
in this law, the statute was revised so as to apply to corpo- 
rations organized under the laws of the State of New 
Jersey. Section 44 of Title 2A:19 which covers this phase 
of the statute, reads as follows: 


“<Any corporation may assign. Any corporation 
organized under the law of this state may make a 
general assignment under the provisions of this 
chapter.”’ 
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Tt will be observed that this statute specifically applies 
only to corporations organized ‘‘under the laws of this 
state’’, namely, the state of New Jersey. The American 
Collo Corporation was a corporation of the state of New 
York (see any of the assignments forming defendant’s 
Exhibit 2). 

Since American Collo Corporation was not a corporation 
organized under the laws of New Jersey, it was ab initio 
never qualified to make an assignment for the benefit of 
creditors under New Jersey law. Apparently, this lack of 
qualification was overlooked by the corporation in its 
appoinment of Mr. Feldman as an assignee and by Mr. 
Mareiniss as attorney for the assignee before the Probate 
Court of Bergen County, New Jersey. 


This situation is significant because the defendant has 
held that control of the plaintiff’s application was vested 
in the assignee for the benefit of creditors during the 
period for response to the Patent Office and has further 


held that the decision of this assignee to abandon the appli- 
cation was binding upon the plaintiff (P. Exh. 1, page 95). 


In the trial brief, pages 30-34, plaintiff has presented a 
discussion along with reference to legal decisions bearing 
upon the subject, to support plaintiff’s contention that the 
holding by defendant that the acts of the assignee were 
binding upon plaintiff is arbitrary and not in accordance 
with law. The fact that American Collo Corporation was 
never qualified to make an assignment for the benefit of 
ereditors under New Jersey law would appear to com- 
pletely dispose of this matter and to incontestably estab- 
lish that the defendant’s principal reason for refusing to 
revive the application in the decision rendered November 
6, 1961, in Serial No. 533,764 (page 94, lines 15-18, Plain- 
tiff’s Exhibit A), and in the decision rendered May 17, 
1961, in S.N. 603,152 (page 61, lines 12-14, Plaintiff’s Ex- 
hibit B), should be reversed. 
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Discussion or LacHEs 


At the trial of this case, The Court indicated several 
times that plaintiff’s brief should consider the question of 
laches. This following discussion is presented in response 
to this directive of The Court. 


Laches has been defined at 30 C.J.S. 521 as: 


“An unexcused delay in asserting rights during a 
period in which adverse rights have been acquired 
under circumstances that make it inequitable to dis- 
place such adverse rights for the benefit of those who 
are bound by the delay.”’ 


Laches differs from statutory limitations in that ‘‘limi- 
tations are concerned with the fact of delay; laches with 
the effect of delay; or ‘‘. . . laches is not like limitations, 
merely a matter of time, but is principally a question of 
the inequity of permitting a claim to be enforced and 
depends on whether plaintiff has been wanting in due 


diligence”? (30 C.J.S. 522). (Emphasis added) The legal 
significance of laches is not mere delay, but, quoting from 
Chief Judge Stiness in Gorham v. Sayles, 50A 848: 


“. . . delay that works disadvantage to another. 
So long as parties are in the same condition, it matters 
little whether one presses a right promptly or slowly, 
within the limits allowed by law;....’’ 


The doctrine, therefore, is based upon the existence of two 
considerations; a lapse of time coupled with injury. The 
latter consideration is of such importance in the applica- 
of the doctrine that it has been held that ‘‘since laches is 
an equitable doctrine, its application is controlled by equit- 
able considerations and cannot be invoked to defeat jus- 
tice; and it will be applied only where the enforcement of 
the right asserted would work injustice’’ (30 C.J.S. 529). 
(Emphasis added) 
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With respect to the element of injury, plaintiff has shown 
"in his trial brief that the delay involved in petitioning to 
revive these applications did not unduly extend the time of 
' prosecution of these applications as compared with the 
time of prosecution involved in patents randomly selected 
from those issuing on February 26, 1963, reported in the 
- Official Gazette of the United States Patent Office, Volume 
_ 787, No. 4 (Trial Brief page 18). As plaintiff has stated, 
' ¢the delay in issuance caused by established Patent Office 
routine has just as much effect upon the intervening rights 
of the public as a delay in prosecution encompassed by 35 
U.S.C. 133 and Patent Office Rule 137’’ (Trial Brief page 
20). 


Speaking now to the element of lapse of time per se, it is 
well established that there is no fixed period within which 
a person must assert his claim or be barred by laches. 
“The length of time is dependent upon the circumstances 
of the particular case.”’ (30 C.J.S. 531) The “delay in 
asserting a right does not of itself constitute laches’’ (30 
C.J.S. 531), but, ‘‘. . . depends on whether it was reason- 
able under the circumstances. If, under the circumstances, 
the delay was reasonable, relief will not be denied on the 
ground of laches’? (30 C.J.S. 537). To state it another 
way, ‘‘Delay will not bar relief where ... delay was not 
culpable or due to lack of diligence’? (30 C.J.S. 587). It 
must be “‘both inexcusable and prejudicial to the defend- 
ant’’. Rome Grader & Machinery Corp. v. J. D. Adams 
Mfg. Co., 135 F 2d 617, 619 (Emphasis added) 


The question now turns to the problem of diligence. 
Diligence, of course, 7s predicated on knowledge, either 
actual or constructive, and a person is chargeable with 
knowledge where ‘‘. . . circumstances known to him were 
such as to put a man of ordinary prudence on inquiry”’. 
Davidson v. Grady, 105 F 2d 405, 408. 


The measure of diligence is that ‘‘required of reason- 
ably prudent persons’’ (208 F 2d 218, 221; Morales v. 
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Moore-McCormack Lines), and ‘‘laches cannot be imputed 
to one who has been justifiably ignorant of facts creating 
his cause of action’’. Standard Oil of Colorado v. Stand- 
ard Oil Company, 72 F 2d 524, 527; Lasher v. McCreery, 66 
F 834, 841; Chisholm v. House, 183 F 2d 698, 705; Lawson 
vy. Hayrees, 170 F 2d 741, 744; or ‘‘against a party who 
has no legal knowledge of facts effecting his rights’’ Galli- 
her v. Caldwell, 145 U.S. 368; McWilliams v. Excelsior 
Cola Company, 298 F 884, 887; Spiller v. St. Louis and 
Santa Fe Railroad Company, 14 F 2d 284, 288. 


Where a lack of knowledge is set up as a defense to a 
charge of laches, ‘‘. . . Plaintiff is chargeable with such 
knowledge as inquiry and reasonable diligence would have 
disclosed”? Window Glass Machine Company v. Pittsburgh 
Plate Glass Company, 46 F 2d 484. 


In Seal-Lily Ice Cream Company v. Buck, 15 F 2d 213, 
215, it was stated that ‘There is no exact definition of rea- 
sonable diligence but it represents a degree between abso- 
lute inaction and extreme effort undertaken against ap- 


parent futility . . .”’. 


Perhaps the real key to the meaning of diligence lies 
in the words ‘“‘reasonable’’, ‘‘prudent’’ and like terms. 
Again, however, it has been held that ‘‘the term, as applied 
to the conduct and affairs of men, have a relative signifi- 
cance and cannot be arbitrarily defined. What may be 
deemed ordinary care in one case may under different 
surroundings and circumstances be gross neglect”? Kenyon 
v. Chicago and Northwest Railway Company, 92 N.W. 40, 
44. As a guide though, the Restatement of Torts defines 
the term ‘‘reasonable man’’ as denoting ‘‘a person exer- 
cising those qualities of attention, knowledge, intelligence 
and judgment which society requires of its members for 
the protection of their own interests and the interests of 
others”? (Restatement of Torts, Section 283f). 


Referring now to the specific facts of this case, there 
was a delay in plaintiff’s assertation of his rights, but 
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the question is how long was the delay, which portion is 
contended to be unreasonable and at what time was plain- 
tiff as a man of ordinary prudence put on duty to make 
inquiries different from those he had been making. 


Defendant has conceded that his original allegation that 
the delay was ‘‘more than four years’’ (Commissioner’s 
Decision of January 5, 1962, page 3, line 12) is in error, 
but contends that the difference between this time and the 
actual period, three years in one case and three years and 
seven months in the other, is not of importance and he 
doesn’t ‘‘see that that makes any substantial difference in 
this decision, whether he is correct or whether he is wrong”’ 
(Tp 73, lines 4-6). Defendant now appears to concede that 
the initial abandonment was unavoidable (Tp 76, line 11). 
He must then, concede that delay in ascertaining the rights 
immediately following abandonment was not unreasonable 
since plaintiff was active in attempting to ascertain his 
rights and was being assured that his interests were being 
protected. The question which must be determined by The 
Court is: At what point did the delay become unreason- 
able so as to bring the doctrine of laches into play in this 
ease? The question of reasonableness as has been shown 
is a subjective test of the person and is relative to the 
facts of the particular case. What first must be deter- 
mined is the standard of care which must be applied to 
this plaintiff in this case. 


The strenuous effort being made to justify defendant’s 
action in forfeiting plaintiff’s property rights is illus- 
trated by the manner in which small facts as to the actual 
character of the plaintiff available in the record are al- 
leged by defendant as clearly showing that the plaintiff 
was an expert businessman and knowledgable in the intri- 
cacies of law and patent practice. Plaintiff contends, how- 
ever, that the efforts of the defendant only serve to but- 
tress plaintiff’s contention that the defendant has acted 
in an arbitrary fashion and that his decisions are without 
foundation in fact or law. 
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Defendant has referred to plaintiff as ‘‘a shrewd. busi- 
nessman”’ (Tp 41, line 20) ‘‘not a naive patent applicant”’ 
(Tp 42, line 14), ‘‘a very competent businessman’’ (Tp 42, 
line 16) ‘‘a businessman in addition to being a chemist of 
high educational qualification’? (Tp 56, line 17) ‘‘very 
sophisticated as to how to obtain information’’ (Tp 59, 
Hine 16 and Tp 60, line 3). The record surely does not 
prove this and it is submitted that defendant has quite 
clearly contorted the evidence for the purpose of arbi- 
trarily forfeiting plaintiff’s rights in the applications. 


In examining the transcript, it will be seen that these 
conclusions on the part of the defendant are primarily 
based on one document, Plaintiff’s Exhibit A, and sub- 
stantially on one paragraph thereof, the paragraph re- 
ferring to a contract successfully negotiated by the plain- 
tiff (Tp 41, line 42). 


The conclusion that plaintiff is, because of the negotia- 
tion of this contract, ‘‘not a naive patent applicant’ (Tp 
42, line 14), simply in logic, does not follow. It is con- 
ceded that plaintiff has had experience in obtaining sev- 
eral patents and may, therefore, not be ‘‘naive’’ in all 
matters pertaining thereto, but this intelligence is more 
reasonably deduced from other evidence available. Proof 
that plaintiff is not naive in patent matters will still not 
impose a duty upon him any higher than that required of 
a “reasonable man’? and would certainly not appear to 
impose a duty upon the plaintiff equal to that of a patent 
attorney conversant with patent matters. 


The assumption derived from the above information that 
the plaintiff is, therefore, a ‘‘shrewd businessman’’ etc. 
(Tp 41, line 20), borders on pure speculation. The fact 
that plaintiff successfully concluded a contract in itself 
does not tell much. The nature of the contract, the degree 
of legal help plaintiff required or obtained, and many 
other pertinent factors are not known from the material 
available. 
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These conclusions, constructed from the above evidence, 
are sprinkled throughout the record of the defendant’s 
case and appear to be an attempt, on the part of the 
defendant, to withdraw himself from the rather untenable 
position taken in the decisions on the plaintiff’s petition 
for revival of the applications in question; that is, that: 


“The control of this case was vested in the assignee 
for the benefit of creditors . . . and his decision to 
abandon is binding on applicant Winkler, regardless of 
any collateral equities’? (Comm. Decis. 11/6/61, p. 2). 


If the defendant required evidence as to the character 
of the plaintiff to determine whether or not he acted as a 
reasonable man under the circumstances, such evidence 
would have been forthcoming, but such a need was not 
indicated by the defendant. Defendant has, therefore, in 
retrospect, attempted to build the plaintiff into a person 
‘very sophisticated as to how to obtain information’’, 
‘‘shrewd businessman’’, etc., on evidence which simply 
does not support these conclusions any more than they 
would support the opposite conclusion. In actuality, plain- 
tiff is of foreign birth, does not have complete command of 
the English language, and has had no more contact with 
general law or patent law than the ordinary inventor who 
has had to deal with patent attorneys or agents in the 
preparation of his applications. Such a person cannot be 
charged with the standard of care of a patent practitioner 
or an individual who is a businessman by profession. In 
actuality, the fact that plaintiff is ‘‘a chemist of high edu- 
cational qualifications’’, rather than supporting defend- 
ant’s contention that he is a shrewd businessman, would, in 
general, tend to oppose that contention since highly edu- 
cated scientists are, in many instances, poor businessmen. 


Even admitting the substance of the defendant’s con- 
tention that plaintiff is an unusually knowledgeable man, 
extremely adroit in problems of information retrieval and 
well versed in the more obscure details of general and 
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patent law, and ignoring the legal requirement of reason- 
able diligence as opposed to the extreme diligence appar- 
ently required by the defendant, an important fact, not as 
yet emphasized in this case, controllingly governs the appli- 
cation of laches here. It must be remembered that plain- 
tiff had moved to California a short time after terminating 
his employment with American Collo Corporation in New 
Jersey and that a distance of approximately 3,000 miles 
intervened and colored the nature of his actions in attempt- 
ing to keep track of his applications. Further, plaintiff 
was a man of limited means and could not afford to spend 
his money on attorney fees when there was no reason 
for him to believe that he was not adequately protected 
without such legal service. 


Defendant has required action of the plaintiff as if the 
plaintiff were on the scene and all facts were readily acces- 
sible to him. Actually, ‘“‘absence or non-residence is a 
circumstance to be considered in determining the question 
of laches and may, of itself or in connection with other 


circumstances, excuse a delay which might be fatal to the 
claim of one present in a situation to act immediately’”’ 
(30 C.J.S. 548). The absence of the plaintiff and expenses, 
therefore, are of importance in the determining of the 
application of laches to the facts in the case and the 
‘cabsence or non-residence, while not in itself a disability 
excusing delay . . . may be circumstance which excuses or 
tends to excuse a failure to ascertain the facts, and espe- 
cially it will excuse the absentee for relying on statements 
of others, and because of such reliance, refrain from 
action’’ (30 C.J.S. 554). (Emphasis added) In the case 
of Reavis v. Reavis, 103 F 1813, a delay of eight years was 
held not to be controlling where the absentee plaintiff 
relied on information from parties at the situs and did 
not act in a timely fashion. Here, plaintiff relied on 
assurances of the only parties with which he had been in 
privity and with whom he had relied on for information 
of this nature over a period of years. The parties on 
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which he relied, the ex-officers of American Collo Corpo- 
ration, were present at the situs. The record shows no 
reason why he should not have thought they were telling 
him the truth about the pendency of the applications. 


The defendant also maintains that the plaintiff was mis- 
taken as to the source of information in his attempts to 
maintain contact with the prosecution of his application. 
The fact that he was mistaken as to his source of informa- 
tion is of no great importance with respect to the question 
of laches since ‘plaintiff cannot be charged with laches 
because he proceeded on an erroneous conception of his 
remedy, if he has vigorously and persistently pressed his 
claim’? (30 C.J.S. 556). The test of diligence here is not 
whether plaintiff looked to the wrong source, but whether 
plaintiff was diligent in his attempts to secure information, 
whether it was the wrong source or not. As was held in 
Southern Pacific v. Bogart, 244 F 61, ‘‘the right of a com- 
plainant to maintain an effective suit is not barred by 
laches becaues of lapse of time, alone, where there has 
been no prejudice from delay, and where complainant did 
not asquiesce in the situation, but maintained other suits 
though mistaking his remedy; for the essence of ‘laches’ 
is not mere lapse of time, but is acquiescence or the lack of 
diligence in seeking a remedy”’. (Emphasis added) The 
Supreme Court, in affirming the decision of the Lower 
Court added ‘‘nor does failure, long continued, to discover 
the appropriate remedy, though well known, establish 
laches where there has been due diligence’? Southern 
Pacific Co. v. Bogart, 250 U.S. 483, 490. 


In summation then of the question of laches in this case, 
the important facts are that: 


(a) Plaintiff was diligent in his efforts to protect his 
property interests in the patent applications, 


(b) He made frequent inquiries of what he consid- 
ered to be the best source as to the status of the appli- 
cations, 
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(c) He was repeatedly advised that the applications 
were being properly handled, 


(d) He could expect, as a reasonable man and in 
view of his understanding with American Collo, to be 
notified before the applications would be abandoned, 


(e) The Patent Office Rules against double corre- 
spondence (Rule 35) on applications forced plaintiff 
to assume a passive position in the prosecution of the 
patent applications, and 


(f) Within the same month that plaintiff was ad- 
vised the patent applications had been abandoned, he 
engaged an attorney to take over their prosecution 
and preserve his rights therein. 


The facts of this case do not appear to fulfill the tradi- 
tional tests of laches nor to warrant the denial by This 
Court to the defendant of the relief sought to prevent his 
property rights from being forfeited. The plaintiff with 
his limited knowledge of patent law did what the ordinary 
person should have done under the circumstances to pro- 
tect his property rights. Viewed after the fact, it is possible 
to see things that he might have done differently and have 
avoided his present difficulty, but he was not a fortune- 
teller or prophet, only a man with ordinary skill in patent 
and business matters looking after his property in a man- 
ner which appeared to him at the time to be careful and 
diligent. It is certainly arbitrary for defendant to say that 
plaintiff’s case was one of “lack of action throughout”? (Tp 
65, lines 5-6). 


Discussion or Term ‘‘Hanpiine’’ 
As Usep In THE Recorp 


Plaintiff contends that the record clearly shows he 


thought until September, 1960, that the applications were 
still pending before The Patent Office. The record of 
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Serial No. 533,764 so states as follows. (Pls. Exh. 1, p. 
67): 


“That all during this time and up until September, 
1960, I was of the bona fide belief and understanding 
that the above-identified application was still pending 
before The United States Patent Office and had not 
become abandoned.”’ 


A similar statement is made in Serial No. 603,152 (Pls. 
Exh. 2, p. 45). 


Defendant did not challenge these allegations. In the 
face of these facts, defendant held the delay in prosecu- 
tion as avoidable for the plaintiff on the basis that acts of 
Mr. Feldman where controlling upon plaintiff. 


Defendant at trial attempted to stultify plaintiff’s show- 
ing of the untenability of defendant’s contention the as- 
signee’s acts were not legally binding upon plaintiff by a 
collateral attack upon the evidence of record. Thus, de- 
fendant questioned plaintiff’s understandings about the 
status of the patent application by quoting from letters 
submitted as exhibits in the applications. For example, 
the letter Exhibit D (Pls. Ex. 1, p. 73) was quoted in its 
entirety and in doing so, the issue as to the meaning of the 
word ‘“‘handling’’ was raised. The exhibit is a letter from 
plaintiff to Mr. Otto Seligman requesting information as 
to the identity of the person ‘‘handling’’ his 13 patent 
applications. In longhand on this exhibit is the note ‘I 
have received a telephone call from Otto August 19th, 9:30 
pm. The lawyers are handling the cases for the U. S. 
Patent Office. Otto gave them my new Sacramento address 
if they shall need my help’’. 


Defendant in interpreting the meaning of the note, im- 
plies that the term ‘‘handling the cases’’ has other possible 
meanings than the meaning that the cases were being 
prosecuted by these attorneys. In response to The Court’s 
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query as to the efficacy of these divergent meanings, de- 
fendant stated that ‘‘Dr. Winkler would be in a position 
to assume that handling of the cases would not necessarily 
be to his benefit’? (Tp 54, line 10), in the light of other 
facts demonstrated in other letters. In response to further 
inquiry by The Court as to the proper interpretation of 
the word ‘‘handling”’, defendant refers in the affidavit of 
the plaintiff, apparently in support of his divergent inter- 
pretation of the word ‘“‘handling”’, to the following para- 
graph: 

‘That thereafter and being sometime in the summer 
of 1957, I heard unofficially that the American Collo 
Corporation had experienced financial difficulties and 
they had entered bankruptcy or other insolvency pro- 
ceedings. However, I was orally advised from time 
to time by former officers of the American Collo Corpo- 
ration that the patent applications, including the above- 
identified patent application, were being processed by 
the bankruptcy attorneys handling American Collo 


Corporation’s affairs.” (Tp 59, line 14) (Emphasis 
added) 


Defendant contends that all of this indicated that Dr. 
Winkler was disturbed and through defendant’s interpre- 
tation of the word ‘‘handling’’, Dr. Winkler was initially 
put on notice that the applications were possibly being 
mishandled or handled in a manner ‘‘not necessarily .. . to 
his benefit’? (Tp 54, line 12). 


Defendant apparently contends that ‘‘handle’”’ could 
have meanings other than those which would indicate that 
applications were being duly prosecuted. Technically, the 
word ‘‘handled”’ is susceptible to some range of definition, 
but to ascribe interpretations to the word which would 
convey @ sinister or ominous meaning to a reasonable man 
in this circumstance appears to be contrary to common 
logic in view of the ordinary meaning of the word. 
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Plaintiff, in the quoted part of the affidavit, first states 
that he heard unofficially of financial difficulties of Ameri- 
can Collo Corporation and of the entrance of it to bank- 
ruptey or other insolvency proceedinges. He then states 
that, ‘‘However’’ he was orally advised that the applica- 
tions were being processed. This, certainly, indicates a 
subjective feeling on his part, contrary to that implied in 
the first part of the quoted paragraph wherein he indicated 
that he heard of the trouble in which American Collo Cor- 
poration found itself. In other words, he heard of the 
financial difficulties, however, he was orally advised that 
the patent applications were being processed. It is sub- 
mitted that the meaning of the term ‘‘processed’’ and, 
therefore, the meaning of the term ‘‘handled”’ in the ques- 
tioned note could not be clearer as indicating that the 
plaintiff was satisfied that prosecution was continuing on 
the applications. This interpretation is further buttressed 
by the additional unquoted statement in plaintiff’s affidavit 
where he specifically refers to this note and states that 
he was advised ‘‘the lawyers are handling the cases for 
the U.S. Patent Office” and that ‘‘upon receipt of this 
information I was satisfied and remained satisfied that the 
applications, including the above-identified application, 
were still pending before the United States Patent 
Office’? (Pls. Exh. 1, pp. 66-67, paragraph 8, lines 15-19). 


Defendant’s position could be paraphrased as requiring 
plaintiff to go out of his way to look for trouble and suspect 
all of his informants of double-dealing or else be judged 
as having acted without proper diligence. Contrarily, the 
law encourages one to assume, in the absence of clear 
evidence to the contrary, that the other man is honest 
and his statements truthful. 
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DEFENDANT’s STATEMENTS on Facts ReFiEctr 
Arpitrary ACTION 


Numerous misstatements of fact have been made by the 
defendant in his decisions on the petitions to revive and 
at trial, e.g., defendant has erroneously stated: 


1. That American Collo Corporation had been through 
a bankruptcy proceeding (Tp 79, line 12). There was an 
assignment for the benefit of creditors, but no bankruptcy 
proceeding (Tp 79, lines 7-8). 


2. That Dr. Winkler was a director of American Collo 
Corporation (Record of S.N. 533,764, p. 94, Tp 40, line 12; 
Tp 41, line 16 and Tp 42, line 15). He was an employee, 
ie., the Chief chemist, not a director. 


3. That critical time periods involved in the delay of 
prosecution of plaintiff’s application were longer than the 
facts show (See Plaintiff’s Trial Brief page 11, and Tp 73, 
lines 1-6). 


4. That Mr. Feldman was a “‘receiver’’ for American 
Collo Corporation and had been appointed by the Court 
(See Plaintiff’s Trial Brief page 12 and Tp 40, line 4). 
He was an assignee for the benefit of creditors appointed 
by American Collo, not the Court, and under an entirely 
different section of the New Jersey Statutes (N.J.S. 
24:19) than a receiver in bankruptcy (N.J.S. 14:14). 


5. That Mr. Striker, the patent attorney for Ameri- 
can Collo Corporation, had ‘‘looked to’? Mr. Feldman 
for instructions as to the prosecution of the cases (Rec- 
ord of S.N. 533,764, page 103, last 5 lines). Mr. Striker 
applied to the corporation for instructions and the record 
of the case contains no statement that he looked to Mr. 
Feldman for instructions (Pls. Exh. 1, page 89, paragraph 
5). 
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6. That plaintiff was a creditor of American Collo Cor- 
poration (Pls. Trial Brief, page 10 and Pls. Exh. 1, page 
104, line 17). 

7. That plaintiff’s offer to take over prosecution of the 
two patent applications was conditional upon American 
Collo first satisfying any outstanding attorney fees (Pls. 
Exh. 1, page 105, lines 1-8, and Pls. Trial Brief, pages 
10-11). Plaintiff’s understanding with American Collo 
as to attorney fees was only that plaintiff should not be 
obligated to pay for past fees if he took over the prose- 
cution, not that outstanding attorney fees would first have 
to be paid if he was to assume prosecution of the applica- 
tions (Pls. Exh. 1, page 65, paragraph 5). 

8. That plaintiff on February 26, 1957, knew that Ameri- 
can Collo Corporation would make an assignment for 
the benefit of creditors within two weeks (Tp 45, lines 
15-20). Plaintiff was not in possession of such inti- 
mate knowledge of the company’s affairs and the record 
contains no evidence in support of this defendant’s state- 
ment. On the contrary, defendant admitted that the sum- 
mer of 1957 was the first that plaintiff could have known 
of the assignment for benefit of creditors (Tp 52, lines 5-9). 


These mistakes of facts by the defendant are significant 
for they reflect arbitrary action by the defendant, ie., an 
attempt to construe the facts to fit a desired conclusion. 
Moreover, such a multitude of errors hardly served as 
a proper foundation for a fair and just decision by the 
defendant. 

The following further discussion of the errors delineated 
above are presented under identifying side headings to 
point out to the Court the portions of the record which 
are pertinent. 


Error #1 


Defendant has made a big issue of the matter of bank- 
ruptey and caused considerable confusion as to the true 
history of the case. 
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At trial, defendant’s attorney opened his discussion of 
the case with the conclusion that there had been a bank- 
ruptey proceeding (Tp 38, lines 1-15). This was repeated 
subsequently several times (Tp 39, line 11 and Tp 79, line 
12). 


There is no evidence, other than apparent inadvertent 
references to ‘bankruptcy’? when obviously the assign- 
ment for benefit of creditors was intended, to substantiate 
any facts of bankruptcy in this case. That defendant has 
utilized a layman’s obvious misuse of legal terminology as 
a springboard for an erroneous conclusion of fact merely 
points out and re-emphasizes the problems which have been 
faced by the plaintiff in attempting to revive these appli- 
cations. The arbitariness of the conclusions are clearly 
demonstrated by the fact that defendant did not hesitate to 
interpret the layman’s use of the term ‘‘bankruptcy”’ in 
a contrary manner when it suited defendant’s purpose 
(Compare Tp 79, lines 16-20 with Tp 53, lines 1-9). 


Error #2 


Defendant continually referred to plaintiff as ‘‘a director 
of this corporation”? to build a ‘‘straw man’’ for his argu- 
ments (Tp 40, line 12). 


Defendant reiterated this ‘‘director”’ theme at page 41, 
line 16, and page 42, line 15, of the transcript. Plaintiff 
has diligently reviewed all of the material of record and 
can at no point find any evidence supporting defendant’s 
conclusion that plaintiff was a director of the company. 
Defendant has not indicated from what source this con- 
clusion was derived. Plaintiff never was associated with 
the American Collo Corporation in a capacity of a director 
or comparable official position. 


Error #3 


The defendant in one of his written decisions had indi- 
cated that the critical period of delay chargeable to the 
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plaintiff was more than four years (Record of S.N. 533,764, 
p. 105, line 12). When this was pointed out as an error 
(Pls. Trial Brief, page 11), the matter was brushed aside 
(Tp 73, lines 1-11) as unimportant with the following 
remark: 


“J don’t see that that makes any substantial differ- 
ence in this decision, whether he is correct or whether 
he is wrong.”’ 


However, the mistake is significant. For one thing, it 
shows that the defendant based his decisions upon an 
erroneous understanding of facts. More important, how- 
ever, since defendant apparently conceded that the aban- 
donment was unavoidable (Tp 76, line 11), the time period 
that then becomes important on the question of laches 
amounts to a period of about only one year, ie., a period 
which defendant himself felt didn’t make ‘‘any substantial 
difference in this decision’’. 


Error #4 


Defendant has repeatedly referred to Mr. Feldman as 
a ‘‘receiver’’ and as having been ‘appointed by the Court”’. 
This coincides with the defendant’s erroneous conclusion 
that the American Collo Corporation went through a bank- 
ruptcy proceeding. 


Mr. Feldman was never a ‘‘receiver’’ for the company 
who would have been appointed by the Court under the 
provisions of New Jersey law (N.J.S. 14:14). Instead, 
he was an assignee for the benefit of creditors under the 
provisions of an entirely different section of New Jersey 
law (N.J.S. 24:19) and was appointed by the corporation 
via an assignment instrument, not by the Court. 


Defendant has held that the decision to abandon the 
plaintiff’s applications was binding upon the plaintiff with- 
out apparently even correctly understanding Mr. Feld- 
man’s position. Defendant has acted to cause a forfeiture 
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of plaintiff’s valuable property rights without even prop- 
erly understanding the facts involved. Such action is 
clearly arbitrary and not in accordance with law. This 
Court should not sustain this injustice to the plaintiff. 


Error #5 


The garbled understanding of the facts which the defend- 
ant possessed when he proceeded to render a decision that, 
in effect, disposed of plaintiff’s valuable property rights 
is further indicated by defendant’s statement that Mr. 
Striker ‘‘looked to”? Mr. Feldman for instructions as to 
the prosecution of the applications. The record contains 
no statement to this effect. As far as plaintiff has been 
able to determine, Mr. Striker continued to call upon the 
officers of American Collo Corporation, whom he repre- 
sented, for instructions. Defendant has jumped at an 
erroneous conclusion to suit his needs in reaching a desired 
result. This is inexcusable because the defendant was in 
complete control of the situation and could have called 
for submission of evidence on the point if he had wished 
just as he did on other points in his decision of November 
6, 1961 (Pls. Exh. 1, page 95, lines 2-11). 


Error +6 


Plaintiff was not a creditor of American Collo Corpora- 
tion and was not listed as such in the assignment for the 
benefit of creditors made by the company. 


Defendant has arbitrarily classified plaintiff as a creditor 
for the purpose of imposing upon plaintiff certain duties 
which defendant says should have been performed, and, 
not having been performed, constitute a basis for taking 
away plaintiff’s property, ie.: 


“His contractural expectancy that American Collo 
would defray the expense of prosecution in return for 
his cooperation with Mr. Striker was in the nature of 
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a creditor’s claim and should have been promptly 
lodged with Mr. Feldman.’’ 


This is only one of several examples of the completely 
arbitrary manner in which defendant has dealt with plain- 
tiff on this matter of application revival. 


Error +7 


Defendant has contended that plaintiff conditioned his 
offer to take over the prosecution of the patent applica- 
tions, if American Collo should decide to drop them, on 
the company first satisfying outstanding attorney fees. 
This is stated in the decision of January 5, 1962, in S.N. 
533,764, as follows: 


‘While the petitioner had offered to assume prose- 
cution of the case should American Collo decide to 
drop it, such offer was conditional upon American 
Collo first satisfying any outstanding attorney fees.’’ 


This erroneous conclusion is not supported by the record, 
which indicates instead, that plaintiff simply wanted it 
to be clear to the parties that when he assumed control 
of the applications he was not also to assume the past 
debts of the company for attorney fees (Pls. Exh. 1, page 
65, paragraph 5). 


Defendant’s reading of this conclusion appears com- 
pletely arbitrary and for the purpose of reaching yet a 
further conclusion derogatory to the plaintiff, expressed 
in the same decision as follows (Pls. Exh. 1, page 105, 
lines 4-8) : 


“Since American Collo’s inability to pay such fees 
was a factor in Mr. Feldman’s decision not to prose- 
cute further, it must be considered doubtful that the 
petitioner would have assumed prosecution had he 
been contacted by Mr. Feldman at that time.” 
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The complete invalidity of this conclusion is apparent 
from the fact that plaintiff did, as soon as he became aware 
of the abandonment of the applications, assume the prose- 
cution of them without paying the past-due attorney fees. 
Obviously, the payment of such fees was not a condition 
precedent to plaintiff’s prosecution of the applications. 
On the other hand, the Patent Office Rule 35 forbidding 
double correspondence with multiple assignees did impose 
a restriction upon plaintiff’s handling of the cases inde- 
pendently of American Collo. Until such time as Ameri- 
can Collo would indicate to plaintiff that it was going to 
drop the cases, plaintiff would not be in a position to ap- 
point his own counsel to prosecute them, i.e., plaintiff could 
not appoint a patent attorney by himself. As soon as 
plaintiff found out that American Collo was out of the 
picture, he acted immediately to assume control of the 
applications. This is certainly a picture of diligence. 


Error #8 


At trial, defendant’s attorney quoted the following para- 
graph from Exhibit B in Serial No. 533,764 (Pls. Exh. 1, 
page 71, paragraphs 3 and 4): 


‘‘But I see other ways for ACC to get rid of patent 
attorney expenses. 


1. ACC should organize a separate American Collo 
Development Corp., take in a third party with money 
and finance the prosecution of the applications.”’ 


This is obviously only a suggestion of how ACC might 
conserve some of its own money by getting some third 
party to participate in financing some operational costs. 
Such spreading of expenses is done all the time in the 
business world by going concerns with plenty of money 
to finance the expenses with their own money if they so 
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desire. Nevertheless, the defendant places a much more 
obtuse meaning to the quoted passage (Tp 45, lines 15-20) : 


“‘T submit, that from this paragraph it is evident 
that on February 26, 1957, in approximately two 
months after severance of his employment with the 
corporation, Doctor Winkler was aware of the fact that 
ACC would within two weeks of this date make the 
assignment for the benefit of creditors.”’ 


This situation helps to show The Court the arbitrary 
attitude taken by the defendant on plaintiff’s petition to 
revive and the need for plaintiff to turn to This Court for 
protection against unjust forfeiture of his property by 
the defendant. 


PuarntrrF as A Reasonaste Man Was Entirrep to Expect 
Noricse or Intent To ABANDON 


The record of this case clearly shows that plaintiff had 
an arrangement with American Collo Corporation to per- 


mit the company, through its attorney, Mr. Striker, to 
handle the prosecution of the application for both the 
company and the plaintiff and to look after the rights of 
both parties in the pending applications (Pls. Exh. 1, 
pp. 70-72). 


The assumption of a passive status by the plaintiff in 
the prosecution of these applications was in substance 
forced upon the plaintiff by the provisions of the Patent 
Office Rules of Practice and Procedure which prohibit 
double correspondence with multiple parties of interest in 
patent applications (Rule 35). 


Before the plaintiff had terminated his employment with 
American Collo Corporation and had received his 20% 
interest in the subject applications, he had aided the com- 
pany in the prosecution of the applications which it owned 
100%. In doing this, he had submitted suggestions for 
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prosecution to the officers of the company who in turn 
had conveyed such information to the company’s patent 
attorney, Mr. Striker (Pls. Exh. 1, pages 65, 70 and 71). 


On page 51 of the transcript, defendant quotes in en- 
tirety, an Exhibit C in the File of Serial No. 533,764 in 
which plaintiff, addressing Mr. Otto Seligman, President 
of the American Collo Corporation, enclosed instructions 
to Mr. Striker, the attorney prosecuting the applications, 
to agree to a division of application Serial No. 603,152 
and states ‘I am wondering why Mr. Striker could not do 
it by himself as this is a formality and do (sic) not re- 
quire inventor’s approval”’. Plaintiff continues, referring 
to the agreement of January 2, 1957, indicating that it 
stipulated that ‘‘the attorney who shall handle the pending 
applications, can call through you upon my services as an 
inventor in prosecuting them before the US. Patent Office 
until the patent has issued”. It is submitted that this 
letter, which has been referred to by defendant in support 
of his contention that plaintiff was furnishing material 
to Striker ‘‘whether directly or indirectly’’ (Tp 50, line 
14), clearly indicates that any dealing plaintiff was to 
have after his agreement of January 2, 1957, would be 
indirect with ‘‘the attorney who shall handle the pending 
applications’? and ‘‘can call through you upon my serv- 
ices’’. (Emphasis added) It is also submitted that this 
particular letter indicates that plaintiff is attempting to 
strike a balance between what is required of him in the 
way of assistance to such an attorney, since he indicated 
that the attorney should be able to handle formalities with- 
out his approval, and the obligations imposed as a result 
of the agreement of January 2, 1957. In other words, plain- 
tiff was reiterating his obligation to aid in prosecution 
but indicating that he did not expect minute, continuous 
information as to the progress of the prosecution from the 
attorney handling the case. 
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In view of the arrangement between the parties, it is 
clear that plaintiff did not know and should not have known 
everything that was going on about the applications (Tp 56, 
lines 11-14). 


Since this indirect manner of communicating with the 
patent attorney had proven useable and since this was 
the procedure to which the plaintiff was accustomed, it 
was reasonable for the plaintiff to adopt this procedure 
of handling the applications in cooperation with American 
Collo Corporation at the time that he obtained a 20% 
interest in the subject applications. 


According to the arrangement that plaintiff had with 
the company, he was to be given the opportunity to con- 
tinue the prosecution of the applications if and when the 
company decided to abandon them for any reason. This, 
obviously, imposed upon American Collo Corporation the 
obligation to notify the plaintiff of any intent to abandon 
the application and permit the plaintiff to assume respon- 


sibility for the cases before they actually became aban- 
doned. Asa matter of fact, Mr. Guy Bishop, vice president, 
stated (Pls. Exh. A, p. 70): 


‘¢We have not taken any action in filing an amend- 
ment for U.S. Patent Application No. 550,464 in ac- 
cordance with your advice. We would certainly not 
drop any other applications unless you specifically 
instruct us to do so.”’ 


This type of agreement certainly includes an implied 
obligation to notify plaintiff if there is any intent to drop 
any application. 


The assignment of the 20% interest in the applications 
and this arrangement for assumption of prosecution by 
the plaintiff in the event of an attempt to abandon by the 
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company, was in effect before the assignment for the 
benefit of creditors was made by the company. As a 
matter of fact, the assignment of the 20% interest was 
recorded with the U.S. Patent Office and was a matter 
of public record before the assignee, Mr. Feldman, took 
over the assets of the American Collo Corporation. As 
has been clearly pointed out in plaintiff’s trial brief (see 
pages 30-35), this assignee took over the assets subject 
to all liabilities and conditions imposed upon the property 
before the assignment. This, therefore, included an obli- 
gation to notify the plaintiff in the event that there was 
to be an abandonment of these patent applications. For 
the plaintiff to assume that the ‘‘attorneys handling the 
cases’’ would deliberately avoid notifying him if there was 
any intent to abandon would be to impute intent to de- 
fraud by such parties. As a reasonable man, plaintiff 
was not expected to assume that the parties ‘‘handling 
the cases’? were intending to defraud him of his interest 
in the applications. 


When Mr. Feldman took over the assets of American 
Collo, he came into possession of the company files of 
these applications and the correspondence they contained. 


It would have been a simple matter for Mr. Feldman to 
have written the plaintiff and notified the plaintiff that 
he was going to abandon the applications when he con- 
cluded that it was not to the best interest of the estate 
to continue the prosecution. More important, since this 
would have been so easy to do, it was reasonable for the 
plaintiff to assume that he would receive notice of any 
intent to abandon before the applications were allowed to 
lapse. From another viewpoint, it would have been un- 
reasonable for the plaintiff to have gone to the expense 
of hiring an attorney to look after these applications for 
him when the attorney would not have had direct respon- 
sibility for the prosecution of the applications since this 


219 


responsibility was to have been retained by agreement in 
the attorney representing the company. As soon as the 
plaintiff did learn that the applications had been aban- 
doned, he took the necessary step to engage an attorney 
to look after his interest in the applications. Up to this 
point, he acted as a reasonable man would do who did 
not want to squander his money unnecessarily and expected 
to receive a notice of an intent to abandon the application 
if this was to have taken place. 


The position which the defendant has taken in this matter 
in effect contends that it was unreasonable for the de- 
fendant to assume that as a matter of right or even as a 
matter of courtesy he could have expected to receive notice 
from the American Collo Corporation or its attorney or 
assigns that the patent applications were to be dropped 
so that he could have exercised his right to prosecute them 
on his own behalf. 


CONCLUSION 


It is respectfully submitted that The Commissioner of 
Patents has erred both in his understanding of the facts 
in this case and his application of the law to the actual 
facts as well as his own interpretation of them. 


The Commissioner’s action appears to have stemmed 
first from a misunderstanding of the facts and also a 
general conclusion that the delay in prosecution had been 
too long per se to allow for revival. Then as the case 
progressed, the record shows the grounds of The Commis- 
sioner being changed to pick upon minor points in the 
record to picture the plaintiff as a shrewd businessman, 
however, critically derelict in his duties to his property 
interests. This progress of the case only helps to con- 
firm plaintiff’s contentions that he has received arbitrary 
and capricious treatment on his petitions to revive. 


Is it the plaintiff’s contention that the patent applica- 
tions should be revived as requested in the petitions and 
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that the Commissioner’s actions on the petitions should 
be reversed to prevent the forfeiture of plaintiff’s property 
rights. 

Respectfully, 


CarRoLL PALMER 
Carroll Palmer 
Attorney for Plaintiff 
1331 G Street, N. W. 
Washington 5, D. C. 
District 7-3870 
Of Counsel: 
Kemon, Patmer, STEWART 


& EsraBroox 
Joun J. GALLAGHER 


UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 


Crvm Action 
No. 830-62 


Josepx Wrxxter, Plaintiff 
v. 


Davin L. Lapp, Commissioner of Patents, Defendant 


Brief for Defendant. David L. Ladd, Commissioner of Patents 


Because of the nature of the subject matter of this case 
and because 5 U.S.C. 1009(e) states that ‘‘the court shall 
review the whole record or such portions thereof as may 
be cited by any party’’, defendant has submitted detailed 
proposed findings of fact and conclusions of law. This 
brief is merely supplementary and duplicates none of 
the matter covered in the proposed findings of fact and 
conclusions of law. 
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PLAINTIFF’S RIGHT TO CONTROL THE 
PROSECUTION 


In application Serial No. 603,152, plaintiff could have 
obtained control prosecution of the application on Feb- 
ruary 25, 1957, the date of the recording in the Patent 
Office of the assignment of the 20% interest,? merely by 


1See D. Ex. 2. 
filing a new power of attorney. 


In application Serial No. 533,764, plaintiff and his co- 
applicants acting together could have similarly obtained 
control of the prosecution of the application on February 
25, 1957, the date of the recording in the Patent Office of 
the assignment of the 20% interest. As soon as plain- 
tiff could show that, unless he took over sole control of 
the prosecution, abandonment would occur, he was entitled 
to control the prosecution alone. 


Under Patent Office Rule 31, an applicant for patent 


may file and prosecute his own case, or he may be repre- 
sented by an attorney or agent authorized to practice 
before the Patent Office in patent cases. 


When there are joint applicants, one of them cannot 
appoint an attorney without the concurrence of the other 
except upon a showing of inability to obtain such concur- 
rence. Ez parte De Forrest et al., 1909 C.D. 64, 141 O.G. 
566. Less than all of joint applicants are permitted to 
control the prosecution if there is a showing that abandon- 
ment will otherwise occur. Ex parte Barrett et al., 1907 
C.D. 76, 127 0.G. 847. 


Under Rule 32, the assignee of record of the entire 
interest in an application for patent is entitled to conduct 
the prosecution of the application to the exclusion of the 
inventor. But when he fails to assert that right, the in- 
ventor may control the prosecution despite the assignment. 
Ex parte Baker, 1889 C.D. 232, 49 O.G. 1362. The assignee 
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of less than the entire interest is normally not entitled to 
conduct the prosecution of the application. See Ex parte 
Harrison, 1925 C.D. 122, 340 0.G. 838; Ex parte Sandstrom, 
1904 C.D. 486, 113 0.G. 850. However, if it appears at 
any time that the application is not being prosecuted so 
as to save it from abandonment, or if, in the opinion of the 
assignee of less than the entire interest, the application 
is not being properly prosecuted so as to protect his in- 
terest, he can file a petition to be allowed to control the 
prosecution. Ex parte Harrison, supra. Such petition will 
not be granted to divest an applicant of control except 
upon a substantial showing of cause. Ex parte Sandstrom, 
supra. 


The assignee of a part interest in an application has 
the right either himself or by his attorney to inspect the 
file of the application to determine whether or not it is 
being properly prosecuted. Ex parte Harrison, supra; Ex 
parte Sandstrom, supra. The assignee of a part interest 
may give a power of attorney specifically for the purpose. 


Ex parte Harrison, supra. See also Rule 34. 


Thus it is clear that an assignee of a part interest in an 
application can keep himself currently informed as to the 
prosecution of the application by whomever it is controlled 
and can act promptly to prevent an imminent abandonment 
for failure to prosecute or to correct an abandonment of 
recent occurrence which as to him was unavoidable. Hav- 
ing these rights, the assignee of a part interest in an 
application is placed under duty to exercise them by the 
specific language of 35 U.S.C. 133. That statute provides 
that upon failure of the applicant timely to prosecute, 
‘the application shall be regarded as abandoned by the 
parties thereto”’. This language clearly makes failure to 
prosecute the application chargeable to all the parties 
thereto, including, of course, an assignee of a part in- 
terest. It follows that the assignee of a part interest 
must be reasonably diligent to prevent abandonment of 
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the application and to prevent any avoidable delay after 
an abandonment. 


THE INSOLVENCY PROCEEDINGS 


It is immaterial in this case in what specific type of 
insolvency proceeding the American Collo Corporation 
became involved, whether bankruptcy or otherwise. The 
only material point is that after some time in the summer 
of 1957, plaintiff knew that there was an insolvency pro- 
ceeding because of financial difficulties of the corporation. 
Because of that knowledge, it was incumbent upon him to 
determine positively that these new circumstances would 
not cause interruption of the prosecution of the instant 
applications in the absence of his taking control of the 
prosecution of the applications and paying any necessary 
patent attorney expenses. 


Plaintiff in his trial brief and in his oral argument at 


the trial has stressed the Revised Statutes of New Jersey, 
Title 24:19. The Court’s attention is directed particularly 


to the following sections thereof. 
Revised Statutes of New Jersey, Title 2A :19* 


2In compliance with the request of the Court (Tr-80) there is submitted 
herewith a copy of the judgment allowing account entered in Bergen County 
Court, Probate Division, on January 30, 1959. 

Counsel for defendant in his trial argument relied on the statements in 
affidavits adduced by plaintiff to the effect that bankruptcy proceedings were 
involved. (See Dansker affidavit, paragraphs 11 and 14, P. Ex. 2, page 55; 
Winkler affidavit, paragraphs 7, 10, 11, 13, 14, P. Ex. 2, page 44; Ex D, P. 
Ex. 2, page 51). On review of the New Jersey Statute and the assignments 
in D.’s Ex. 2, it is coneeded by defendant that there was no bankruptcy 
proceeding in the technical legal sense of the Federal Bankruptcy Statute, 
U.S.C., Title 11. However, the proceeding in the New Jersey court was clearly 
an insolvency proceeding. Under this New Jersey statute the debtor cannot 
be discharged from future liability to creditors who come in under the aasign- 
ment. Parker v. Lehner, 15 N.J.L, 345, 180 A. 407 (1935). See also Boese 
vy. King, 108 U. 8. 379, 395. 


3 Available in the law library of the Department of Justice. 
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1. Definitions 
As used in this chapter. 


a. ‘‘General assignment’? means a transfer or con- 
veyance by a debtor in writing, whereby the debtor 
transfers or conveys to an assignee, in trust for 
benefit of his creditors, all of his property. A 
‘¢general assignment”’ includes an assignment made 
under section 2A :20-6 of this title. 


b. “Debtor”? means any person liable on a debt, in- 
cluding any person in actual confinement or dis- 
charged under bond pursuant to chapter 20 of this 
title. 


2. Assignments must be for equal benefit; preferences 
void. 


Every general assignment made by a debtor re- 
siding in this state shall be made for the equal 
benefit of his creditors in proportion to their several 
demands, to the extent of the net amount that shall 
come to the hands of the assignee for distribution. 
All preferences attempted to be made in any such 
assignment of one creditor over another, or whereby 
one creditor shall be first paid or have a greater 
proportion in respect of his claim than another, 
shall be deemed fraudulent and shall render the 
assignment void. 


3. Transfer of property within 4 months of assignment 
to give preference void; recovery of property. 


If any person being insolvent or in contemplation 
of insolvency shall, within 4 months before the mak- 
ing of a general assignment, and with the intention 
of preferring any creditor or person under liability 
for him, mortgage, pledge, assign, pay, or transfer 
any of his property, or procure or suffer any of 
his property to be taken, attached, or levied upon, 
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or any lien or encumbrance to be acquired thereon 
by legal process or otherwise, such preferential 
transaction shall be void as against the assignee. 
The assignee may recover the property given by 
way of preference, or the value thereof, from the 
person receiving the same or so benefited thereby. 


In view of the fact that the assignment to plaintiff of 
a 20% interest in eleven patent applications was made 
on January 2, 1957, less than three months prior to March 
14, 1957, the date of the assignment for the benefit of 
creditors under N.J.S. 24:19, attention of this Court is 
invited to Section 3 thereof, above quoted. 


In the absence of an explanation by plaintiff, it is not 
clear from the evidence of record that Section 3 does not 
apply to the assignment of January 2, 1957. Nor is it 
clear that, of the dates of abandonment of the instant 
patent applications, plaintiff had a valid interest in the 
instant applications as against the assignee for benefit 


of creditors. Nor is it clear that the latter could have 
owed plaintiff a duty of any kind. At the time of the 
abandonment of the instant applications, the assignee for 
benefit of creditors may actually have been the equitable 
owner of the entire interest in the instant applications and 
his abandonment of the cases by deliberate inaction for 
that reason alone may have been binding upon the entire 
interest in the applications. 


In view of the foregoing, it is noted that the assignment 
of a 20% interest to the plaintiff was made without knowl- 
edge of the corporation’s patent agent, Mr. Striker; that 
the assignment of the 20% interest to plaintiff was pre- 
pared by Mr. Bishop, vice president of the corporation 


4 Had the assignee for benefit of creditors considered the instant applications 
to have great value and to be worth further prosecution, it might have been 
his duty under the New Jersey Statute to take action to obtain clear legal title 
to the 20% interest assigned to plaintiff. Plaintiff would then have been left 
only to the remedy of filing a creditor ’g claim if he had basis therefor. 
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and an attorney with whom plaintiff subsequently com- 
municated; and that plaintiff failed directly to contact 
the assignee for benefit of creditors until after December, 
1960 (see the Striker affidavit, paragraphs 6 and 7, P. 
Ex. 2, page 70; and the Winkler affidavit, paragraph 17, 
P. Ex. 2, page 47) at which time plaintiff offered $400 
for the 80% interest in the instant applications. 


Attention is directed to the fact that the last sentence 
of defendant’s proposed finding of fact No. 39 is consistent 
with all the foregoing. 


THE ISSUE OF UNAVOIDABILITY 


It is submitted that defendant’s proposed findings of 
fact are clearly consistent with the evidence and that, as 
to the delay in prosecution, plaintiff has failed to prove un- 
avoidability in the sense of 35 U.S.C. 133 and In re Mat- 
tullath, 38 App. D.C. 497, 179 O.G. 853. Particularly, 
plaintiff has failed to prove diligence of a prudent and 
careful man in relation to important business. Accord- 


ingly, under the statute and cited case, he is not entitled 
to revival. 


CONCLUSION 


Tt is submitted that it should be the judgment of this 
Court that plaintiff is not entitled to revival of the instant 
abandoned applications, and that the complaint should be 
dismissed. 

Respectfully submitted, 


C. W. Moore 
Solicitor, 
United States Patent Office 
Attorney for Defendant 
Grorce C. RoEMING, 
Of Counsel 


May 10, 1963 
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BERGEN COUNTY COURT 
PROBATE DIVISION 


In the Matter of the Assignment for the benefit of Creditors 
of 
American CoLLo CoRPORATION 


On Final Account Judgment Allowing Account 


The Surrogate having audited and stated the Final Ac- 
count of David E. Feldman, Assignee for the benefit of 
creditors of American Collo Corporation, and placed the 
same on the files of his office twenty days previous to the 
30th day of January A.D. 1959; and having on the day last 
aforesaid reported the same to this Court for allowance 
and settlement, and it having been proved to the satisfac- 
tion of the Court that notice of intention to settle the said 
account on said date, in this court, was given by said 
accountant according to law. 


And the court having examined the said account and the 


vouchers and receipts for payments and disbursements 
claimed therein, and having found the same to be correct in 
all particulars and no Exceptions being made thereto. 


It is on the 30th day of January A.D. One Thousand 
Nine Hundred and fifty-nine, OxpErED, Apsupczep and Dz- 
creep, that the said account be in all things allowed as re- 
ported, and that there is a balance remaining in the hands 
of said accountant amounting to the sum of Three thousand, 
two hundred ten and 79/100 ($3,210.79) Dollars (subject 
to fees of this proceeding) to be disposed of according to 
law. 


It is further ordered that from the aforesaid balance 
the said Accountant be allowed the sum of Hight hundred, 
thirty-three and 16/100 ($833.16) Dollars as and for com- 
missions, and that the said accountant be allowed the fur- 
ther sum of Eight hundred fifty and no/100 ($850.00) Dol- 
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lars, in payment of legal fees for services rendered by 
Max J. Mareiniss, Esq. plus disbursements of $26.95. 


Morris Matecn 
Judge. 
Done in Open Court. 


To the Judge of the County Court of Bergen County, 
Probate Division: 


The above account having been placed on the files of my 
office on the 22nd day of December A.D., 1958, and being 
by me audited and stated, is now reported for settlement. 


Dated: January 27, 1959 


Guu C. Jos 
Surrogate. 


Amount brought forward $ 955.00 
By Court’s, Clerk’s, Surrogate’s Fees, on 
auditing and stating account, allowance, 
copy recording, etc 44.00 
Advertising 9.72 
By commission on receiving and paying out 
$4,165.79 of principal at the rate of 20% 833.16 
Allowance by Court to Accountant for Coun- 
sel fees to Max J. Mareiniss, Esq. 850.00 
Plus disbursements 26.95 
Balance in accountant’s hands 1,446.96 


$4,165.79 
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UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 


Civil Action No. 830-62 
JosepH Winker, Plaintiff, 
Vv. 


Davw L. Lapp, Commissioner of Patents, Defendant. 


Memorandum Opinion 


This is an action in the nature of an appeal under the 
‘Administrative Procedure Act’’, Title 5, United States 
Code, Section 1009, seeking judicial review of the action 
taken by the defendant, Commissioner of Patents, on cer- 
tain of plaintiff’s petitions to revive two patent applica- 
tions. 


In this action the plaintiff, as formerly assignee of a 
20% interest, and as presently assignee of the entire in- 
terest in abandoned Applications Serial Nos. 533,764 and 
603,152, seeks to have this Court issue an order declaring 
that he is entitled to have said applications revived under 
35 U.S.C. Section 133, and Patent Office Rule 137, and 
grant such other relief as this Court may deem proper 
and just. 


Plaintiff is one of the three joint applicants in Application 
Serial No. 533,764 and is the sole applicant in Application 
Serial No. 603,152. 


Approximately three or more years after the respective 
dates of abandonment of the above-mentioned applications, 
by failure to prosecute in a timely manner, plaintiff peti- 
tioned for revival of said applications pursuant to 35 
U.S.C. Section 133, and Patent Office Rule 137. In deci- 
sions of record contained in the applications, the defendant, 
Commissioner of Patents, denied the petitions to revive 
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on the ground that plaintiff had failed to show that 
the delay in prosecution was unavoidable. 


The inventions which form the subject matter of the 
applications were made while plaintiff was an employee 
of American Collo Corporation, a New York Corporation, 
and the entire right, title and interest in both applications 
was originally assigned to that Corporation. 


On January 2, 1957, plaintiff terminated his employment 
with American Collo Corporation, at which time a 20% 
undivided interest in the two applications was assigned by 
the Corporation to plaintiff, and on February 25, 1957, this 
assignment was recorded in the Patent Office. 


While plaintiff was in the employ of the Corporation, 
he had assisted in prosecuting the patent applications for 
the Corporation by reviewing official actions and providing 
officers of the Corporation with suggestions and informa- 
tion that might be relayed to a patent attorney, Mr. Striker, 
whom the Corporation regularly engaged to prepare and 
prosecute patent applications, including the present two 
applications. 


At the time the plaintiff acquired his 20% interest in the 
two applications, it was agreed between American Collo 
Corporation, and plaintiff, that American Collo should 
continue to prosecute the applications. The assistance of 
plaintiff in connection with the prosecution of the appli- 
cations was to continue. At this time American Collo 
agreed not to permit the applications to become aban- 
doned without plaintiff’s approval, and to permit plain- 
tiff to take over the prosecution of the applications if the 
Corporation should decide for any reason to drop their 
prosecution. 


In the Summer of 1957, plaintiff learned that American 
Collo had experienced financial difficulties. On March 14, 
1957 the Corporation entered into an assignment for the 
benefit of creditors with Mr. Feldman, a New Jersey At- 


231 


torney, who acted as assignee pursuant to New Jersey 
Law. (N.J.S. 2A19:50). 


The evidence indicates that on February 6, 1957, plain- 
tiff’s address was Duarte, California. All subsequent ad- 
dresses of plaintiff shown in the record are in California 
where plaintiff was employed as a technical service spe- 
cialist with Aerojet-General Corporation in Sacramento 
from about January 1961. Plaintiff inquired from time 
to time of officers of American Collo between about Febru- 
ary 1957, and the Fall of 1960, as to the status of the 
applications. Throughout this period he was advised 
that the applications were being handled by lawyers be- 
fore the U. S. Patent Office, and received comparable 
assurances that such applications were pending before 
the Patent Office. 


While the applications were still in a pending status 
before the Patent Office, the assignee for the benefit of 
creditors, decided, because the size of the assets was so 
small, to abandon the applications. 


In the opinion of the Court the assignee’s decision is 
binding on the plaintiff who had expressly permitted 
American Collo to represent his interest in controlling 
the prosecution, and took no steps to intervene after learn- 
ing in the Summer of 1957 that the Corporation had en- 
tered ‘“‘bankruptcy or other insolvency proceedings”’. 


Plaintiff asserts that until September 1960, he was of 
the belief that the patent applications were still pending 
before the Patent Office, and had not become abandoned 
since all his inquiries had shown that the applications were 
still pending, and he had not received notification that the 
applications had been abandoned. Furthermore, he asserts 
that the understanding between the Corporation and him- 
self regarding the fact that he might take over the prosecu- 
tion of the applications if the Corporation intended to 
abandon them led him to this belief. 
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Plaintiff now owns the entire right, title and interest 
in both applications, and this fact is recorded in the U. S. 
Patent Office. (Reel 1018 Frames 244 and 246). 


Plaintiff learned for the first time in September 1960 
of the abandonment of the applications, and in that same 
month he appointed patent counsel to take action in an 
attempt to preserve his rights in the two applications. 


Plaintiff’s attorney filed petitions for revival of the 
two applications after he was appointed on February 27, 
1961. A decision was issued by the Commissioner of 
Patents on May 17, 1961 which denied the petition to revive 
without prejudice to prompt renewal if accompanied by 
further verified showings which would cure certain defi- 
ciencies noted in the decision. On June 20, 1961, plain- 
tiff filed further showings in support of the petition to 
revive in an attempt to dispose of the Commissioner’s ob- 
jections to the verified showings originally submitted. On 
November 6, 1961, defendant issued decisions in both appli- 
cations denying the plaintiff’s request to have his applica- 
tions revived. On December 18, 1961, plaintiff filed a re- 
quest for reconsideration by defendant of the refusal to 
revive the applications, accompanied with the reasons for 
the request, and finally, on January 5, 1962, defendant 
issued decisions in both applications denying the petitions 
to revive. 


Title 35 Section 133 provides: 


“‘Upon failure of the applicant to prosecute the appli- 
eation within six months after any action therein, of 
which notice has been given or mailed to the applicant, 
or within such shorter time, not less than thirty days, 
as fixed by the Commissioner in such action, the ap- 
plication shall be regarded as abandoned by the par- 
ties thereto, unless at be shown to the satisfaction of 
the Commissioner that such delay was unavoidable.”’ 
(Emphasis added). 


“‘Unavoidability’’, as mentioned in the above-mentioned 
statute, is discussed in the case of In re Mattullath, 38 App. 
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D.C. 497, and Commissariat A L’Energie Atomique v. Wat- 
son, 274 F.2d 594. 


In diseussing the meaning of ‘‘unavoidable’”’ the Court, 
in In re Mattullath, supra, said: 


“«_,. Its purpose is to encourage diligence in proceed- 
ings before the Office. If the broad and unlimited 
meaning of the word ‘unavoidable’ were to prevail, 
it is difficult to conceive when an abandonment case 
could be reinstated under this section. In my opin- 
ion, the word is used in a more limited sense. It is 
applicable to ordinary human affairs, and requires 
no more or greater care or diligence than is generally 
used and observed by prudent and careful men in rela- 
tion to their most important business.”’ 


The Court is of the opinion that plaintiff has failed 
to prove that he exercised the diligence of a prudent and 
careful man in relation to important business within the 
meaning of Section 133. 


The record shows that on February 26, 1957, plaintiff, 
in a letter directed to Mr. Guy Bishop of American Collo 
Corporation, offered to handle the prosecution of the 
patent applications which the Corporation did not wish to 
pursue. That letter indicates plaintiff’s recognition that 
some of the patent applications of which he had a 20% 
interest had very little value to the Corporation, and it 
clearly indicates that plaintiff knew at that time that the 
Corporation was having difficulty in paying its patent 
agent. 

The letter of February 26, 1957 indicated that plaintiff, 
in addition to being a highly educated chemist, was also 
a capable businessman. 


There is no evidence of record that after the plaintiff 
learned of the assignment for the benefit of creditors that 
reasonably diligent inquiry by him could not have pro- 
duced the information that the applications in which he 
had a 20% interest had been assigned to Mr. Feldman, and 
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that the latter did not intend to spend the assets in paying 
a patent attorney to prosecute these applications. 


The Court finds that there does not exist a sufficient 
showing, in view of the long abandonment, to establish 
that the delay was unavoidable as required by 35 U.S.C. 
133. It appears that control over the prosecution of these 
applications before the Patent Tribunals passed to the 
Court-Appointed assignee for the benefit of creditors in 
May 1957, and that upon learning of the assignee’s financial 
difficulty the applicant acquiesced in the exercising of con- 
trol by the receiver. 


It does not appear to the Court that there is an adequate 
explanation by the plaintiff for his failure to take steps 
to insure the continued prosecution of this case when he 
learned of the Corporation’s financial difficulties in the 
Summer of 1957, and in that connection for the subse- 
quent delay in filing his petition to revive the patent ap- 
plications before the Patent Office. 


Plaintiff, having failed to prove that the delay in prose- 
cuting his patent applications was unavoidable, is not en- 
titled to a revival of his applications. The Court further 
finds that the Commissioner of Patents correctly refused to 
revive plaintiff’s applications, since, according to 35 U.S.C. 
Section 133, he is authorized to do so only upon a showing 
that the delay was unavoidable. Accordingly, the Com- 
plaint should be dismissed. 


The foregoing constitutes Findings of Fact and Con- 
clusions of law. 


Dated: September 20, 1963. 


Josepx R. Jackson 
Judge 


Order 


This cause came on for trial on March 12, 1963. Upon 
consideration of the record herein, as well as the briefs 
which the Court accorded counsel for plaintiff and de- 
fendant an opportunity to file, it is this 20th day of Sep- 
tember, 1963, 


Orpexep, that judgment be, and the same is hereby en- 
tered in favor of defendant, and that the Complaint be, and 
it is hereby dismissed, with costs to be assessed against 
plaintiff. 

Josern R. Jackson 
Judge 


Notice of Appeal 


Notice is hereby given that Joseph Winkler, plaintiff 
above named, appeals to the United States Court of Ap- 


peals for the District of Columbia from the final judgment 
entered in this action on September 20, 1963. 


CamrouL PALMER 
Carroll Palmer 
Attorney for Plaintiff 
1331 G Street, N. W. 
Washington, D. C. 20005 
347-3870 
Of Counsel: 


Kemon, Paumer, Stewart & Esraproox 
Joun J. GALLAGHER 
Frank C. Rore 


Washington, D. C. 
November 13, 1963 
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STATEMENT OF QUESTIONS PRESENTED 


‘The question is whether the appellant, owner of a minor- 
ity interest in two United States patent applications, 
exercised the diligence of a prudent and careful man in 
the steps which he took to insure prosecution of the appli- 
cations when he relied upon statements of officials of the 
corporate owner of the remaining majority interest that 
the applications were being handled in the United States 
Patent Office by lawyers for the corporation, without also 
determining from other sources the status of the applica- 
tions although he knew the corporation was in financial 
difficulty, where he had an agreement with the corporation 
for it to continue to handle the applications until it noti- 
fied him of intent to drop them, and he took steps to 
revive the applications as soon as he learned the applica- 
tions had been abandoned. 


The question is whether abandonment of two patent ap- 
plications by a stranger to the appellant was binding upon, 
the appellant to forfeit his minority interest in the applica- 
tions where the stranger performed the act, without the 
appellant’s knowledge or consent, as assignee for the bene- 
fit of creditors of a New York corporation, owner of the 
remaining majority interest in the applications, in an as- 
signment for creditors action filed by the corporation in, 
~ New Jersey under N.J.S. 2A19, which qualifies only New 
Jersey corporations to make such assignments. 


Questions Presented 
Jurisdictional Statement 
Statement of Case 
Statement of Points 
Summary of Argument 


I. Appellant exercised the diligence of a prudent 


Il. 


and careful man relative to the patent appli- 
cations 

Appellant was under no obligation to intervene 
in prosecution of the applications when he 
learned of the corporation’s financial difficulties 


. Appellant took reasonably necessary steps to 


assure himself that prosecution of the two pat- 
ent applications following his acquisition of a 
20% in them was and would be continuing 


. The appellant never acquiesced in the abandon- 


ment of the applications by the assignee for 
benefit of creditors 


. The District Court adopted errors of the Com- 


missioner of Patents respecting New Jersey 
statutory law on the assignment for benefit of 
creditors and other conclusions of law concern- 
ing appellant’s property rights 


Conclusion 
Appendix of Statutes and Rules 
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IN THE 


United States Court of Appeals 


No. 18,298 


JoserH WINKLER, Appellant, 


v. 


Dav L. Lapp, Commissioner of Patents, Appellee. 


Appeal from a Judgment of the District Court of the 
United States for the District of Columbia 


BRIEF FOR APPELLANT 


JURISDICTIONAL STATEMENT 


This is an appeal to review a final judgment of the 
United States District Court for the District of Columbia 
brought under the provisions of Rule 73, F.R.C.P. on a 
notice of appeal filed November 14, 1963 (JA 235). 
Judgment was entered September 20, 1963 (JA 235). 
The United States Court of Appeals for the District of 
Columbia has jurisdiction to review said judgment under 
the provisions of 28 U.S.C. 1291 and 1294. 


2 


The cause was brought in District Court on a complaint 
filed March 13, 1962 (JA 3) as Civil Action No. 830-62. 


The District Court had jurisdiction under the provisions 
of the ‘‘Administrative Procedure Act’, 5 U.S.C. 1009, to 
make judicial review of action taken by the appellee, Com- 
missioner of Patents, on appellant’s petitions to revive 
two United States Patent applications. Petitions to revive 
the applications had been duly filed and processed in the 
Patent Office under the provisions of 35 U.S.C. 133 and 
Patent Office Rule 137. 


STATEMENT OF CASE 


This appeal concerns the forfeiture of property rights 
of the appellant in two United States patent applications 
as a result of an incredible set of circumstances. The 
applications became abandoned for failure to prosecute 
within a statutory six-month period and appellant peti- 
tioned to revive them under the provisions of 35 U.S.C. 
133. 


The facts were presented upon oral argument to the 
District Court without testimony of witnesses on the 
record of proceedings in the Patent Office (JA 38), the 
action before the District Court being in the nature of an 
appeal under the ‘‘ Administrative Procedure Act’’. 


The background of the case is as follows: 


Two United States patent applications are involved, 
namely, Serial No. 533,764, filed September 12, 1955 (JA 
87), and Serial No. 603,152, filed August 9, 1956 (JA 130). 
The appellant was a joint inventor with two other appli- 
cants in the first application and the sole inventor in the 
second application. 


The nature of the inventions covered by the two appli- 
cations is of no significance to this action which is con- 
cerned with an adjudication of property rights; the ques- 
tion of patentability of an invention is not involved. 
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The appellant is a research chemist who was employed 
at the time of the inventions of the two applications by 
American Collo Corporation (JA 93), a corporation of 
New York having a principal place of business at Ridge- 
field, New Jersey (JA 93). 


When the two patent applications were filed, full title to 
them was assigned by the applicants to American Collo 
Corporation (JA 147-149). A patent attorney, Mr. Striker, 
who represented the corporation, was given a power of 
attorney to file and prosecute the applications (JA 87, 130). 
The attorney was to communicate with appellant through 
officials of the corporation if he needed information for 
prosecution of the applications (JA 101). 


In January of 1957, the appellant left the employment 
of American Collo Corporation and subsequently moved 
to California (JA 93). In accordance with an existing 
agreement between appellant and American Collo Corpo- 
ration, a 20% undivided interest in the two applications 


was assigned by the corporation to the appellant at the 
time of termination of employment (JA 104). Assignments 
transferring the 20% interest in the applications to the 
appellant were duly recorded in the Patent Office on Feb- 
ruary 25, 1957 (JA 149-151). 


Patent Office Rule 35 prohibits patent applications from 
being prosecuted simultaneously by two separate parties, 
and it was agreed between appellant, as the owner of a 
minority interest in the applications, and American Collo 
Corporation, as the owner of a majority interest, for Mr. 
Striker to continue the prosecution of the applications 
before the Patent Office (JA 101, 104). 


The corporation through a Vice-President in February 
of 1957 advised appellant that it would not discontinue 
prosecution of the patent applications unless it first let the 
appellant know about it (JA 98). 


Shortly after the appellant left the corporation, it made 
an assignment for the benefit of creditors which was filed 
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in Bergan County Surrogate’s Court for the State of New 
Jersey on March 14, 1957 (JA 105, 140). At that time, the 
two patent applications were pending before the Patent 
Office. 


American Collo Corporation appointed as its assignee 
for the benefit of creditors a Mr. Feldman who received, 
among other items, records of the two patent applica- 
tions (JA 118). He remained a stranger to appellant, 
never having any contact with the appellant and never 
notifying appellant of any intent to abandon the applica- 
tions (JA 119). However, Mr. Feldman decided that be- 
cause the assets of the corporation were small, he would 
not pursue the two patent applications, and he allowed 
them to become abandoned without any notice to the 
appellant (JA 118). 


In the summer of 1957, appellant learned that American 
Collo Corporation had experienced financial difficulties 
(JA 95). Then and on various other subsequent occasions 


between 1957 and 1960, appellant inquired of officers of 
the American Collo Corporation about the status of the 
two patent applications (JA 95, 105). These inquiries were 
made primarily by letter from the appellant in California 
to the corporation officials in New Jersey, but also in- 
volved telephone calls (JA 98-102, 105). Although the 
form of these inquiries and the replies varied from time 
to time, the ultimate result was the appellant believed and 
understood until September 1960 that the patent appli- 
cations were not abandoned and were being duly handled 
before the United States Patent Office (JA 95-96). 

The Patent Office had issued official actions in both ap- 
plications to which a response was due within six months 
of the date of the official actions (Patent Office Rule 135). 
The due date for response in Serial No. 533,764 was Feb- 
ruary 28, 1958 (JA 89, 188), and in Serial No. 603,152 the 
response was due July 30, 1957 (JA 132, 188). Until these 
respective dates, both applications remained in pending 
status before the Patent Office. 
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The official actions in both applications were mailed by 
the Patent Office to Mr. Striker, the patent attorney (JA 89, 
132). Although the appellant was the record title owner 
of a 20% undivided interest in both applications, he never 
received any letter from the Patent Office concerning the 
applications or notice that they had been abandoned (JA 
96-97). It is the established policy of the Patent Office not 
to send any notification of abandonment to anyone when 
an application becomes abandoned by failure to respond. 


In September, 1960, appellant learned for the first time 
from Mr. Dansker, an officer of the corporation, that Mr. 
Feldman had allowed the two applications to become aban- 
doned (JA 96). The appellant immediately engaged the 
services of an attorney to represent him in the further 
handling of the applications before the Patent Office (JA 
97). Powers of attorney signed by appellant in California 
on September 26, 1960 were filed by the attorney in Wash- 
ington on October 10, 1960, to enable this attorney to 
inspect the files of the two applications (JA 90, 133). 


The assignee for the benefit of creditors filed a final 
accounting on administration of the estate on or about 
January 30, 1959 (JA 227). In order to remove any cloud 
of title on appellant’s interest in the two applications in 
the event that his petitions to revive the applications 
would be successful, the appellant’s attorney contacted 
the attorney for the assignee of the benefit of creditors, 
Mr. Max J. Mareiniss (JA 105), and at a cost of $400.00, 
all of which went as attorney fees to Mr. Mareiniss, ob- 
tained an order from the Bergan County Court, Probate 
Division, transferring the remaining 80% interest in the 
two applications held by American Collo Corporation to 
the appellant (JA 155). This assignment of the 80% inter- 
est was recorded in the Patent Office on August 7, 1961 
(JA 156-158). 


Patent Statute 35 U.S.C. 133 and Patent Office Rule 137 
recognize that patent applications, as a result of error, 
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may inadvertently become abandoned and provide for re- 
vival of abandoned applications upon petition to the Com- 
missioner. Such petitions must be accompanied by a de- 
tailed verified showing of facts in support of the petition. 
Petitions to revive with such supporting affidavits’ were 
filed for the two applications in the Patent Office on March 
3, 1961 (JA 91-109). 


The Commissioner of Patents acted on the petition to 
revive in Serial No. 603,152 rendering an opinion on May 
17, 1961 (JA 134). In application Serial No. 533,764, the 
Commissioner refused to accept the power filed on behalf 
of appellant for his attorney to handle the petition for 
revival (JA 111), holding that the power could not be 
signed by the appellant alone since the application had 
been filed by three joint applicants (notwithstanding the 
fact that the other two coinventors at the time had no 
property rights whatever in the application). The appel- 
lant, therefore, received no action upon the petition to 
revive in Serial No. 533,764 until after he had recorded the 
assignment of the remaining 80% interest in the applica- 
tion from the assignee for benefit of creditors of American 
Collo Corporation (JA 112). A decision was finally ren- 
dered on the petition to revive by the Commissioner of 
Patents in this application on November 6, 1961 (JA 119). 


The decision of May 17, 1961, in Serial No. 603,152 
denied the petition to revive on the basis that the showing 
made by the affidavits was insufficient, but indicated that 
the petition could be renewed without prejudice upon sub- 
mission of certain further items (JA 135-136). 


On June 20, 1961, after the appellant’s attorney had 
obtained the requested supporting affidavits from Mr. 
Striker and Mr. Feldman, the further showing was filed 
with a renewal of the petition to revive (JA 136-144). A 


1In printing the joint appendix, only the petition and affidavits in S.N. 
533,764 have been reproduced since those in S.N. 603,152 are duplicates except 
for serial numbers and similar details. 
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similar showing was made in application Serial No. 533,764 
(JA 112-119). 


Opinions were rendered by appellee on November 6, 
1961 holding that control of the applications was vested in 
the assignee for the benefit of creditors during the critical 
period for response and that such assignee’s actions in 
handling the applications were binding upon the appellant 
(JA 119). Delay resulting in abandonment of the appli- 
cations was held to be deliberate and not unavoidable; the 
petition was denied. 


A request for reconsideration of the November 6, 1961 
decision including detailed reasons therefor was filed by 
appellant on December 18, 1961 (JA 121). 


On January 5, 1962, the Commissioner of Patents for 
a second time refused to revive the applications (JA 127). 


A complaint was filed in the District Court on April 26, 
1962, under the provisions of 5 U.S.C. 1009, to seek judi- 


cial review of the action taken by the Commissioner of 
Patents (JA 3). Trial, which consisted of oral arguments 
with reference to the record before the Patent Office, was 
held on March 12, 1963 (JA 25). 


The District Court rendered an order on September 20, 
1963, dismissing the complaint accompanied by a Memo- 
randum Opinion of District Judge Joseph R. Jackson 
(JA 229). This appeal followed on November 14, 1963 
(JA 235). 


A chronological tabulation of the events involved in this 
action appears in the record (JA 187-191). 
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STATEMENT OF POINTS 


(1) The District Court erred in failing to declare that 
appellant should have his two patent applications revived 
by concluding: 


“«_. that plaintiff has failed to prove he exercised 
the diligence of a prudent and careful man in relation 
Bis important business within the meaning of Section 
1 a’ 


(2) The District Court erred in concluding that appel- 
lant was under an obligation to intervene in prosecution of 
the applications when he learned of the corporation’s 
financial difficulties. 


(3) Contrary to the opinion of the District Court, the 
record shows that appellant took steps which convinced 
him that the prosecution of the two applications was con- 
tinuing after the summer of 1957, and that his petitions to 
revive the patent applications were filed without inexcus- 


able delay upon learning of the abandonment of the appli- 
cations. 


(4) The evidence and the law did not justify the District 
Court to conclude that appellant acquiesced in abandon- 
ment of the applications by the assignee for benefit of 
creditors. 


(5) The District Court adopted the errors of the Com- 
missioner of Patents in interpreting New Jersey statutes 
and law on assignments for benefit of creditors by con- 
cluding: 


“(Qn March 14, 1957, the Corporation entered into 
an assignment for the benefit of creditors with Mr. 
Feldman, a New Jersey attorney, who acted as as- 
nen pursuant to New Jersey law (N.J.S. 2A 19: 
5 ate 


“. .. the assignee’s decision is binding on the plain- 
tiff who had expressly permitted American Collo to 
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represent his interest in controlling the prosecution,’’, 
and 

‘‘... that control over the prosecution of these appli- 
cations before the Patent Tribunals passed to the 


Court-appointed assignee for the benefit of creditors 
in May, 1957.’ 


SUMMARY OF ARGUMENT 


In view of the special circumstances, the abandonment 
of the two patent applications could not have been pre- 
vented by the appellant. All the subsequent delays were 
unavoidable for the appellant. 


The term ‘‘unavoidable,’’ as used in 35 U.S.C. 133 as 
previously applied in this district to cases relating to re- 
vival of patent applications, requires only the care or dili- 
gence used and observed by prudent and careful men in 
relation to their important business. Under this test, the 
abandonment, delay in filing petitions to revive the two 


patent applications and other delay in prosecution were 
unavoidable as regards the appellant. 


The term ‘‘unavoidable’’ as used in 35 U.S.C. 133 does 
not mean ‘‘incapable of being prevented’’. 


The Patent Office rules do not permit dual prosecution 
by separate parties of interest. This forced appellant as 
a minority owner of the two applications to arrange with 
American Collo Corporation, the majority owner, to con- 
tinue their prosecution subject to his approval of any 
termination of the prosecution. Appellant diligently in- 
quired about the status of the applications on numerous 
occasions from his resulting direct source of information, 
namely, officers of American Collo Corporation. He was 
always positively assured that the cases were being prop- 
erly handled. Judgment of the unavoidability must be 
made from the viewpoint of the involved party at the time 
of occurrence; not by hindsight. 


10 


If appellant had made inquiries elsewhere in the summer 
of 1957, he would merely have confirmed his understand- 
ing that the applications were still pending. In September, 
1960, when he learned for the first time of the abandon- 
ment of the applications by a stranger, he immediately 
took action to revive the applications. Appellant took 
such steps as would be expected of a prudent and careful 
man respecting the two applications. He was attentive to 
the applications and the test of diligence here is not whether 
he looked to a wrong source for information. 


Appellant had terminated employment with American 
Collo Corporation in January of 1957. In the summer 
of 1957 when he learned of financial difficulty of the corpo- 
ration, the two patent applications were still pending. He 
could not then have intervened in the prosecution of the 
applications, and he could not have prevented the aban- 
donment without notice of an intent to abandon by Ameri- 
can Collo Corporation or its assignee. It was only reason- 
able for appellant, in view of his arrangement for continu- 
ing prosecution of the applications with the corporation, 
to expect some notification of any intent to abandon the 
applications. The length of time the applications were 
abandoned before appellant found out was not unusual 
under Patent Office procedures and did not constitute notice 
to appellant of abandonment. 


The abandonments resulted from an incredible set of cir- 
cumstances unknown at the time to appellant and beyond 
reasonable expectation of a prudent and careful man. 


Appellant never received any communication from Mr. 
Feldman and did not know of such assignee’s existence 
before September, 1960. Appellant did not acquiesce in 
Mr. Feldman’s abandonment of the two applications. 
Mr. Feldman came into possession of the company files 
but never legally obtained control over the two appli- 
cations. American Collo Corporation was a corporation 
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of New York and the assignment for benefit of creditors 
in New Jersey to Mr. Feldman was void ab initio. 


The District Court and the Commissioner of Patents de- 
manded an unreasonable standard of conduct from appel- 
lant under the unusual circumstances. Also, the District 
Court erred because it adopted critical errors of law of 
assignments for benefit of creditors and rights of parties 
thereunder, made by the Commissioner of Patents. 


ARGUMENT 
POINT I 


Appellant exercised the diligence of a prudent and careful man 
relative to the patent applications 


The appellant could not have avoided abandonment of 
the two applications, unless he knew of the intent of 
American Collo Corporation or its representative to aban- 
don them. The Patent Office would not hold dual corre- 
spondence both with the attorney representing American 
Collo Corporation and with appellant or his attorney (Pat- 
ent Office Rule 35). Further, the recording of the assign- 
ment of the appellant’s 20% interest in the two applica- 
tions did not revoke the power previously given to the 
attorney for American Collo Corporation (Patent Office 
Rule 36). Appellant, as an assignee of only a partial 
interest in application Serial No. 533,764, could not have 
revoked this previous power of attorney or unilaterally 
altered the existing arrangement with the Patent Office for 
the prosecution of that application (Patent Office Rule 36). 


In the Summer of 1957, appellant had no indication of 
any intent to abandon the applications by American Collo 
Corporation or its representatives (JA 94,95). His advice 
from the officials of the corporation, on the contrary, indi- 
cated that the prosecution of the applications was to 
actively continue (JA 94). The patent applications were 
still pending before the Patent Office in June of 1957 (JA 
188). If he had made inquiries about the status of the 
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applications from the Patent Office at that time, he would 
merely have confirmed the information obtained from offi- 
cials of the Corporation. By contacting the Patent Office 
or having an attorney inspect the Patent Office files for him 
(JA 90, 133), appellant could not have prevented the aban- 
donment of the applications. He would have had to acquire 
control of their prosecution to do this and before the date 
of actual abandonment (Patent Office Rule 135). Although 
the sole applicant in Serial No. 603,152, appellant’s minor- 
ity interest in that application for all practical purposes 
ruled out his altering the existing attorney arrangement 
unless he had reason to believe the application was to be 
abandoned. 


If the appellant had attempted to step in and appoint his 
own attorney to prosecute application Serial No. 533,764 
before the Patent Office it would have been necessary for 
him to have established to the satisfaction of the Patent 
Office that the patent applications were in imminent danger 
of becoming abandoned unless he was afforded the oppor- 
tunity to handle the prosecution of the applications and 
protect his minority interest in them ex parte Harrison, 
1925 C.D. 122, 123; 340 0.G. 838. To have done this, the ap- 
plicant would have had to show intent on the part of Amer- 
ican Collo Corporation or its representatives to abandon 
the applications. This would have been impossible, under 
the circumstances of the case, for the appellant to have 
done. 


The strictness with which the Patent Office applies its 
rules concerning the handling of prosecution of applica- 
tions is amply illustrated by the difficulty that the appel- 
lant experienced in trying to appoint an attorney to repre- 
sent him in the prosecution of one of the abandoned appli- 
cations, namely, Serial No. 533,764 (supra, p. 6). The 
appellant would not have succeeded if he had attempted 
to take over the prosecution of this application in the 
Summer of 1957 when the applications were still pending 
before the Patent Office. 


13 


The appellant had a valuable property interest in the 
two patent applications, but under the established proce- 
dure for prosecution of patent applications before the 
Patent Office, he could not have avoided abandonment of 
these application unless American Collo Corporation or 
its representatives had signified to him an intent to aban- 
don the applications. He was told the exact opposite. 


In view of these facts, the abandonment of application 
Serial No. 533,764 on February 28, 1958, and of application 
Serial No. 603,152 on July 30, 1957, was unavoidable by the 
appellant. 


35 U.S.C. 133 requires a petitioner for revival of an 
abandoned application to show that delay in prosecution of 
the patent application within the six-months’ statutory 
period for response was ‘‘unavoidable’’. It is this critical 
siz-months’ period which the statute refers to as ‘‘such 
delay’’ and for which the petitioner must show that delay 


was unavoidable. The statute does not specify that the 
appellant show that delay after abandonment in filing the 
petition to revive was unavoidable. As to the critical six- 
month period, the evidence conclusively shows that the 
appellant could not have avoided abandonment of the two 
patent applications, 


For the Commissioner of Patents to refuse to revive 
appellant’s patent applications under these circumstances 
requires that 35 U.S.C. 133 be construed to require appel- 
lant to establish as well that delay in petitioning for 
revival of the abandoned patent applications was unavoid- 
able. 


Since the applications were abandoned by Mr. Feldman 
without appellant’s knowledge or consent, delay in the 
filing of petitions to revive the two applications depended 
not upon the knowledge of American Collo Corporation or 
its assignee for benefit of creditors, but upon what appel- 
lant understood was the status of the applications. 
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Appellant first learned of the abandonment of the appli- 
cations in September of 1960. He immediately took steps 
to appoint an attorney to represent him, and determine the 
true facts about the status of the applications. As early 
as was possible under the circumstances, his attorney 
filed petitions to revive the two patent applications with 
the Patent Office. Appellant was not inactive or unatten- 
tive to the applications. From the viewpoint of his infor- 
mation, there was no delay in petitioning for revival of the 
applications. 


The decision of In re Mattullath, 38 App. D.C. 497, 
510, held that the term ‘‘unavoidable’’? as used in 
35 U.S.C. 133 does not mean ‘‘incapable of having been 
prevented’’, but that which prudent and careful men acting 
in accordance with ordinary human affairs in relation to 
their important business might be expected to avoid. The 
appellant acted with such care and diligence in relation 
to the subject patent applications. Since valuable prop- 
erty rights are at stake, the appellee’s refusal to revive 
the applications may be reversed by this Court, where, as 
here, the facts clearly demonstrate that appellant’s delay 
in prosecution of the application was unavoidable, Com- 
missariat A L’Energie Atomique v. Watson, 107 U.S. App. 
D.C. 85, 88; 274 F. 2d 594. 


The appellant proceeded to check upon the status of 
the two applications through the channel of information 
which had been established for some time previous to the 
abandonment of the applications, namely, officials of Ameri- 
can Collo Corporation. Unless the appellant would have 
suspected these officials of ‘‘bad faith’? or attempting to 
defraud him out of his property rights in the two applica- 
tions, it is only through hindsight that appellee can con- 
tend that appellant should have made inquiries of third 
parties concerning the status of the applications. Since 1 
would have taken no more than a letter or a phone call for 
the American Collo Corporation or Mr. Feldman to have 
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notified appellant of an intent to abandon the two applica- 
tions, or of actual abandonment of them, appellant was not 
careless or imprudent in expecting to be so notified im view 
of the existing understanding respecting prosecution of 
the applications between the appellant and American Collo 
Corporation. 


The fact that appellant knew American Collo Corpora- 
tion was in financial difficulty would not be justification 
for the appellant to conclude that either the officials of the 
corporation were lying to him about the status of the appli- 
cations or that they did not know what they were talking 
about. Appellant was justified in relying on the representa- 
tions of American Collo Corporation officials since they 
were made as positive statements of fact, appellant had no 
information to the contrary, the officials were at the source 
of information while appellant was 3,000 miles away and he 
would have been subjected to expense to make an investi- 
gation, 23 Am. Jur. 161. 


Also, appellant did not have a duty to consult the records 
of the Patent Office to check upon the correctness of the 
representations that the applications remained in pending 
status, 23 Am. Jur. 163. 


The Commissioner of Patents contended, and this was 
adopted by the District Court, that the appellant should 
have looked elsewhere for information concerning the 
status of the two patent applications, presumably as a 
double check upon the information which the appellant 
was obtaining from his direct source of information. As 
pointed out above, this would not have prevented abandon- 
ment of the applications. Hindsight now shows that it 
could have indicated to the appellant earlier than Septem- 
ber, 1960, that the two applications had become abandoned. 
This, however, equates ‘“‘unavoidability”’ to ‘“‘capable of 
being prevented”’ which has been previously held improper 
in the decision of In re Mattullath, supra, p. 510, where the 


16 


same type of time per se test as here applied by the Dis- 
trial Court and appellee was specifically rejected (JA 
171-172). 


As soon as the appellant discovered the applications had 
been abandoned, he took the steps which would be expected 
of a prudent and careful man to try to prevent forfeiture of 
his interest in the abandoned applications. The delay which 
occurred between the latter part of September, 1960, and 
the filing of the petitions to revive on February 27, 1961, 
was not chargeable to the appellant. An attorney was 
promptly engaged to represent him in further prosecution 
of the applications and powers to inspect and make copies 
of the applications were filed on October 10, 1960 (JA 90, 
133). It took time for appellant’s attorney to check on 
the details of the insolvency proceeding in which American 
Collo Corporation had been involved. Subsequently, 
inspection of records, conferences, preparation of the peti- 
tions to revive the applications and affidavits to accompany 
them were necessary. This had to be followed by execution 
of the affidavits and the filing of the documents with 
the Patent Office. Notwithstanding intervening Christmas 
holidays and other demands upon the attorney’s time, 
including proceedings involving statutory time limitations, 
the petitions to revive were filed on March 3, 1961. Such 
normal law office practice surely would not be justification 
for denying the petitions to revive. 

Since appellant acted immediately upon learning of the 
unhappy facts of abandonment, since he had no reason 
to suspect the officials of American Collo Corporation of 
giving him erroneous information, since he was unaware 
of the assignee for the benefit of creditors and since he 
had no reason to suspect that American Collo Corporation 
or its representatives would abandon the applications 
without even a letter or phone call to this effect, it ts un- 
tenable for the Commissioner of Patents and the District 
Court to find that the delay in prosecution of these patent 


applications was not ‘‘unavoidable’’ as regards the appel- 
lant. 


POINT II 
Appellant was under no obligation to intervene in prosecution 
of the applications when he learned of the corporation’s 
financial difficulties 


The Memorandum Opinion of the District Court con- 
tains the following statement: 


“There is no evidence of record that after the plain- 
tiff learned of the assignment for the benefit of credi- 
tors that reasonably diligent inquiry by him could not 
have produced the information that the applications 
in which he had a 20% interest had been assigned to 
Mr. Feldman, and that the latter did not intend to 
spend the assets in paying a patent attorney to prose- 
cute these applications.”’ 


Plaintiff did not know about the assignment for benefit 
of creditors at least until September, 1960 (JA 96). 
At the same time, he also learned that the two patent 
applications had become abandoned (JA 96). Hence, there 


was no period of time in which the ‘‘reasonably diligent 
inquiry’? referred to could have been made unless the Court 
had reference to the period after the appellant “‘learned of 
the corporation’s financial difficulty’’, which was in the 
summer of 1957, and the time when the applications 
became abandoned, ie., July 30, 1957 and February 28, 
1958 (JA 188). 


It is unrealistic to contend that because appellant 
learned American Collo Corporation was experiencing 
financial difficulties he should have investigated details of 
possible insolvency proceedings. A research chemist 
shouldn’t be expected to spend time or money for inves- 
tigations without some clear justification. Further, ap- 
pellant obviously at the time needed to conserve expenses; 
he did the typing of correspondence regarding the applica- 
tions himself (JA 56). 


Like any inventor, appellant viewed his patent applica- 
tions as a valuable asset (JA 100) and he clearly thought 
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they would be preserved in handling the corporation’s 
fmances. Also, he had the assurances of corporation 
officials that prosecution of the applications was continuing. 


The demand for this standard of conduct of appellant 
was made by appellee and the District Court because of 
the attitude that the indica of unavoidability vary with 
length of delay in prosecution. This is reflected by the 
following statement of the Court (JA 234): 


“The Court finds that there does not exist a suffi- 


cient showing, in view of the long abandonment, to 
establish that delay was unavoidable as required by 
35 U.S.C. 133.’ (emphasis added) 


The touchstone by which ‘<ynavoidability”? is measured 
should not vary with the period of time of delay in prose- 
cation of the patent application. A situation must be 
judged as ‘‘ynavoidable’’ within the meaning of 35 U.S.C. 
133 as of the time of occurrence, not as it appears from 
the accumulation of more information at a later date. 
Passage of further time does not render the prior occur- 
rence any more or less ‘‘ynavoidable”’. An act of abandon- 
ment should not be judged by a subsequent delay unless 
the passage of tume per se places petitioner for revival on 
notice of the act which would then mark the advent of 
avoidability. A careful and prudent man must make 
judgments for a course of action on present facts, not upon 
facts as viewed by hindsight. 


Tt is essential to note that neither the Commissioner of 
Patents nor the District Court have determined that the 
passage of time per se placed the appellant on constructive 
notice of abandonment of the two applications. 


The length of time that the patent applications were 
before the Patent Office was not unusual and was not 
cause for the appellant to have assumed that the 
information concerning the status of the patent applica- 
tions which he obtained from the officials of American 
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Collo Corporation was deliberate or inadvertently errone- 
ous. Thus, the average time for prosecution of a patent 
application before the United States Patent Office is more 
than three years. With great frequency, such delay ex- 
ceeds 6 to 8 years and less frequently, 10 to 20 years. This 
statement is supported by the record (JA 173). His 
Honor, Judge Jackson, at trial acknowledged that his 
experience on the Court of Customs and Patent Appeals 
confirmed this (JA 47). 


The record establishes that the appellant made numerous 
inquiries through his direct line of communication concern- 
ing the status of the two patent applications that produced 
the results expressed in the following affidavit statements 
of the appellant: 


“That all during this time and up till September, 
1960, I was of the bona fide belief and understanding 
that the above identified application was still pending 
before the United States Patent Office and had not 
become abandoned.”? (JA 95-96). 


“That at no time from January, 1957, to until Sep- 
tember, 1960, did I have any knowledge or informa- 
tion which would lead me to believe that the patent 
applications, including the above identified applica- 
tion, had become allowed to become abandoned.’’ 
(JA 96) 


“That at no time from January, 1957 until Sep- 
tember, 1960, was I notified that the American Collo 
Corporation had become declared officially bankrupt 
with their debts and obligations exceeding their 
assets.”? (JA 96) 


It is essential to note that the contention by appellee 
that there was a burden upon the appellant to look else- 
where than the corporation officials for his information con- 
cerning the status of the patent applications did not occur 
until the appellee’s last decision of January 5, 1962 (JA 
127). The two prior decisions of May 17, 1961 (JA 134) 
and November 6, 1961 (JA 119) did not consider this to 


20 


be a ground for denying the petitions. Further, appellee 
has arbitrarily classified the appellant as a very experi- 
enced business executive whereas he was and is a research 
chemist, skilled in scientific matters rather than legal 
and business matters (JA 200-202). He was not, as was 
frequently, but erroneously, repeated by appellee, a director 
of American Collo Corporation (JA 51-52). 


POINT III 
Appellant took reasonably necessary steps to assure himself 
that prosecution of the two patent applications following 
his acquisition of a 20% in them was and would be con- 
tinuing 


The Memorandum Opinion of the District Court states 
(JA 234): 

“Tt does not appear to the Court that there is an 
adequate explanation by the plaintiff for his failure 
to take steps to insure the continued prosecution of 
this case when he learned of the corporation’s financial 
difficulties in the summer of 1957, and in that connec- 
tion for the subsequent delay in filing his petition to 
revive the patent applications before the Patent 
Office.”? (emphasis added) 


This accusatory statement first assumes a certain failure, 
which appellant denies exists, and then charges appellant 
with not explaining it. Similar language (there are two 
cases), but in different context, is found in the penultimate 
paragraph of The Commissioner’s decision of May 17, 
1961 (JA 135). It indicated, as stated in appellant’s re- 
newed petition to revive (JA 136), that noted deficiencies 
of appellant’s initial showing were the lack of (1) an 
explanation of applicant’s failure to take steps to insure 
continued prosecution, etc., (2) an affidavit from Mr. Feld- 
man (‘‘the receiver’’) and (3) an affidavit from Mr. Striker, 
the attorney of record. 


All three items were supplied. It is significant that no 
additional affidavit from appellant was requested, rather 
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an explanation was indicated. The explanation was pre- 
sented by appellant’s attorney in the renewed petition to 
revive filed June 21, 1961 (JA 137) and the two addi- 
tional affidavits were attached (JA 140-144). If any fur- 
ther affidavits had been requested, the Commissioner of 
Patents never indicated that appellant had failed to supply 
them. An indication at that time from appellee that a 
further affidavit from appellant was needed would have 
resulted in its filing. 


Appellee’s initial decision of May 17, 1961 (JA 134) and 
the renewed petition and affidavits (JA 137-144) were 
followed by a Commissioner’s decision of November 6, 
1961 in each separate application (JA 119-121, 144-145). 
These denied the petitions, not on any ground comparable 
to that quoted above, but for the following reasons: 


‘‘The showing is insufficient to establish that the 
delay was unavoidable, as required by 35 U.S.C. 133 
and Rule 137. It appears that the abandonment of 
this case by the assignee for the benefit of creditors 


(of the previous corporate assignee) was deliberate 
rather than inadvertent. The control of this case was 
vested in the assignee for the benefit of creditors dur- 
ing the period for response and his decision to aban- 
don is binding on the applicant Winkler, regardless 
of any collateral equities.’’ 


The decisions didn’t say the appellant had made an in- 
adequate showing as to steps he had taken to insure con- 
tinued prosecution. Once again, there was no indication, 
while the situation still offered the chance, of need for 
additional affidavits. On the contrary, the decisions held 
the abandonment to be deliberate by a party whose acts 
were alleged to be binding upon appellant. They closed 
the door once and for all to further showings. 


As pointed out supra, Point 1, the abandonment of the 
applications by appellant during the six-month period for 
response was clearly ‘‘unavoidable’’. The decisions of 
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November 6, 1961, recognize this and, therefore, attempt 
to justify denial of the petitions on grounds that by-pass 
the appellant. 


Reconsideration of the denial of the petitions was re- 
quested in both applications on December 18, 1961 (JA 
121-126, 136), with a discussion of law and facts. At this 
point, a new line of attack upon appellant’s position was 
taken, the main thrust of which appeared to be the propo- 
sition that appellant had looked to the wrong source for 
his information concerning the status of the applications. 
However, the decision was, in part, based upon a number 
of assumptions and conclusions of fact which were wrong. 
These have been pointed out in the record (JA 164-167) 
and have been subsequently dropped or ignored as points 
of issue by appellee. 


The record shows that appellant was convinced that the 
prosecution of the two patent applications was continuing 
notwithstanding the fact that American Collo Corporation 


was in financial difficulty. He had the assurances of Ameri- 
can Collo officials that they were. He thought of the 
applications as valuable assets which the company would 
certainly preserve; the company might sell its interest 
in them to help it out of financial difficulty. One of the 
appellant’s letters shows that this idea influenced his 
actions regarding the applications (JA 100). Clearly the 
appellant had some concern during the period 1957 to 
1960 about the applications, but this was always resolved 
by positive information from the officials of the corpora- 
tion that the prosecution was continuing (JA 96, 102). The 
appellant remained until September, 1960, of the belief 
and understanding that the applications were still pending 
(JA 96). 


This issue had been raised in appellee’s decision of 
May 17, 1961 (JA 135). It was responded to in the re- 
newal of petition (JA 136-139). The decision of November 
6, 1961, shows by reference to “collateral equities’? and 
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’ by no farther reference to this issue (JA 119-121) that 
appellee acknowledged appellant had given an adequate 
explanation for the steps he had followed to look after 
the applications. 


Appellant submits the District Couff was in error on 
this issue and that it is not a valid ground upon which to 
deny the petitions to revive. 


POINT IV 


The appellant never acquiesced in the abandonment of the 
applications by the assignee for benefit of creditors 


The District Court’s Opinion states: 


“That upon learning of the assignee’s financial 
difficulties the applicant acquiesced in the exercising 
of control by the receiver.’’ 


This statement, particularly in so far as control to aban- 
don is concerned, is not supported by the record. 


The statement, in view of the Court’s use of the term 
‘‘receiver’’, is clearly an adoption of the identical lan- 
guage of appellee’s decision of May 17, 1961, and should 
be considered in that context (JA 135). There was an 
assignee for the benefit of creditors, but no ‘‘receiver’’. 
During the trial, the appellee’s attorney continually re- 
ferred to bankruptcy proceedings and to a receiver (JA 49- 
50). A number of questions were directed to the attorneys 
for both parties by the Court relative to the possibility of 
existence of a ‘“‘receiver’’? (JA 78-79). It was finally ad- 
mitted on the record by the appellee that there had been 
no ‘“‘receiver’’? and no bankruptcy proceedings (JA 223). 
The insolvent position of the American Collo Corporation 
resulted in an assignment for the benefit of creditors. 


Knowledge by the appellant of financial difficulty of 
American Collo Corporation was not sufficient to create 
acquiescence by appellant to control exercised by the as- 
signee for benefit of creditors to dispose of any property 
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rights, such as the partial undivided interest in the two 
patent applications, owned by the appellant. The appel- 
lant’s minority interest in the patent applications was an 
asset which could not be legally transferred to the assignee 
for benefit of creditors by a general assignment from 
American Collo Corporation, 6 C.J.S. § 150. 


Appellant did not know that there was an assignee for 
the benefit of creditors until after September, 1960. Most 
significantly, the right to control which appellant had 
extended to American Collo Corporation to handle the 
applications, did not include the right to abandon any 
applications without appellant’s consent (JA 98). Hence, 
appellant can not be held to have acquiesced in the act 
which would derive him of his property right in the 
applications. The facts clearly show that appellant did 
not intend the applications to be abandoned. Further 
he had acquired his property interest in the applications 
less than a year prior to the time when he is alleged to 
have acquiesced in the abandonment which took place long 
before appellant had knowledge thereof, Pence v. Langdon, 
99 U.S. 578, 581; 25 L. Ed. 420. 


By a distorted construction of Section 3, N.J SS. 24:19, 
the appellee attempted to rationalize some form of acquies- 
cence against the appellant as regards the assignment by 
American Collo Corporation and action taken by its as- 
signee in connection with the two patent applications 
(JA 223-226). 


Mere knowledge that a corporation is in financial diff- 
culty is not tantamount to actual or constructive notice 
that the corporation has made an assignment for benefit 
of creditors. If Mr. Feldman came into possession of any 
right of control over the applications, he also acquired the 
obligation of notifying the appellant before abandoning 
the applications. 


Mr. Feldman filed with the New Jersey court an in- 
ventory of the estate, but patent assets owned by American 
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Collo Corporation were not specifically delineated, i.e., 
they were referred to only as patents and trademarks 
(JA 26). Furthermore, the inventory did not disclose 
to the New Jersey Court the existence of any joint interest 
in any of the patents. Appellant was never listed as a 
party or creditor and received no notice of the assignment 
proceedings. 


It was untenable for the District Court and appellee to 
conclude under the circumstances that appellant acquiesced 
in abandonment of the applications by the assignee for 
benefit of creditors. 


POINT V 


The district court adopted errors of the Commissioner of 
Patents respecting New Jersey statutory law on the as- 
signment for benefit of creditors and other conclusions 
of law concerning appellant's property rights 


In three separate statements (supra, Statement of 
Points) the District Court held: 


(1) American Collo Corporation had made an assign- 
ment for benefit of creditors to Mr. Feldman pursuant to 
New Jersey law. 


(2) Actions respecting the two patent applications made 
by Mr. Feldman were binding upon appellant, and 


(3) Mr. Feldman obtained legal control over the prose- 
cution of the patent applications before the Patent Office. 


These conclusions by the District Court constituted an 
adoption of prior conclusions of law made by appellee. For 
example, in the decision on petition rendered by the Com- 
missioner of Patents on January 5, 1962, in application 
Serial No. 533,764, (JA 127-128), it is stated: 


“Tt seems apparent from Mr. Feldman’s affidavit 
that he believed this application came into his posses- 
sion as the assignee for benefit of American Collo’s 
creditor’s, the petitioners then minor interest not- 
withstanding. Such belief would certainly appear rea- 
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sonable to the extent of American Collo’s then 80% 


interest, which was held in common with petitioner’s 
interest”’ 

‘‘Mr. Feldman thereupon exercised full control over 
the application in decidin not to prosecute further 
for lack of funds. Mr. Feldman’s decision is consid- 
ered binding on the petitioner who had expressly al- 
lowed American Collo to represent his interest im con- 
trolling the prosecution and took no steps to inter- 
vene upon learning in the summer of 1957 that Ameri- 
can Collo had entered ‘bankruptcy or other insolvency 
proceedings’ ’’. 


The legal ability of Mr. Feldman to obtain control over 
the property rights of the appellant in the two patent 
applications has been repeatedly questioned by the appel- 
lant. It was first raised with the Commissioner of Patents 
in the request for reconsideration (JA 122). It was pre- 
sented to the District Court as an issue before trial by trial 
brief. (JA 182-185). It was further discussed by appel- 
lant’s attorney during oral argument at trial (JA 39). 


Further aspects of the matter, particularly the legality 
of the assignment per se, were presented to the Court 
followng trial in the brief for plaintiff (JA 195). 


Under these circumstances, the questions of how Mr. 
Feldman (1) could be considered to have been legally made 
the assignee, (2) could be held to have obtained any legal 
control over prosecution of the patent applications, and 
(3) how such control could, in any event, be binding upon 
the appellant were major points of issue since the beginning 
of this matter before the Patent Office. 


The assignment by American Collo Corporation to Mr. 
Feldman was void ab initio. The New Jersey Statutes 
restrict the right to make a general assignment for the 
benefit of creditors to New Jersey corporations (N.J.S. 
2A:19-44). American Collo Corporation was not a cor- 
poration organized under the laws of the State of New 
Jersey. Rather, it was a New York corporation (JA 156). 
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The fact that this matter was completely overlooked 
during the proceedings in the New Jersey Court does not 
prevent the appellant from raising the matter here in 
support of his contention that Mr. Feldman never obtained 
legal control over the two patent applications, Judd v. 
J. W. Forsinger Co., et al., 186 A. 525, 527; 117 N.J. Law 35. 


Assuming arguendo that Mr. Feldman was properly 
the assignee of the American Collo Corporation for the 
benefit of creditors under New Jersey Statutes, this gen- 
eral assignment could not grant him legal control over the 
two subject patent applications before the Patent Office 
for several reasons. 


Mr. Michael Striker was attorney of record before the 
Patent Office for prosecution of the patent applications 
Upon the recording of the 20% interest of the appellant 
in these applications, the American Collo Corporation, 
who was no longer assignee of the entire interest in the 
applications, was prevented from revoking the power to 


Mr. Striker or appointing other attorneys in his stead to 
prosecute the patent applications without obtaining the 
written consent of the appellant or his signature upon the 
power of attorney (Patent Office Rule 36). 


To hold that Mr. Feldman, as assignee under a general 
assignment for the benefit of creditors, obtained legal con- 
trol over the prosecution of the two patent applications 
before the Patent Office amounts to granting to him rights 
of control over personal property of the appellant which 
Mr. Feldman, without applicant’s written consent, could 
never have obtained by specific instrument drafted for that 
purpose and filed with the Patent Office. 


Secondly, an assignment for benefit of creditors which 
operates only upon property within the jurisdiction in 
which the assignment is made could not effect property 
rights of appellant domiciled in California, Judd v. J. W. 
Forsinger Co., et al., supra, p. 527. 
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Finally, Mr. Feldman, as indicated supra, p. 24, could 
not have obtained, even under the most liberal interpreta- 
tion, control over the applications to abandon them without 
appellant’s consent. 


The complaint was filed in the District Court on the 
basis that the appellee had been arbitrary in refusing to 
revive the two abandoned applications upon the petition of 
the appellant. It was the contention of the appellant that 
this arbitrariness resulted from misunderstanding of some 
vital facts and an improper interpretation of applicable 
law. A number of points exhibiting mistake and error on 
the part of the appellee in acting on the petitions to revive 
appear in the record. Since they have not been mentioned 
in the Memorandum Opinion of the District Court, they 
have not been discussed in this brief. Discussion of them 
forms a part of the joint appendix and, should it be 
desirable or necessary in consideration of this matter by 
this Court, reference may be made to them. 


CONCLUSION 


The appellant could not have prevented the abandon- 
ment of the two patent applications and subsequent delay 
in filing petitions to revive them was unavoidable for 
appellant in view of the unusual circumstances. 


The judgment dismissing the complaint should be re- 
versed with a finding that delay in prosecution of appel- 
lant’s applications was unavoidable within the meaning of 
35 U.S.C. 133 and that appellant is entitled to revival of 
his two patent applications. 


Respectfully submitted, 


CanRoLL PALMER 
1331 G Street, N. W. 
Washington, D. C. 20005 
Attorney for Appellant 
Frank C. Rore 
1708 Inglewood Avenue 
Akron, Ohio 44309 
Of Counsel 
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APPENDIX OF 
STATUTES AND RULES INVOLVED 


Act of Congress, June 11, 1946, ch. 324, § 10, 60 
Stat. 243, U.S.C.A., Title 5, § 1009 
“$1009. Jupicmn Review or Acency Acrion.—Except 
so far as (1) statutes preclude judicial review or 
(2) agency action is by law committed to agency 
discretion— 


(a) Rieger or Review.— Any person suffering legal 
wrong because of any agency action, or adversely affected 
or aggrieved by such action within the meaning of any 
relevant statute, shall be entitled to judicial review thereof. 


(b) Form anp VeNvE or Action.—The form of proceed- 
ing for judicial review shall be any special statutory review 
proceeding relevant to the subject matter in any court 
specified by statute or, in the absence or inadequacy there- 
of, any applicable form of legal action (including actions 
for declaratory judgments or writs of prohibitory or 
mandatory injunction or habeas corpus) in any court of 
competent jurisdiction. Agency action shall be subject to 
judicial review in civil or criminal proceedings for judicial 
enforcement except to the extent that prior, adequate, and 
exclusive opportunity for such review is provided by law. 


(c) Rzviewaste Acts.—Every agency action made re- 
viewable by statute and every final agency action for which 
there is no other adequate remedy in any court shall be 
subject to judicial review. Any preliminary, procedural, 
or intermediate agency action or ruling not directly review- 
able shall be subject to review upon the review of the 
final agency action. Except as otherwise expressly re- 
quired by statute, agency action otherwise final shall be 
final for the purposes of this subsection whether or not 
there has been presented or determined any application for 
a declaratory order, for any form of reconsideration, or 
(unless the agency otherwise requires by rule and provides 
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that the action meanwhile shall be inoperative) for an 
appeal to superior agency authority. 


(d) Lererm REEF. —Pending judicial review any 
agency is authorized, where it finds that justice so requires, 
to postpone the effective date of any action taken by it. 
Upon such conditions as may be required and to the extent 
necessary to prevent irreparable injury, every reviewing 
court (including every court to which a case may be taken 
on appeal from or upon application for certiorari or other 
writ to a reviewing court) is authorized to issue all neces- 
sary and appropriate process to postpone the effective 
date of any agency action or to preserve status or rights 
pending conclusion of the review proceedings. 


(e) Score or Review.—So far as necessary to decision 
and where presented the reviewing court shall decide all 
relevant questions of law, interpret constitutional and 
statutory provisions, and determine the meaning or 
applicability of the terms of any agency action. It shall 
(A) compel agency action unlawfully withheld or un- 
reasonably delayed; and (B) hold unlawful and set aside 
agency action, findings, and conclusions found to be 
(1) arbitrary, capricious, an abuse of discretion, or other- 
wise not in accordance with law; (2) contrary to constitu- 
tional right, power, privilege, or immunity; (3) in excess 
of statutory jurisdiction, authority, or limitations, or short 
of statutory right; (4) without observance of procedure 
required by law; (5) unsupported by substantial evidence 
in any case subject to the requirements of sections 7 and 
8 or otherwise reviewed on the record of an agency hearing 
provided by statute; or (6) unwarranted by the facts to 
the extent that the facts are subject to trial de novo by the 
reviewing court. In making the foregoing determinations 
the court shall review the whole record or such portions 
thereof as may be cited by any party, and due account 
shall be taken of the rule of prejudicial error.’’ 
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Act of Congress, July 19, 1952, ch. 950, 66 Stat. 801, U.S.C.A. 
Title 35, § 133 


“$133. Tue ror Prosecutine Appiication.—Upon 
failure of the applicant to prosecute the application within 
six months after any action therein, of which notice has 
been given or mailed to the applicant, or within such 
shorter time, not less than thirty days, as fixed by the 
Commissioner in such action, the application shall be 
regarded as abandoned by the parties thereto, unless it 
be shown to the satisfaction of the Commissioner that 
such delay was unavoidable.’ 


New Jersey Statutes 
Act of Senate and General Assembly of State of New 
Jersey, December 5, 1951, L. 1951, ¢. 344, Title 2A, Sub- 
title 5, Chapter 19, ‘‘ Assignments for Creditors, Including 
Assignments by Insolvent Debtors’’. 


‘¢9A :19-1 Derinrrions.—As used in this chapter, 


(a) ‘*General assignment’? means a transfer or con- 
veyance by a debtor in writing, whereby the debtor 
transfers or conveys to an assignee, in trust for the benefit 
of his creditors, all of his property. A ‘‘general assign- 
ment’’ includes an assignment by a debtor made under 
section 2A :20-6 of this title. 


(b) ‘Debtor’? means any person liable on a debt, in- 
cluding any person in actual confinement or discharged 
under bond pursuant to chapter 20 of this title. 


(c) Where the copy of the general assignment is filed 
under section 2A :19-7 of this title with the surrogate of a 
county, ‘‘court’’ means the county court, probate division, 
of that county; and where the copy of the same is filed 
thereunder with the clerk of the superior court, ‘‘court’’ 
means the superior court. Said courts shall have juris- 
diction over general assignments as stated in this chapter. 


(da) ‘*Creditor’’ includes any person to whom a debt 
is due. 
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(e) “Debt’’ includes any debt, demand or claim. 


(f) ‘‘Assignor’’ means any debtor who has executed a 
general assignment. 


(g) ‘Assignee’? means an assignee under a general 
assignment, including an assignee appointed under chapter 
20 of this title.”’ 


“9A 719-6 Lecatiry oF Assicuents.—All general assign- 
ments for the benefit of creditors shall be made in accord- 
ance with the provisions of this chapter.’’ 


“694 -19-44 Any Corporation May Assicn.—Any cor- 
poration organized under the laws of this state may make 
a general assignment under the provisions of this chapter.”’ 


Rules of Practice in the United States Patent Office 


«35. CorrespONDENcE Hetp WirTH ArrorNEY.—When an 
attorney or agent shall have filed his power of attorney, 
or authorization, duly executed the correspondence will 
be held with him; notices, official letters, and other com- 
munications in the case intended for the applicant will be 
sent to the attorney or agent at the address of which 
notice shall have been given in the case, and replies to 
Office actions, or other actions in the case, will be received 
from him. Double correspondence with an applicant and 
his attorney or agent, or with two representatives, will 
not be undertaken. If more than one attorney or agent 
be appointed, correspondence will be held with the one 
last appointed unless otherwise requested.”’ 


6636. RevocaTIoN oF PowER OF ArrorNEY o& AUTHORIZA- 
TION; WITHDRAWAL OF ATTORNEY OR Acent.—A power of 
attorney or authorization of agent may be revoked at any 
stage in the proceedings of a case, and an attorney or 
agent may withdraw, upon application to and approval 
by the Commissioner; and when it is so revoked, or the 
attorney or agent so withdrawn, the Office will communicate 
directly with the applicant, or with such other attorney 
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or agent as he may appoint. An attorney or agent, except 
an associate attorney or agent whose address is the same 
as that of the principal attorney or agent, will be notified 
of the revocation of his power of attorney or authorization 
and the applicant will be notified of the withdrawal of the 
attorney or agent. An assignment will not of itself operate 
as a revocation of a power or authorization previously 
given, but the assignee of the entire interest may revoke 
previous powers and be represented by an attorney or 
agent of his own selection.’’ 


*135. ABANDONMENT For Faure to Responp WITHIN 
Toe Lowr.—(a) If an applicant fails to prosecute his 
application within six months after the date when the last 
Official notice of any action by the Office was mailed to 
him, or within such shorter time as may be fixed (Rule 
136), the application will become abandoned. 


(b) Prosecution of an application to save it from aban- 
donment must include such complete and proper action 
as the condition of the case may require. The admission 
of an amendment not responsive to the last official action, 
or refusal to admit the same, and any proceedings relative 
thereto, shall not operate to save the application from 
abandonment. 


(c) When action by the applicant is a bona fide attempt 
to advance the case to final action, and is substantially a 
complete response to the Examiner’s action, but considera- 
tion of some matter or compliance with some requirement 
has been inadvertently omitted, opportunity to explain 
and supply the omission may be given before the question 
of abandonment is considered. 


(d) Prompt ratification or filing of a correctly signed 
copy may be accepted in case of an unsigned or improperly 
signed paper.”’ 


‘137. Reviva or ABANDONED APPLicaTion.—An applica- 
tion abandoned for failure to prosecute may be revived 
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as a pending application if it is shown to the satisfaction. 
of the Commissioner that the delay was unavoidable. A 
petition to revive an abandoned application must be 
accompanied by a verified showing of the causes of the 
delay, by the proposed response unless it has been 
previously filed, and by the petition fee.”’ 
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No. 18,298 


JosePH Wrxx.eR, Appellant 


Vv. 
Davi L. Lavp, Commissioner of Patents, Appellee 


Appeal from a Judgment of the District Court of the 
United States for the District of Columbia 


REPLY BRIEF FOR APPELLANT 


ISSUE AS TO PERIOD OF TIME FOR WHICH 
UNAVOIDABILITY MUST BE ESTABLISHED 


Appellant maintains that, under the circumstances of 
this case, the period preceding actual abandonment of the 
applications was the critical period for showing that delay 
in prosecution was unavoidable as to him (see appellant’s 
brief, page 13), although appellant has not limited his 
showing of unavoidability to the period of time preceding 
actual abandonment of the applications. 
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Appellee argues this is clearly incorrect and in support 
states that it is only delay which occurs after actual 
abandonment of the applications which must be shown to 
have been unavoidable (see appellee’s brief, page 2). Thus, 
appellee argues that with any application there is no delay 
in prosecution until the six-months’ (or shortened) period 
has expired, that all delay to which 35 U.S.C. 133 relates 
is the period of time after the expiration date and that the 
showing as to unavoidability applies to all such delay. 
Appellee has stated that in the case of application S.N. 
603,152, the delay in prosecution extended from July 30, 
1957, and in the case of application S.N. 533,764, the delay 
in prosecution extended from February 28, 1957. 


This interpretation of 35 U.S.C. 133 by the appellee ap- 
pears to be inconsistent with other contentions presented 
in appellee’s brief, with standard practice of the Patent 
Office with respect to petitions to revive and with holdings 
in the appellee’s decisions and the District Court’s opinion 
on appellant’s petitions to revive. 


Under this interpretation of 35 U.S.C. 133, appellant 
would have no duty to prove unavoidability as to any 
period of time preceding the dates of actual abandonment 
of these applications. Yet, the Commissioner of Patents 
in acting on applicant’s petitions to revive, has questioned 
the showing of unavoidability as to time proceeding 
the actual abandonment of the applications. So did 
the District Court. If the present contention of the 
appellee respecting the period of time for which a peti- 
tioner for revival of an application must establish ‘“un- 
avoidability’’ is correct, then the Commissioner of Patents 
and the District Court were clearly in error in basing 
denial of the petitions upon the conclusion that the appel- 
lant had made an insufficient showing of unavoidability for 
this period of time. 


Appellee’s arguments with respect to Section 133 are 
inconsistent with the general handling of petitions to revive 
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by the Patent Office. A common form of petition to revive 
involves abandonment of an application by the attorney 
of record due to oversight followed by a discovery of the 
error within a few days of the due date and the im- 
mediate filing of a petition to revive. Under such circum- 
stances, the Patent Office requires the attorney to es- 
tablish unavoidability by a showing as to facts pre- 
ceding the date of abondonment, such as the steps taken 
by the attorney to docket the Official action in the applica- 
tion when it was first received, the standard operating 
procedure followed by the attorney in his handling of appli- 
cations, and related facts concerning a period of time 
preceding the date of abandonment. If the interpretation 
of 35 U.S.C. 133 and Patent Office Rule 137 as expressed 
in appellee’s brief is correct, then all that should be re- 
quired in a common case of this type would be for the attor- 
ney to restrict his showing of unavoidability to the one 
or two days following the actual abandonment of the ap- 
plication. 


The appellee’s contentions concerning the meaning of 
Section 133 and the application of the Patent Office Rule 
137 is inconsistent with other arguments in the brief. For 
example, the appellee has raised issues as to the sufficiency 
of evidence submitted by appellant respecting his acts prior 
to July 30, 1957, the date of abandonment of application 
S.N. 603,152 (see appellee’s brief, pages 21, lines 17-24; 25, 
lines 21-29; 26, lines 10-24; 27, lines 8-15; 29, lines 3-13 and 
36, lines 19-24). If appellee’s arguments with respect to 
the meaning of Section 133 are valid, appellant had no 
obligation to make any showing concerning unavoidability 
prior to July 30, 1957, in application S.N. 603,152 or prior 
to February 28, 1957, in application S.N. 533,764. 


Appellant’s construction of Section 133 is also inconsist- 
ent with the District Court’s findings (JA 234, lines 6 
through 16). If the time for establishing unavoidability 
does not start until after the date of actual abandonment 
of the applications, then appellant would be under no re- 
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quirement to make a showing as to the steps he took prior 
to July 30, 1957, to insure the continued prosecution of 
application S.N. 603,152, or prior to February 28, 1958, with 
respect to application S.N. 533,764. 


If appellee’s arguments with respect to Section 133 are 
correct, then the Commissioner’s decisions of November 
6, 1961 (JA 119 and 144), are clearly erroneous. The pe- 
titions to revive were denied on the basis that the aban- 
donment of the applications had been a deliberate act of 
the assignee for benefit of creditors and that such act was 
binding upon the appellant. AU of this relates to the period 
of time preceding actual abandonment of the applications, 
but under the appellee’s present interpretation of 35 U.S.C. 
133, events preceding the date of actual abandonment are 
immaterial to a showing of unavoidability as required by 
35 U.S.C. 133 and Patent Office Rule 137. 


Appellant’s showing of unavoidability starts with the 
time when the applications were first filed and follows 


through to the final time when the petitions to revive were 
filed with the Patent Office. Appellant has emphasized as 
the critical period, the time preceding actual abandonment 
of the applications and has shown that, as to him, their 
abandonment in this period was clearly unavoidable in view 
of the unusual circumstances. Farther, appellant has 
shown that for the period of time subsequent to the dates 
of abandonment of the applications, he was diligent in look- 
ing after his interest in the applications and that he imme- 
diately took steps toward revival of the applications upon 
unhappily discovering that the applications had been 
abandoned without his approval contrary to the agreement 
he had with American Collo Corporation. 


Appellant’s presentation of this action to the District 
Court and the appeal to this Court has been based on the 
contention that the Commissioner of Patents acted arbi- 
trarily in denying the petitions to revive because of his 
conclusion that the period of abandonment of these appli- 
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cations was too long per se. The arguments by appellee 
discussed above with respect to Section 133 help to dem- 
onstrate why appellant feels that his petitions to revive have 
been denied through arbitrary appraisal of the verified 
showing he has made and an erroneous construction of 
applicable law. 


APPELLEE’S COUNTERATTACK FOUNDED ON NEW 
ARGUMENTS AS TO THE EVIDENCE 


Appellee’s brief is devoted primarily to questions about 
the evidence, or alleged lack of evidence. The points of 
error stated by appellant as raised by the decisions of the 
Commissioner of Patents on the petitions to revive and by 
the decision of the District Court are generally avoided. 
New issues as to facts established by the evidence are 
raised without showing what bearing they have upon the 
question of possible errors made by the Commissioner of 
Patents in denying the petitions to revive and his applica- 
tion of pertinent law. 


The processing of the petitions to revive before the 
Patent Office involved two stages of presentation of the 
evidence. First came the presentation of evidence by affi- 
davits submitted with the petitions to revive. There fol- 
lowed a ruling of the Commissioner of Patents that the 
verified showings were deficient as to certain aspects (see 
appellant’s brief, pages 21 and 22). This was responded to 
by submission of additional affidavits correcting the stated 
deficiencies. No further deficiencies were noted and no ad- 
ditional evidence was requested. Based upon this record, 
the Commissioner of Patents proceeded to make his rulings 
on the petitions and it was upon this record that the Dis- 
trict Court also based its judgment. Now, the appellee 
comes to this Court and submits an argument which, in 
large measure, addresses itself to alleged lack of evidence 
on points which seem to be completely irrelevant to the 
issues. An example of this is found at page 6 of appellee’s 
brief which states that there is ‘‘no evidence’? as to: 
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(1) The nature and extent of the corporation’s busi- 
ness. 


(2) Whether the corporation at any time sold prod- 
ucts on any market. 

(3) Whether the corporation did any business out- 
side the state of New Jersey. 

(4) Whether the corporation had any purpose other 
than the prospective exploitation of inventions in the 
field of chemistry. 


(5) How long prior to August, 1955, the corpora- 
tion was organized. 


The brief is replete with further irrelevant statements 
as to what is not in the record, e.g., see pages 10 and 11 
where the following are listed: 


(6) Why appellant assigned applications to the cor- 


poration which were filed before he became an em- 
ployee. 


(7) Who prepared and initially prosecuted such ap- 
plications. 

(8) Who paid for the preparation and prosecution 
of such applications. 


(9) Why appellant left the employment of the Cor- 
poration. 


Such allegations as to lack of evidence are new to the 
case. These items did not form a part of the grounds 
upon which the Commissioner of Patents denied the peti- 
tions to revive or the basis upon which the District Court 
sustained the Commissioner of Patents. This negative 
approach surely does not justify the denial of the petitions 
to revive appellant’s two applications. 


Evidence on these items could have been submitted if 
there had ever been any indication in the proceedings 
that such facts should be furnished with the petitions to 
revive. Even now, appellee has not shown how such items 
are relevant. 
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As a result of the proceedings on the petitions to revive 
before the Patent Office, the controversy had resolved it- 
self into certain specific issues which appellant has at- 
tempted to fairly and comprehensively formulate in the 
‘‘statement of questions presented’’ in appellant’s brief. 
Appellee’s statement of questions presented is so general- 
ized it would apply to any case involving a petition to re- 
vive a patent application by anyone having any interest in 
the application, except for the reference to three-year de- 
lay. Applicant again submits to this Court that time per 
se is not a proper basis for denial of a petition to revive 
under 35 U.S.C. 133 and neither appellee nor the District 
Court have determined that the time of the abandonment 
was long enough to constitute notice to appellant of the 
abandonment of the applications (appellant’s brief, pages 
18-19). 


LEGALITY OF THE ASSIGNMENT FOR 


BENEFIT OF CREDITORS 


Appellant contends that the assignment for benefit of 
creditors was void ab initio because American Collo Cor- 
poration was a New York corporation and the pertinent 
New Jersey Statute 2A :19-44 qualifies only corporations 
of the State of New Jersey. Appellee argues that appel- 
lant has not cited supporting Court decisions. Reference 
is made to appellant’s brief at page 27 and to the fol- 
lowing: 

Security Trust Co. v. Dodd, 19 8. Ct. 545; 173 U.S. 
624; 43 L. Ed. 835, 840 (U.S. Sp. Ct.—1899) 

Moore et al. v. Bonnell et al., 31 N.J. Law 90, 91 (Sp. 
Ct. N.J.—1864) 


Lubinsky v. Hoffman, 284 N.Y.S. 549, 550; 158 Mise. 
261 (N.Y. Sp. Ct.—1934) 


Appellee contends that the question of legal effect of the 
assignment for benefit of creditors is now moot because 
the assignment was ‘‘Court-approved’’. This is untenable. 
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An assignment for benefit of creditors which has been ap- 
proved by a court and become final is still subject to attack 
directly or collaterally for a variety of reasons, e.g., fraud, 
disposal of property not within the jurisdiction of the 
Court-approved action, ete. : 


Cissell v. Johnston, 4 App. D.C. 335, 348 (C.A.D.C._— 
1894) 


Kohn et al. v. Ryan at al., 31 F. 636, 637 (C.C. Ilowa— 
1887) 


Appellee also contends that because appellant in 1961 
obtained from the assignee for benefit of creditors an as- 
signment of whatever interest, rightly or wrongly, that 
assignee held, or laid claim to, in the two instant applica- 
tions, this now prevents appellant from raising the question 
of legality of the assignment for benefit of creditors. This 
is a non sequitur. The purchase of rights in property 
claimed by an assignee for benefit of creditors does not 
estop the purchaser from contesting the legality of the 
assignment : 


Haydock et al. v. Coope et al., 53 N.Y. 68, 76 (N.Y. 
Ct. App.—1873) 


Appellee’s suggestion (page 25 of appellee’s brief) as 
to why the inventory of the corporation’s assets subject to 
the assignment for benefit of creditors did not list patent 
applications is another non sequitur. A more valid reason 
for the omission was that Mr. Feldman knew he had no 
right to dispose of property in which the assignor had 
only an 80% interest (see appellant’s brief, page 27) and 
which was owned, in part, by a non-resident. 

The acquisition of the assignment of the entire interest 
in application S.N. 533, 764 permitted appellant to dispose 
of the appellee’s refusal to accept the power of attorney 
filed in that application (JA 111-112). 

Appellee’s reference (page 35 of appellee’s brief) to 
appellant’s attorney’s explanation for purchasing the 80% 
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residual interest seems pointless, particularly in view of 
the fact that the District Court agreed that this was good 
procedure under the circumstances (JA 85, line 8 to last 
line). 


RELEVANCY OF ITEMS NEWLY RAISED BY APPELLEE 


Appellee’s brief in discussing at page 6 the question of 
sufficiency of appellant’s evidence to establish unavoidable 
delay has stated an entirely new issue as constituting the 
basic question involved in this action, namely: 


“<The basic question here is whether or not the evi- 
dence is sufficient to establish that at any time between 
February 26, 1957, and September, 1960, appellant 
had a basis for reasonably believing that anyone other 
than himself was going to provide the money neces- 
sary to obtain further prosecution by a patent attor- 
ney of each of 11 (not merely two) patent applica- 
tions in which he had been assigned a 20% interest.’’ 


No such issue is stated previously in the record of this 
case. This now constitutes a new and third line of attack 
upon appellant’s position (see appellant’s brief, page 22, 
lines 4-10). 


Ancillary to the appellee’s new statement of this alleged 
basic question is the contention that: 


“‘There is no evidence as to the amount of excess of 
the corporation’s liability over assets which made 
necessary the assignment for benefit of creditors.’’ 


The irrelevancy of this item is apparent from the fact 
that it was never raised by appellee in acting upon the 
petitions to revive and does not constitute a part of the 
basis for the Court’s decision. Further, such information 
is part of the public record in the New Jersey Court and 
could have been introduced by appellee in the record 
when he introduced the other Court document to which he 
now refers (JA 227) if he thought it pertinent to the 
matter. 
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A similar irrelevant issue raised by appellee’s brief is: 


“cThere is no evidence that similar powers of attor- 
ney were not given for inspection of files of the other 
nine applications in which Dr. Winkler had a 20% 
interest.’” 


If appellee had considered this a relevant matter, it was 
not essential for appellant to submit evidence on this be- 
cause appellee had available for his inspection the com- 
plete files of the other nine applications. This also applies 
to some other alleged omissions of evidence. 


The raising of new issues is coupled with derogation of 
those previously established, for example, the statement on 
page 37 of appellee’s brief that it is not now necessary 
to consider the acts of Mr. Feldman upon the question of 
unavoidability as to appellant. 


The alleged right of Mr. Feldman to bind appellant zo 
an abandonment of the applications was a specific reason 
the Court held against appellant (JA 234, lines 3-11) and 
the sole ground that appellee used to deny the petitions 
to revive after the defects in the original showings had 
been corrected (JA 144-145). If this issue is of no impor- 
tance, as appellee now contends, appellant can only reiter- 
ate that he has been dealt with arbitrarily in this matter. 


Appellee’s brief twice contains the statement: 


“The title of this application indicates that it in- 
voles pou technical substances.”? (Appellee’s brief, 
page 


The relevancy of this to the issues is nowhere indicated. 
Whether the inventions covered by the application are 
simple or complex is irrelevant to the issues before this 
Court. The Court is not called upon in this action to pass 
upon patentability of an invention. This action concerns, 
instead, adjudication of property rights and the possible 
forfeiture thereof by arbitrary action of an administra- 
tive agency. 
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Concerning the issue raised by appellee as to validity 
of the assignment of the 20% interest to appellant by the 
corporation (appellee’s brief, page 10), Revised Statutes 
of New Jersey, Title 24 :19-3 reads: 


“Transfer of property within 4 months of assign- 
ment to give preference void; recovery of property. 


If any person being insolvent or in contemplation of 
insolvency shall, within 4 months before the making of 
a general assignment, and with the intention of pre- 
ferring any creditor or person under liability for him, 
mortgage, pledge, assign, pay or transfer any of his 
property, or procure or suffer any of his property to 
be taken, attached or levied upon, or any lein or en- 
cumbrance to be acquired thereon by legal process or 
otherwise, such preferential transaction shall be void 
as against the assignee. The assignee may recover the 
property given by way of preference, or the value 
thereof, from the person so receiving the same or so 
benefited thereby.”’ 


The appellee’s implication the assignment may be void 
under this section of the statute is without merit. The 
execution of the assignment of the 20% interest was simply 
a formality concerning an agreement between the parties 
which dated back much more than 4 months from March 
14, 1957 (JA 93, Item 2). 


FINANCIAL CONDITION OF AMERICAN COLLO 
CORPORATION AS AN ISSUE 


; Appellee contends the appellant should have assumed 

prosecution of the applications would not be continued 
because of the corporation’s financial difficulty and, be- 
cause appellant before the abandonment of the applica- 
| tions did not take over their prosecution, he was not dili- 
gent. This issue has been discussed as Point II in appel- 
lant brief, pages 17-20. 


| Involvement with financial difficulty by a corporation is 
| not tantamount to discontinuance of its operations and 
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does not mean that the corporation would cease to exist. 
As to the special circumstances of the present appeal, the 
verified showing establishes (JA 95-96, Items 9, 12 and 
13) that until September, 1960, appellant was of the bona 
fide belief and understanding that the applications were 
still pending before the United States Patent Office and 
had not become abandoned, that he did not have any knowl- 
edge or information which led him to believe the applica- 
tions had become abandoned and that American Collo 
Corporation was not completely out of business. The attor- 
ney continued work on handling the applications after 
appellant left American Collo Corporation (JA 101). 


Appellant continued from the summer of 1957 until 
September, 1960, to believe that the patent applications 
were not abandoned and were being processed as part of 
the continuing operations of the American Collo Corpora- 
tion (JA 95, Item 7). Tn an attempt to discount appellant’s 
direct evidence concerning this, appellee has contended 
that appellant had no reasonable basis for reading into 


the words ‘handling the cases’’ the meaning that they 
were still being prosecuted. It should be observed that the 
District Court did not agree with this (JA 60, lines 3-5). 
This evidence corroborates the unmistakably clear evidence 
that appellant did not know of the abandonment of the 
application until September, 1960 (JA 96). 


CONCLUSION 


The record coupled with the new lines of attack taken 
by appellee as expressed in appellee ’g brief supports appel- 
lant’s contention that in the beginning appellee arbitrarily 
decided that the time of abandonment of the applications 
was simply too long per se for them to be revived. Since 
then, new issues have been raised by appellee whenever 
they appear necessary to justify the denial of the petitions 
to revive. This unreasonable procedure has been accom- 
panied by fundamental errors in applying the law in dis- 
posing of appellant’s property rights. 


———— eee Gare 


SS re ~ = 
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The District Court’s adoption of appellee’s erroneous 
conclusions and application of the law should not be 
sustained. 


Respectfully submitted, 


Carrot Parmer 
Attorney for Appellant 


Of Counsel: 
Frank C. Rore 
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STATEMENT OF QUESTIONS PRESENTED 


In the opinion of the appellee, the question pre- 
sented in this appeal is: 


(1) Was there error in the holdings of the Com- 
missioner of Patents and of the District Court that 
appellant, as alleged owner of a 20% interest in the 
two instant abandoned patent applications, is not en- 
titled to their revival because his showing is insuf- 
ficient to establish that the delay of at least three 
years in prosecution of those patent applications was, 
as to him, unavoidable in the sense of 35 U.S.C. 133 
and In re Mattullath, 38 App. D.C. 497? 


IN THE 


HRnited States Court of Appeals 


For THE DISTRICT OF COLUMBIA CIRCUIT 


Appeal No. 18,298 


JOSEPH WINKLER, APPELLANT 
Vv. 


Dav L. Lapp, Commissioner of Patents, APPELLEE 


Appeal From The Judgment Of The United States 
District Court For The District of Columbia 


BRIEF FOR THE COMMISSIONER OF PATENTS 


COUNTERSTATEMENT OF THE CASE 


Because appellee extensively disagrees with appel- 
lant as to the facts established by the evidence; the 
facts, the evidence, and the lack of evidence are dis- 
cussed in detail in the argument. 


(1) 


2 
SUMMARY OF ARGUMENT 


From August, 1955 to January 2, 1957, appellant 
was the chief research and development chemist of 
| American Collo Corporation. His letters indicate that 
he was not naive in business matters. On January 
- 2, 1957, he took an assignment from the corporation 
- of a 20% interest in eleven patent applications owned 
by the corporation and in which he was an inventor. 
_ The corporation was to be responsible for all patent 
attorney expenses in any further prosecution of these 
applications and appellant was to aid the patent at- 
- torney in the prosecution. The corporation was insol- 
' vent some time before March 14, 1957, when it made 
an assignment of all its assets for benefit of creditors 
under New Jersey law. The corporation owed its pat- 
ent attorney large sums for his services in prosecut- 
ing its patent applications including the eleven in 
which appellant was assigned a 20% interest. The pat- 
ent attorney at least as early as the time of the assign- 
ment for benefit of creditors had refused to continue 
prosecution of the corporation’s applications unless 
he were paid. Correspondence between an officer of 
the corporation and appellant well before July 30, 
1957, indicates that appellant had no reasonable basis 
for believing anyone other than himself would pro- 
vide the money necessary to obtain further prosecu- 
tion by a patent attorney of any of the eleven patent 
applications. There is no evidence that well before 
July 30, 1957 appellant did not know that the cor- 
poration’s assets, including its interests in patent ap- 
plications, had passed out of the hands of the corpora- 
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tion officers and into the hands of a person acting in 
the insolvency proceeding. Appellant had such knowl- 
edge at some time in the summer of 1957. On July 
30, 1957, one of the instant applications became aban- 
doned for lack of timely response. Another became 
abandoned February 28, 1958 for the same reason. 
Appellant was not on express notice of the abandon- 
ments until September, 1960, when a corporation di- 
rector first obtained this information and transmitted 
it to him. Between the summer of 1957 and Septem- 
ber, 1960, appellant inquired of former corporation 
officials as to the status of the applications. They in- 
formed him that the applications were being “han- 
dled” by the insolvency attorneys but that they were 
unable to obtain any information from the attorneys 
as to the applications’ status. The fact that the final 
account judgment in the insolvency proceeding was 
entered in a New Jersey court on January 27, 1959 
was not known to the corporation officials and appel- 
lant until September, 1960. Appellant petitioned for 
revival of the instant two of eleven abandoned appli- 
cations on March 3, 1961. Previously appellant at no 
time attempted to contact directly either the assignee 
for benefit of creditors or the patent attorney who had 
prosecuted the applications before the assignment for 
benefit of creditors. It is submitted that appellant 
has not shown unavoidable delay in prosecution in 
the sense of 35 U.S.C. 133 and In re Mattallath, 38 
App. D. C. 497. 


4 
ARGUMENT 


The Statute 35 U.S.C. 133 


85 U.S.C. 183 reads as follows: 


Upon failure of the applicant to prosecute the 
application within six months after any action 
therein, of which notice has been given or mailed 
to the applicant, or within such shorter time, not 
less than thirty days, as fixed by the Commis- 
sioner in such action, the application shall be 
regarded as abandoned by the parties thereto, 
unless it be shown to the satisfaction of the Com- 
missioner that such delay was unavoidable. 


Patent Office Rule 137 reads as follows: 
An application abandoned for failure to prose- 


cute may be revived as a pending application if 
it is shown to the satisfaction of the Commis- 
sioner that the delay was unavoidable. A peti- 
tion to revive an abandoned application must be 
accompanied by a verified showing of the causes 
of the delay, by the proposed response unless it 
has been previously filed, and by the petition fee. 


Section 133 obviously relates to delay after failure 
timely to prosecute an application. In the instant ap- 
plications the Commissioner fixed no period shorter 
than six months for response to the last actions by the 
Examiner. Accordingly in these applications aban- 
donment resulted from failure to file responses to the 
last actions within six months of these actions. In each 
application until the six months period had expired 
there was clearly no delay in prosecution. All delay 
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in prosecution resulted thereafter * and substantially 
all such delay must be shown to be unavoidable. Such 
delay in prosecution could be ended only by filing a 
responsive amendment accompanied by a petition, a 
verified showing sufficient to establish that substan- 
tially all the delay in prosecution was unavoidable, 
and the petition fee (Rule 187). Thus in application 
Serial No. 603,152, the delay in prosecution extended 
from July 30, 1957 (when the application became 
abandoned for lack of response within six months) at 
least to March 3, 1961, when appellant filed his petition 
to revive accompanied by a proper response to the last 
action of January 30, 1957 (J.A. 184, par. 1). In 
application Serial No. 533,764, the delay in prosecu- 
tion extended from February 28, 1958 (when the 
application became abandoned for lack of response 
within six months) at least to March 3, 1961, when 
appellant filed his petition to revive accompanied by a 
proper response to the last action of August 29, 1957 
(J.A. 91, 92). 

Both appellant and appellee agree with the District 
Court that In re Mattullath, 38 App. D.C. 497, 510, 
correctly states the criterion of unavoidability in the 
sense of 35 U.S.C. 133, namely the exercise of care 
or diligence of a prudent and careful man in relation 
to important business. Hereinafter, whenever the 
term “reasonable diligence” is used it is to be read as 
meaning the care or diligence of a prudent and care- 
ful man in relation to important business. 


1 Appellant’s contentions in his brief, page 13, paragraph 3, 
are clearly incorrect. 
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Insufficiency of evidence to establish unavoidable delay 


The basic question here is whether or not the evi- 
dence is sufficient to establish that at any time be- 
| tween February 26, 1957 and September, 1960, ap- 
| pellant had a basis for reasonably believing that any- 
| one other than himself was going to provide the 
' money necessary to obtain further prosecution by a 
patent attorney of each of eleven (not merely two) 
_ patent applications in which he had been assigned a 
20% interest. 

Appellant, Dr. Joseph Winkler, in August 1955, 
| began his employment as chief research and develop- 
' ment chemist of American Collo Corporation (J.A. 
108, midpage). 

American Collo Corporation, hereinafter referred 
to as “the corporation”, was a corporation of New 
York (J.A. 156, par. 2) which carried on business at 
Ridgefield, New Jersey (J.A. 103, par. 2). There is 
no evidence as to the nature and extent of the cor- 
poration’s business. There is no evidence that the 
corporation at any time sold products on any market 
or that it did any business outside of the state of New 
Jersey. There is no evidence that the corporation had 
any purpose other than the prospective exploitation of 
inventions in the field of chemistry by appellant and 
any other employees of its research and development 
section (See J.A. 104, line 2). There is no evidence as 
to how long prior to August, 1955 the corporation 
was organized. 

The officials of the corporation included Mr. Otto 
Seligman, president (last known address in Hamburg, 
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Germany) (J.A. 106, par. 18); Mr. Guy Bishop, an 
attorney (J.A. 116, par. 7), vice president (J.A. 104, 
par. 8); and Mr. Samuel Dansker, director and a 
principal stockholder (J.A. 103, par. 2). The latter 
knew appellant Dr. Winkler since January, 1955 
(J.A. 108, midpage). 

Because of financial difficulties, namely insolvency, 
the corporation on March 14, 1957, made an assign- 
ment for the benefit of creditors to a court appointed 
assignee, Mr. David E. Feldman of the law firm of 
Furst, Furst and Feldman of Newark, New Jersey 
(J.A. 117; J.A. 105, par. 10). On April 1, 1957, the 
deed of assignment was filed in the Bergen County 
Court, Probate Division, Hackensack, New Jersey, for 
administration in that court under New Jersey Re- 
vised Statutes, Section 2A: 19 et seg. (J.A. 156). A 
final judgment was entered on January 30, 1959, 
allowing the final account of the assignee, Mr. Feld- 
man (J.A. 156; J.A. 227). The total account of the 
corporation’s assets was in the amount of $4,165.79 
(J.A. 228). There is no evidence as to the amount of 
excess of the corporation’s liabilities over assets which 
made necessary the assignment for benefit of credi- 
tors. 
Appellant contends (brief, page 26, last 7 lines et 
seq.) in view of New Jersey Statute 2A:19-44 (ap- 
pellant’s brief, page 32), the corporation being a 
corporation of New York and not a corporation or- 
ganized under the laws of the state of New Jersey, 
that the assignment for benefit of creditors “was void 
ab initio.” Appellant has cited no court decision to 
the effect that the Bergen County Court could not 
properly construe the said statute to cover a corpora- 
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tion having its principal place of business in New 

: Jersey and whose assignment for benefit of creditors 
is not objected to by any creditor. Moreover, whether 

' or not the assignment was legally correct is imma- 

| terial since it was court-approved and since appellant 
in 1961 recognized it to the extent of paying $400 to 
the assignee for benefit of creditors for the corpora- 
tion’s former interest in the two instant applications 
(J.A. 157). 

The corporation regularly during its existence en- 

gaged Mr. Michael Striker of New York as patent at- 
' torney for preparing and/or prosecuting the patent 
applications assigned to it (J.A. 104, par. 6). Such 
applications included at least 11 patent applications 
- in which appellant Dr. Joseph Winkler was an appli- 
 eant (J.A. 93, pars. 2 and 3; J.A. 102; J.A. 149, 150). 
At the time of the assignment for benefit of creditors, 
namely March 14, 1957, and for sometime prior 
| thereto, large sums of money were due to Mr. Striker 
for his preparation and/or prosecution of those appli- 
eations (J.A. 116, par. 4; J.A. 118). Mr. Striker was 
' one of the creditors-beneficiaries of the assignment 
(J.A. 116, par. 4). At the time of the assignment he 
refused to proceed with said patent applications un- 
less said sums were paid (J.A. 118). 

On September 12, 1955, at most six weeks after 
appellant became employed by the corporation, there 
was filed in the United States Patent Office instant 
application for patent by Joseph Winkler, Rolf Ma- 
roni, and Peter Kisteneich, Serial No. 533,764, en- 

' titled “Method and Apparatus for Producing Closed- 
' Cell Polyurethane Bodies” (J.A. 89, 87). Appellant in 
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his affidavit states that the invention of the applica- 
tion was made during his employment with the corpo- 
ration (J.A. 98, par. 1). The joint applicants ap- 
pointed Mr. Michael Striker as their patent attorney 
in relation to the application (J.A. 87, lowest quarter 
page). The application was assigned to the corpora- 
tion and the assignment was recorded in the Patent 
Office (J.A. 4, par 6). The title of this application 
indicates that it involves highly technical substance. 
On December 24, 1956, Mr. Striker in this applica- 
tion filed a timely response to a Patent Office action 
(J.A. 89, upper third-page). 

On August 9, 1956, a year after appellant Dr. 
Winkler became employed by the corporation, there 
was filed in the Patent Office instant application for 
patent by Joseph Winkler, Serial No. 603,152, en- 
titled “Method of Producing Open Cell Cellular Poly- 
urethane Bodies.” Appellant in his affidavit (similar 
to that at J.A. 93) states that the invention of this 
application was made during appellant’s employment 
with the corporation (J.A. 11, par. 12). Appellant 
Dr. Winkler appointed Mr, Michael Striker as his 
patent attorney in relation to this application (J.A. 
130). The assignment of this application to the cor- 
poration was recorded in the Patent Office. The title 
of this application indicates that it involves highly 
technical substance. 

Prior to January 2, 1957, at least 9 other applica- 
tions in which appellant was an applicant were filed 
in the Patent Office and assigned to the corporation 
(J.A. 104, par. 5 and 7; J.A. 149, 150). As to all 
these applications in which Dr. Winkler was an ap- 
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plicant, it was separately agreed between him and the 

‘corporation that, in the event of termination of his 
employment with the corporation or in the event of 
failure of the corporation to exploit inventions of 
these applications, the corporation would reassign to 
‘him a 20% interest in those applications (J.A. 103, 
104, par. 4, 5, and 7; J.A. 4, par. 6; J.A. 11, par. 
18). 

On or about January 2, 1957, namely two and a 
half months before the corporation’s assignment for 
the benefit of creditors on March 14, 1957, appellant 
on an amicable basis terminated his employment by 
the corporation and took from the corporation an as- 
signment of a twenty per cent interest in eleven 
patent applications in which he was an applicant 
(J.A. 98, pars. 2 and 3; J.A. 104, pars. 4 and 7; and 
J.A. 149, 150). 

Up to now, appellant has offered no explanation as 
to the validity of this assignment with respect to the 
assignee for benefit of creditors, prior to an assign- 
ment of April 24, 1961 allowing account (J.A. 227), 

in view of Revised Statutes of New Jersey, Title 2A 
49-8, which provides that preferential assignments 
within 4 months of an assignment for benefit of 
creditors are void as against the assignee. See J.A. 
224 through 226, and appellant’s brief, page 24, sec- 
ond full paragraph. 

The assignment of January 2, 1957 (J.A. 149, 150) 
shows on its face that the first six of the eleven listed 
applications were filed in the Patent Office prior to 
August, 1955, the date of beginning of appellant’s 
employment by the corporation. There is no evidence 
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of record and no explanation by appellant as to why, 
1) he assigned to the corporation his applications filed 
in the Patent Office before he became an employee of 
the corporation, and 2) on what basis he had an 
agreement with the corporation which contemplated 
exploitation by the corporation of the inventions of 
his applications (J.A. 104, pars. 4 and 5). 

There is no evidence of record to establish who pre- 
pared and initially prosecuted appellant Dr. Winkler’s 
six applications filed prior to his employment by the 
corporation and who paid for such preparation and 
prosecution prior to his employment by the corpora- 
tion. 

There is no evidence of record or explanation of- 
fered why appellant Dr. Winkler left the employment 
of a corporation of which he was chief research and 
development chemist and to which he had assigned 
patent applications filed before and during his em- 
ployment by the corporation and with which he had 
an agreement in contemplation of exploitation of his 
inventions by the corporation. 

As had previously been shown, on March 14, 1957, 
only two and a half months later, the corporation had, 
aside from any value of Dr. Winkler’s applications, 
only $4,165.79 in assets, and greater liabilities which 
made necessary the assignment for benefit of credi- 
tors. Clearly, as of January 2, 1957, the corporation 
was not in a financial position to continue to pay even 
a small salary to Dr. Winkler, its chief research and 
development chemist. 

From all the foregoing facts and circumstances 
established by the evidence, the only reasonable infer- 
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| ence is that on January 2, 1957, appellant Dr. Wink- 

ler knew that the corporation was then in financial 

difficulty at least to the extent that it lacked financial 

means in the future to pay him a salary. There is no 
i evidence that appellant did not then know that the 
corporation lacked financial means to pay substantial 
back bills of its patent attorney (J.A. 116, par. 4) and 
pay him for further services necessary in prosecution 
of appellant’s patent applications. 

Mr. Striker the corporation’s patent attorney, “had 
participated in the recording of” the assignment by 
the applicants of the entire right, title, and interest 
in the instant patent applications to the corporation 
(J.A. 116, par. 6; J.A. 147 through 149). However, 
he did not participate in the preparation and the re- 
- cording of the January 2, 1957, assignment to appel- 
i lant Dr. Winkler of 20% interest in the eleven patent 
applications including the two instant applications 
(J.A. 116, par. 7). Nor did Mr. Striker have knowl- 
edge of the assignment of the 20% interest until 
years later (J.A. 116, pars. 6 and 7). However, as 
' Jate as February 28, 1957 (J.A. 101, first paragraph), 
- Mr. Striker was still reporting to corporation officials 
the prosecution status of instant application Serial 
- No. 603,152. The assignment to appellant Dr. Wink- 
~ Jer of 20% interest of January 2, 1957, was handled 
by Mr. Guy Bishop, an attorney and vice president 
of the corporation (J.A. 116, par. 7). The assign- 
| ment was recorded in the U. S. Patent Office on Feb- 
| yuary 25, 1957 (J.-A. 151, last 4 lines). 

There is no evidence that appellant Dr. Winkler did 
not know on January 2, 1957 and thereafter that Mr. 
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Striker was not being informed of the assignment of 
the 20% interest of January 2, 1957. No explanation 
has been offered as to why Mr. Striker was not in- 
formed of this recorded assignment of an interest in 
applications in which he was the attorney of record 
and for preparation and/or prosecution of which the 
corporation owed him large sums of money. 

On January 2, 1957, appellant Dr. Winkler’s ad- 
dress was Tenafly, New Jersey (J.A. 150, midpage). 
On February 6, 1957, appellant’s address was Duarte, 
California (J.A. 98, midpage). All subsequent ad- 
dresses of appellant in the record are in California 
(J.A. 101, 102) where at least as early as Septem- 
ber, 1960 he was employed as a technical service 
specialist by Aerojet-General Corporation at Sacra- 
mento, California (J.A. 97, par. 16). 

In a letter to appellant Dr. Winkler dated February 
6, 1957, Mr. Guy Bishop, an attorney and vice presi- 
dent of the corporation, stated (J.A. 98): 


We have not taken any action in filing an 
amendment for U. S. Patent Application No. 
550,464 in accordance with your advice. We 
would certainly not drop any other application 
unless you specifically instruct us to do so. 

Appellant relies heavily on this letter (Appellant’s 
brief, Statement of Questions Presented, midpage; 
page 3, last 5 lines; page 11, last 6 lines; page 13, 
line 7; page 15, lines 4 through 6; page 16, last 6 
lines; and J.A. 93, par. 4). The assurance in this 
letter that the corporation would not drop an appli- 
cation without appellant’s consent clearly is not an 
assurance that it would through its patent attorney 
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continue the prosecution of any application if con- 
tinuance required payment to the attorney of money 
appellant knew it did not have available for that pur- 
pose. 
In a letter dated February 21, 1957, Mr. Bishop 
again communicated with appellant (J.A. 99, last 8 
Hines). That letter is not of record. There is no evi- 
dence that appellant did not have that letter in his 
files at the time of his affidavit of January 18, 1961 
(J.A. 93 and 98). From a letter dated February 26, 
1957, from appellant to Mr. Bishop (J.A. 99, 100) it 
may fairly be inferred that Mr. Bishop’s letter of Feb- 
ruary 21, 1957 related to the corporation’s difficulties 
in obtaining without outlay of money further prose- 
—eution of the remaining ten pending applications in 
“which appellant had a 20% interest, and that Mr. 
Bishop had suggested that appellant participate in 
paying the patent attorney’s fees. 
In the letter of February 26, 1957 to Mr. Bishop 
appellant stated (J-A. 99) : 


First of all I wish to discuss the matter of 
further financing of the pending applications. 
My last agreement with ACC of January 2 pro- 
vides free of charge my cooperation with your 
patent attorney in obtaining the U. S. Patents 
which is enough of a burden for the 207% in 
these patents. Therefore I must emphatically 
decline any further financial participation in the 
patent attorney expenses. (emphasis added). 


The foregoing statement suggests that appellant 
had at some time previously participated in paying 
the patent attorney expenses. 
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In the foregoing statement appellant also asserted 
an agreement of January 2, presumably 1957. The 
statement does not say that by that agreement the 
corporation was obligated to appellant to continue the 
prosecution of those applications. There is no evidence 
that the alleged agreement is anything other than the 
“eovenant” and “agreement” in the assignment of 
January 2, 1957 (J.A. 151, second full paragraph). 
Mr. Dansker, a corporation director, stated in his af- 
fidavit (J.A. 104, par. 8) only that it was the inten- 
tion of the corporation to underwrite the expenses in- 
curred in prosecuting the patent applications inas- 
much as the corporation retained an 80% interest in 
them. 

Moreover, in the foregoing statement the reference 
to a last agreement of January 2, 1957, indicates 


that of February 26, 1957, appellant found no subse- 
quent agreement in the letter of February 6, 1957, on 
which appellant now heavily relies. 

In his letter of February 26, 1957, appellant fur- 
ther stated the following to Mr. Bishop: 


But I see other ways for ACC to get rid of 
patent attorneys expenses. 

1/ ACC should organize a separate American 
Collo Development Corp. to take in a third party 
with money and finance the prosecution of the 
applications. 

2/ To start serious negotiations with Mobay 
or Nat, Aniline and sell otright (sie) all this, 
whereby I assure you of my best corporation. 

3/ Any patent application which ACC wishes 
to drop anyhow I am willing at my choice to take 
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over free of any pending attorneys or other pay- 
ment provided that in due time ACC will assign 
to me its 80% with the written waiver from Mr. 
Stricker that he has no pretenses to me for due 
fees also when I shall receive from ACC and 
Stricker all the files of this case. I suggest that 
ACC shall decide which of the US Pat. Appl. it 
will not further consider worthwhile for its busi- 
ness and proceed as indicated. 

I hope that ACC and (sic) will see my just 
point of view and act accordingly. 

The foregoing statement strongly suggests that at 
least as early as February 26, 1957, appellant knew 
that the corporation owed Mr. Striker a large sum of 
money for past services in preparing and/or prose- 
euting applications including the eleven in which ap- 
pellant had an assignment of a 207% interest. The 
matter of patent attorney expenses at this time could 
"have become a problem to Mr. Bishop only because 
Mr. Striker was threatening to render no further legal 
service without payment. The contents of appellant’s 
letter of February 26, 1957, clearly suggest that in 
his letter of February 21, 1957, Mr. Bishop informed 
appellant that Mr. Striker was threatening not to 
prosecute further any of the eleven involved applica- 
tions unless he was paid the amounts then owed him 
for past prosecution. 

The foregoing statement is evidence that appellant 
on February 26, 1957, knew that the corporation was 
not in financial condition to obtain continued prose- 
cution of the then ten patent applications in which 
appellant had a 20% interest and that this condition 
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would not be remedied unless special steps, such as 
those appellant suggested, were taken. The suggestion 
“to take in a third party with money” per se implies 
that he knew the corporation lacked the necessary 
money. (See the District Court’s finding, J.A. 238, 
lines 26 through 28.) 

There is no evidence that appellant ever received 
a letter from any corporation officer indicating that 
action was taken on any of his specific proposals of 
February 26, 1957, for taking care of patent attorney 
expenses. There is nothing of record to supply a rea- 
sonable basis for appellant to expect, without further 
information, that thereafter the corporation could 
raise the amount of patent attorney expenses and thus 
procure further prosecution of all of the eleven patent 
applications in which appellant had an interest. 

In his letter of February 26, 1957, appellant offered 
at his choice to take over the prosecution of patent 
applications which the corporation wished to drop any- 
how and made his offer on the conditions (1) that 
Mr. Striker waive the fees due him for past work on 
the applications and (2) that the corporation assign 
its 80% interest in those applications to him. This 
offer is clearly highly qualified. This offer is no 
more than a statement that if the corporation and Mr. 
Striker were to give appellant an unencumbered 100% 
interest in an application, he might, at his choice, at 
his expense continue the prosecution thereof. 

There is no evidence that appellant ever made an 
unqualified offer to engage and pay another patent 
attorney to continue to prosecute any one application 
which the corporation wished to drop and in which 
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' appellant had only a 20% interest and the corpora- 
tion retained an 80% interest. 

The letter of February 26, 1957, indicates appel- 
lant’s recognition as of that date that some of the pat- 
"ent applications in which he had a 20% interest had 
no value for the corporation. (See the District Court’s 
finding, J.A. 233, lines 28 through 25.) There is 
- neither evidence nor an explanation of record why 
an application of no value for the corporation’s busi- 
ness would have any value to anyone else, including 
appellant. 

Appellant’s letter of February 26, 1957, also indi- 

eates that Mr. Bishop in his letter of February 21, 
1957, was still asking and receiving appellant’s ad- 
- vice in detail as to the prosecution of patent applica- 
' tions in which appellant had a 20% interest (J.A. 
- 100, lower half-page and J.A. 149, 150). 
Appellant’s letter of February 26, 1957, refers to 
an application Serial No. 605,203, not included in the 
assignment of January 2, 1957. He indicates that he 
will sign an assignment of that application to the cor- 
poration upon receiving an assignment by the corpo- 
ration of 2 20% interest in it to him. 

Appellant’s letter of February 26, 1957, refers to 
application Serial No. 551,657 presumably 551, 659, 
mentioned in the assignment of January 2, 1957). 
Appellant states that on October 18, 1956 he instruct- 
ed Mr. Striker by letter to agree to the examiner’s re- 
quest for a division and that Striker followed the in- 
struction in a response filed December 7, 1956 in the 
Patent Office. 
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Appellant’s letter of February 26, 1957, also refers 
to application Serial No. 494,267 (presumably 494,- 
269, mentioned in the assignment of January 2, 
1957). Appellant states that he is returning that ap- 
plication. 

Appellant’s letter of February 26, 1957, also refers 
to application Serial No. 428,000 (presumably 428,- 
800, mentioned in the assignment of January 2, 
1957). Appellant states, in effect, that a response is 
due in that application on July 24, 1957, and that 
long before that time he will give Mr. Striker ma- 
terial for an intended discussion with the Examiner. 

There is no evidence that appellant furnished ma- 
terial to anyone for the response due July 24, 1957, 
in application Serial No. 428,000 (presumably 428,- 
800), or that subsequently to February 26, 1957, any- 
one asked appellant for such material. 

The aforesaid letters of February 6, 1957 (J.A. 
98, Ex. A, par. 1) and February 26, 1957, show on 
their face and in their substance that appellant, in 
addition to being a highly educated chemist, is also 
a capable businessman. (See the District Court’s 
finding, J.A. 233, last 8 lines.) The letter of Feb- 
ruary 6, 1957 (J.A. 98), in its last paragraph, furth- 
er indicates that appellant, Mr. Bishop, and Mr. Sel- 
igman are well informed as to how to obtain infor- 
mation they sincerely desire to have. 

There is no evidence that Mr. Bishop did not re- 
spond promptly to appellant’s letter to him of Febru- 
ary 26, 1957 and that he did not inform appellant 
before June 30, 1957 that the corporation had made 
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| or was about to make an assignment for benefit of 
, creditors of all its assets. There is no evidence that 
appellant at the time of his affidavit of January 18, 
' 1961 (J.A. 98, 98) did not have in his files such re- 
sponse. 
After the assignment for the benefit of creditors of 
March 14, 1957, neither appellant nor the officers of 
' the corporation were contacted or communicated with 
‘in any way by the assignee for benefit of creditors 
(J.A. 105, par. 12; J.A. 119, par. 7). 
In a letter of April 17, 1957 (J.A. 101), addressed 
to Mr. Otto Seligman, president of the corporation, 
| appellant refers to instant application Serial No. 
: 503,152. The letter indicates that Mr. Striker in a 
letter of February 28, 1957 reported the Examiner’s 
action of January 30, 1957 requiring restriction. Ap- 
| pellant asks Mr. Seligman to instruct Mr. Striker to 
accede to the requirement. At the time of this letter 
‘more than 3 months remained for making the proper 
response due July 30, 1957. 
In the second paragraph of his letter of April 17, 
| 1957, appellant asserts to Mr. Seligman, rather than 
as previously to Mr. Bishop, the alleged agreement of 
January 2, 1957. If there was an unrepudiated agree- 
‘ment at this time, it is not clear why appellant should 
| repeatedly have to assert it. The alleged agreement 
| as described in this letter would require no more than 
|that in those cases in which appellant had a 20% 
|interest, the corporation should pay all the patent at- 
| torney’s fees to the extent that those cases were furth- 
ier prosecuted. There is in this letter no assertion 
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that the corporation, the owner of 80% interest, was 
obligated, by an agreement with appellant, to con- 
tinue the prosecution of any or all of these eleven ap- 
plications. Moreover, it is highly significant in view 
of the letter of February 26, 1957 that in this letter 
there is no inquiry by appellant as to what had been 
done about the corporation’s problem of past and 
future patent attorney expenses or about his specific 
suggestions in the letter of February 26, 1957 “to get 
rid of patent attorneys expenses.” 

Moreover, in the second paragraph of the letter of 
April 17, 1957 (J.A. 101) appellant specifies that the 
attorney “can call through you upon my service” (em- 
phasis added). Previously appellant had at least 
sometimes instructed Mr. Striker directly on matters 
of application prosecution (J.A. 100, last 10 lines). 
There is no evidence or explanation in the record as 
to why appellant at this point specified discontinuance 
of direct communication with Mr. Striker as to ap- 
plications in which he had a 20% interest. In this 
respect, it is again noted that there is no evidence 
that appellant did not know that Mr. Striker had not 
been informed of the assignment of 20% interests to 
appellant. 

There is no evidence that, after the assignment 
for the benefit of creditors of March 14, 1957, Mr. 
Striker at any time communicated with appellant di- 
rectly or indirectly. 

In application Serial No. 603,152, on July 30, 1957, 
the response to the official action of January 30, 1957 
(J.A. 182) was due (35 U.S.C. 183). On April 17, 
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1957, appellant had advised Mr. Seligman to instruct 
‘Mr. Striker to agree to the Patent Office requirement 
for restriction of the application to claims to only 
lone of two disclosed subjects of alleged invention 
(J.A. 101). But after March 14, 1957, the date of 
ithe assignment for benefit of creditors, Mr. Striker 
thad refused to proceed with prosecution of any of the 
iaforesaid eleven patent applications unless the large 
‘sums of money due him were paid (J.A. 118, par. 4). 
‘Because the amount of the assigned assets was small 
' ($4,165.79), Mr. Feldman, the assignee for benefit of 
iereditors, did not deem it for the benefit of creditors 
‘to spend assets further to prosecute any of those ap- 
‘plications (J.A. 118, par. 5; J.-A. 116, par. 5). Ac- 
leordingly Mr. Striker filed no response on July 24, 
‘1957, in application Serial No. 428,800 (J.A. 100, 
last 5 lines; J.A. 149) and no response on July 30, 
'1957, in instant application Serial No. 603,152, and 
‘accordingly those applications became abandoned by 
‘operation of the statute 35 U.S.C. 133. Previously 
neither Mr. Striker nor Mr. Feldman nor any cor- 
poration official notified appellant of the impending 
discontinuance of prosecution of those applications for 
‘lack of necessary funds (J.A. 96, par. 14; J.A. 117, 
par. 8; J.-A. 119, par. 7). Nor did Mr. Striker or 
iMr. Feldman at any subsequent time communicate 
with appellant. 

At page 5 of his brief, appellant correctly states 
that in accordance with Patent Office established pol- 
iiey, appellant received no notice of the fact of aban- 
donment from the Patent Office. There is no conten- 
‘tion by appellant that he was entitled to such notice 
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or that he expected such notice from the Patent Of- 
fice in the event of abandonment by failure to prose- 
cute an application. 

Appellant Dr. Winkler in his affidavit states (J.A. 
95, par. 7) that “sometime in the summer of 1957”, 
that is, on June 22, 1957 or thereafter, he “heard un- 
officially” that the corporation “had experienced finan- 
cial difficulties and they had entered bankruptcy or 
other insolvency proceedings”. This is not a definite 
statement that appellant first knew after June 22, 
1957 that the corporation was in a financial difficulty. 
All the foregoing clearly indicates that he must have 
known of the actual insolvency of the corporation by 
January 2, 1957 and at the latest by February 26, 
1957. Also the Winkler affidavit does not state that 
he first knew of the insolvency proceedings in the 
summer of 1957. In any event, in view of the fact 
that instant application Serial No. 603,152 became 
abandoned on July 30, 1957, the failure of appel- 
lant’s affidavit (J.A. 98, et seq.) to state precise times 
when he first learned of the corporation’s assignment 
for benefit of creditors requires a justification which 
has not been shown. 

There is no evidence of record that Mr. Seligman 
did not respond promptly to appellants letter of April 
17, 1957 and that he did not promptly inform appel- 
lant that the corporation had made an assignment for 
benefit of creditors of all its assets. There is no 
evidence of record that at the time of appellant’s 
affidavit of January 13, 1961, he did not have Mr. 
Seligman’s response in his files. 


There is no evidence of record that appellant did 
not know by at least as early as June 30, 1957 that 
i the corporation had made an assignment for the bene- 
' fit of creditors of all its assets or “entered bank- 
| ruptcy or other insolvency proceedings”. See J.A. 95, 
par. 7. 

In appellant’s brief (page 10, last 6 lines; page 16, 
last 8 lines; page 17, midpage) it is contended that 
appellant did not know about the assignment for bene- 
fit of creditors and the assignee for benefit of credi- 
' tors until September, 1960. This contention is clear- 
_ ly contrary to the evidence at J.A. 95, par. 7 and 
| J.A. 102. Whether appellant distinguished between 
“bankruptcy” and “receiver” on one hand and “as- 
signment” or “assignee for benefit of creditors” on 
| the other hand has no significance here since to him 


i the basic meaning was the same, namely that the cor- 
poration no longer controlled its assets. 

Appellant’s brief (page 24, last 2 lines et seq.) 
states: 


Mr. Feldman filed with the New Jersey court 
an inventory of the estate, but patent assets 
owned by American Collo Corporation were not 
specifically delineated, i.e. they were referred to 
only as patents and trademarks (J.A. 26). 
Furthermore, the inventory did not disclose to 
the New Jersey Court the existence of any joint 
interest in any of the patents. Appellant was 
never listed as a party or creditor and received 
no notice of the assignment proceedings. 


Statements of counsel are not evidence. There is 
no evidence of record to support the above statement. 
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However, it is an admission against interest which 
suggests either that Mr. Feldman was inadvertently 
inaccurate in his inventory or that he, like Mr. Strik- 
er, was not aware before 1960 of the assignment to 
appellant of a 20% interest. 

There is no evidence that Mr. Feldman, the as- 
signee for the benefit of creditors, prior to 1960, was 
aware of the assignment to appellant of a 20% in- 
terest in eleven patent applications which Mr. Striker 
had prosecuted for the corporation. There is no evi- 
dence that any corporation official informed appellant 
after the assignment for benefit of creditors that Mr. 
Feldman knew of appellant’s 20% interest. There is 
no evidence that appellant, after learning of the as- 
signment for benefit of creditors, had any reason- 
able basis for expecting any communication from the 
assignee for the benefit of creditors, except for the 
purpose of soliciting appellant’s advice in further 
prosecution of applications in which he was an ap- 
plicant. 

There is no evidence of record that by June 30, 
1957, appellant did not have sufficient information 
relative to the corporation’s assignment for benefit of 
creditors that reasonable prudence required that he 
inquire as soon as possible to the party acting for the 
corporation’s former 80% interest in these applica- 
tions whether or not in the new circumstances he in- 
tended to pay out money to continue prosecution of 
any of them. 

There is no evidence of record that appellant did 
not learn of the assignment for benefit of creditors 
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well before July 30, 1957, and that reasonably dili- 
gent inquiry by him could not have produced the in- 
formation that the 80% interest in all the applica- 
| tions in which he had a 20% interest had been as- 
_ signed to Mr. Feldman and that the latter intended to 
spend no part of the assigned assets for paying a 
patent attorney to prosecute further any of these ap- 
' plications. (See the District Court’s finding, J.A. 
238, last 5 lines et seq.) 

There is no evidence of record that knowing that 
responses were due in the Patent Office in one ap- 
| plication on July 24, 1957 (J.A. 100, 4th line from 
| bottom) and in instant application Serial No. 603,152, 
on July 30, 1957, appellant made inquiry to the 
' former corporation officers shortly prior to those 
| dates to determine whether the prosecution of those 
cases would in fact be continued by filing of respon- 
sive letters in these applications. 
| There is no evidence of record that during the pe- 

riod March 14, 1957, to July 30, 1957, any corpora- 
| tion officer gave appellant misleading information as 
to the affairs of the corporation and as to who was in 
' fact controlling the prosecution of the aforesaid 
eleven applications. 

The evidence is insufficient to establish that during 
the month prior to July 30, 1957, the date of abandon- 

ment by failure to prosecute, of application Serial No. 
- 603,152, appellant could reasonably have expected 
that someone was providing the funds necessary for 
continued prosecution of any of the eleven applica- 
tions in which he had a 20% interest. 
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The evidence is insufficient to provide an adequate 
explanation by the appellant for his failure to take 
steps to insure effectively the continued prosecution 
of any of the involved applications in view of the in- 
formation he had prior to July 30, 1957. (See the 
District Court’s finding, J.A. 234, lines 12 through 
16.) 

The evidence is insufficient to establish that during 
the month prior to July 30, 1957, the date of abandon- 
ment, by failure to prosecute, of application Serial 
No. 603,152, appellant was acting with the diligence 
of a prudent and careful man in relation to important 
business to insure the continuing prosecution of this 
application. (See the District Court’s findings, J.A. 
233, lines 15 through 18.) 

The evidence is insufficient to establish that in the 
prosecution of application Serial No. 608,152, the de- 
lay beginning on July 30, 1957, was unavoidable as 
to appellant. (See the District Court’s finding, J.A. 
234, lines 3 through 6.) 

On August 29, 1957, the Examiner finally rejected 
18 claims in application Serial No. 533,764 (now 
before this Court). No response to the final rejection 
was filed within the following six months and ac- 
cordingly by operation of the statute 35 U.S.C. 133, 
the application became abandoned on February 28, 
1958. 

For at least all the reasons previously stated as to 
application Serial No. 603, 152, the evidence is in- 
sufficient to establish that the delay in prosecution 
of instant application Serial No. 533,764 beginning 
February 28, 1958, was unavoidable. 
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On August 12, 1958, appellant wrote to Mr. Selig- 
i man at his residence in New York City. Previous 
communications of record had been addressed to 
American Collo Corporation. In this letter, appellant 
Dr. Winkler states (J.A. 102): 


I am very much disturbed not hearing from 
you or Mr. Michael S. Striker, Collos Patent 
Attorney, about any action of the U. S. Patent 
Office in re all my pending 13 patent applications. 
Who is handling these, Mr. Striker or perhaps 
the lawyers who are the receivers of the Collo in 
bankruptcy? Please advise at your earliest con- 
venience. 

There is no explanation of record why appellant 
should expect any communication from Mr. Striker 
after he had specified in his letter of April 17, 1957, 
that further communication from Mr. Striker should 
be through Mr. Seligman or corporation officers. 

There is no evidence of any communication be- 
tween appellant and former officers of the corpora- 
tion between the summer of 1957, when appellant 
was informed of the corporation’s insolvency pro- 
ceedings, and August 12, 1958. There is no evidence 
that during that period he received requests for ad- 
vice from anyone as to the prosecution of the patent 
applications in which he had a 20% interest. There 
is no evidence as to when the corporation officials 
and/or Mr. Striker ceased to ask appellant’s advice 
on the prosecution of patent applications. Since the 
letter of August 12, 1958, refers to “all my pending 
13 patent applications,” it suggests that he had not 
been asked for advice for a considerable time prior to 


29 


August 12, 1958. Mr. Striker did not communicate 
with appellant from at least a time shortly after 
March 14, 1957 (J.A. 117, par. 8). 

From the time in the summer of 1957 when ap- 
pellant was “unofficially” informed that the corpora- 
tion was involved in insolvency proceedings until 
February 28, 1958, appellant had further ample time 
to find out specifically what had happened to the 80% 
interest in the applications in which he had a 20% 
interest and what the assignee for benefit of creditors 
intended to do about further prosecution. Failure of 
appellant to take such action constitutes lack of 
reasonable diligence in protecting his 20% interest 
and assuring timely prosecution. 

The delay in prosecution of application Serial No. 


533,764 was clearly avoidable as to appellant. 
A note written by appellant on his copy of the letter 
of August 12, 1958, states (J.A. 102): 


Have received a tel. call from Otto Aug. 19th 
9:30 pm “The lawyers are handling the cases for 
the U. S. Pat. Off. Otto gave them my new 
Sacro. address if they shall need my help.” 
There is no evidence that in the telephone conver- 
sation Mr. Seligman gave appellant any misinforma- 
tion. He put appellant on positive notice that the 
corporation officials had nothing further to do with 
the prosecution and that the “lawyers”, namely the 
assignee for benefit of creditors and his attorney were 
“handling” the applications. If this statement had 
been intended by Mr. Seligman to mean that he knew 
that the applications were still being prosecuted, it 
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would have been a falsehood for he had received no 
information to that effect (J.A. 105, par. 12). There 
is no evidence that Mr. Seligman did not inform ap- 
pellant that since March 14, 1957, Mr. Seligman and 
other corporation officials had received no communi- 
cation of any kind from the assignee for benefit of 
creditors or his attorney (J.A. 105, par. 12). 

Appellant, a capable businessman, as well as a 
scientist (J.-A. 98 through 100) had no reasonable 
basis for reading into the words “handling the cases” 
the meaning that they were still being prosecuted.’ 
In his letter of August 12, 1958 (J.A. 102), he ad- 
mitted that he was disturbed by the fact that the 
previous extensive consultation between him and the 
patent attorney regarding application prosecution had 
stopped. Moreover, in his letter of February 26, 
1957, to Mr. Bishop he had clearly indicated that he 
knew that the corporation itself would not consider 
further prosecution of some of the eleven applications 
worthwhile. Moreover, he could not reasonably as- 
sume that the person in charge of the assets of the 
corporation in the insolvency proceeding would spend 
money for highly speculative purposes, namely to 
pay for prosecution of eleven patent applications 
some or all of which might be practically worthless. 
(Appellant subsequently petitioned to revive only the 
instant two of those applications.) 

Appellant states in his affidavit of January 13, 
1961, that he was orally advised from time to time 


2 Compare appellant’s brief, page 9, last 5 lines. 
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by former officers of the corporation that the patent 
applications “were being processed by the bankruptcy 
attorneys.” 

This statement is vague in view of the background 
facts. The important information required was who 
was providing the money to continue prosecution of 
these eleven applications. This statement based only 
on recollection is insufficient evidence that the officers 
made specific statements to him falsely representing 
that they knew that the applications were still being 
prosecuted. 

By the telephone call from Mr. Seligman of 
August 19, 1958, in which appellant was positively 
informed that the corporation officials no longer con- 
trolled the prosecution, appellant had further infor- 
mation which made it unreasonable for him not to 


inquire directly to Mr. Feldman or Mr. Striker or the 
Patent Office as to the status of the applications and 
to Mr. Feldman or Mr. Striker as to their intentions 
as to further prosecution. By failing so to inquire 
after August 19, 1958, appellant caused further de- 
lay in prosecution of at least two years which delay 
was clearly avoidable by exercise of reasonable dili- 


gence. 

Inquiry to persons who do not have the informa- 
tion sought coupled with failure to inquire to persons 
kmown to have the information sought clearly does 
not constitute reasonable diligence in the circum- 
stances of this case. 

In the matter of the assignment for the benefit of 
creditors of American Collo Corporation on January 


30, 1959, there was entered in Bergen County Court, 
Probate Division, under N.J.S. 2A:19-1 et seg., the 
_ judgment allowing the final account of the assignee, 
Mr. Feldman (J.A. 227). 

Appellant states that in 1959 and 1960 he “was in 


' oral communication from time to time” with both 


| Mr. Samuel Dansker, a former director of the corpo- 
- ration, and Mr. Guy Bishop, the former vice presi- 
dent of the corporation, “for the purpose of inquiry 
as to the status of” his patent applications (J.A. 96, 
par. 10). He admits that in “each conversation 
Messrs. Dansker and Bishop would advise that they 
had attempted to obtain information from the bank- 
- ruptey attorneys without success as to obtaining in- 
_ formation or (sic) the ultimate disposition of the 
patent applications” (J.A. 96, par. 10). In the face 
of this admission, the additional statement (J.A. 95, 
par 7) that he was “orally advised from time to time 
by former officers of the American Collo Corporation 
that the patent applications * * * were being pro- 
cessed by the bankruptcy attorneys” can fairly be 
characterized as merely ambiguous language. 

The aforesaid statements of the officers in 1959 
and 1960, that they had no information from the 
assignee for benefit of creditors as to the applications, 
gave appellant additional reason for direct inquiry 
to Mr. Feldman, Mr. Striker or the Patent Office. 
In not making such inquiry, appellant was clearly 
lacking in reasonable diligence. He thus caused fur- 
ther avoidable delay. 
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In September, 1960, Mr. Samuel Dansker personally 

visited Mr. Feldman’s office in Newark where he was 
informed of the judgment allowing the final account 
of January 30, 1959, and that the applications in 
which appellant had a 20% interest had become 
abandoned because of lack of funds to pay the legal 
fees of the patent attorney, Mr. Striker, (J.A. 106, 
par. 14). In the latter part of September, 1960, Mr. 
Dansker orally transmitted this information to ap- 
pellant (J.A. 96, par. 11). 
- Acting on positive information which came to him 
in late September, 1960, appellant on September 26, 
1960, at Sacramento, California, signed limited 
powers of attorney to Mr. Carroll Palmer authorizing 
him to inspect the Patent Office files of the applica- 
tions before this Court (J.A. 90, 183, and J.A. 97, 
par. 15). There is no evidence that similar powers 
of attorney were not given for inspection of the files 
of the other nine applications in which Dr. Winkler 
had a 20% interest. 

There is no evidence that, in September, 1960, 
when appellant was first positively informed of the 
abandonment of eleven applications, he had the spe- 
cifie intent to continue prosecution of the instant two 
applications. 

Appellant states that since September, 1960, he 
has “attempted to interest capital in acquiring” his 
patent applications (J.A. 97, par. 16). The record 
contains no evidence as to why he made no such at- 
tempts during the previous three years. ~ 
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In. December, 1960, appellant authorized Mr. Pal- 
mer to prepare proper responses to the last Patent 
Office actions and also petitions to revive (J.-A. 97; 
par. 18) for only two of the eleven applications in. 
| which he had a 20% interest, namely applications 
Serial Nos. 533,764 and 603,152, the applications 
before this Court. 

Petitions to revive, accompanied by affidavits of 
appellant and Mr. Dansker, responses to the last 
Patent Office actions, and appellant’s powers of attor- 
ney to Mr. Palmer were filed in both applications on 
March 3, 1961 (J.A. 91 et seq.), about five months 
after appellant received positive information that the 
applications were abandoned. 

There is of record no evidence or explanation that 
would indicate that with reasonable diligence appel- 
lant could not have filed his petitions to revive with 
necessary accompanying papers within two months 
after his positive knowledge that the applications 
were abandoned. 

Prior to April 14, 1961, appellant made an offer 
of $400 to Mr. Feldman for the 80% interest in only 
two of the eleven applications in which appellant had 
a 20% interest, namely applications Serial Nos. 553,- 
764 and 603,152, now before this Court. A notice 
was mailed to all creditors that a hearing on this 
matter was to be held before the Bergen County 
Court, Probate Division, on April 14, 1961. At the 
hearing no one appeared to make a better offer or to 
oppose acceptance of appellant’s offer (J.A. 154 
through 157). Accordingly on that date the court 
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entered an order authorizing Mr. Feldman to accept 
the offer. 

On April 24, 1961, Mr. Feldman, the assignee e for 
benefit of creditors in consideration of the sum of 
$400 paid to him, assigned to appellant the 80% in- 
terest in only applications Serial Nos. 533,764 and 
603,152 formerly owned by the corporation (J.A. 
156,157). 

Appellant in his brief states (page 5) : 

* * * In order to remove any cloud of title on 
appellant’s interest in the two applications in the 
event that his petitions to revive the applications 
would be successful, the appellant’s attorney 
* * * ot a cost of $400.00, all of which went as 
attorney fees to Mr. Makeines; obtained an 
order * * * transferring the remaining 80% in- 


terest in the two applications * * * to the ap- 
pellant.* 


The only readily apparent cloud of title on appel- 
lant’s 20% interest would have been its voidability by 
the assignee for benefit of creditors under N.J.S. 2A; 
19-8 (see J.A. 224 through 226). Obviously any de- 
fect in appellant’s title because of the said statute 
was waived by Mr. Feldman in the assignment of 
April 24, 1961. See specifically J.A. 157, line 3. 
The evidence is insufficient to establish that appel- 
lant was acting with reasonable diligence in the pe- 
riod of delay in prosecution between the time of ap- 
pellant’s positive knowledge in the summer of 1957 


3 There is no evidence of record that all of the $400.00 
“went as attorney fees to Mr. Mariness”. 
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of the corporation’s insolvency proceedings and the 
time of the positive information of the abandoned 
status of the instant applications in September, 1960. 

The evidence is insufficient to establish that ap- 
pellant was acting with reasonable diligence in any 
period of delay in application prosecution between the 
summer of 1957 and March 8, 1961, the date of the 
filing of the instant petition to revive. (See the Dis- 
trict Court’s finding, J-A. 234, lines 16 through 18.) 

The evidence is insufficient to establish that any 
delay in application prosecution between the summer 
of 1957 and March 3, 1961, was unavoidable. 


Appellant’s acquiescense in the control of the prose- 
cution by the assignee for benefit of creditors. 


The circumstances in which appellant could have 


intervened to control the prosecution of the instant 
applications are indicated at J.A. 222, lines 4 through 
10. 

Appellant has adduced no evidence that in the sum- 
mer of 1957 and well before the earliest abandon- 
ment date, July 30, 1957, he was not aware of the 
insolvency proceedings and the de facto control there- 
after of the corporation’s assets by a person or per- 
sons other than the corporation officials. Appellant 
had no commitment of any kind from the de facto 
controller of the assets that he would continue the 
prosecution of the applications in which the corpora- 
tion had had an 80% interest. Accordingly, in fail- 
ing to contact the de facto controller directly to find 
out his intentions and intervene if necessary to con- 


387 


tinue the prosecution, appellant clearly acquiesced in 
the de facto control of the prosecution of the applica- 
tions by a person or persons other than the corpora- 
tion officials and is bound by the legal consequence, 
namely abandonment, of what the de facto controller 
failed to do, namely to spend money to obtain further 
prosecution of applications of no proved commercial 
value. (See the District Court’s holding, J.A. 234, 
lines 9 through 11). 

It is noted that for a holding of avoidability it is 
not necessary to find that appellant was bound by 
Mr. Feldman’s failure to continue prosecution of the 
applications where, as here, for other reasons pre- 
viously stated, it is clear that appellant has not acted 
diligently to insure continued prosecution in the sense 
of In re Mattullath, supra. 


MISCELLANEOUS 


A complete discussion of appellant’s right to control 
the prosecution is found in appellee’s main brief be- 
fore the District Court at J.A. 221 through 223. That 
discussion is here incorporated by reference. 

Appellant clearly was not forced to allow the corpo- 
ration to control the prosecution (compare appellant’s 
brief, page 9, last paragraph). There is no evidence 
that the corporation would not have permitted appel- 
lant to control the prosecution of any involved appli- 
cation if he had offered to pay the patent attorney 
expenses. 

In view of the appellant’s comments on the District 
Court’s and the Commissioner’s use of the word “re- 
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ceiver” and appellee’s attorney’s use of the term 
“bankruptcy” at the District Court hearing, attention 
is directed to appellee’s brief before the District 
Court, J.A. 228, note 2, where it is noted that appel- 
lant and his affiants first introduced those terms to 
the record, and where this matter was corrected. But 
see also the complaint (J.A. 6, par. g and J.A. 18, 
par. f). The use of the term “receiver” or “bank- 
ruptcy” by anyone in this case is not a material fact 
in this case. 

In view of appellant’s directing attention to ap- 
pellee’s attorney’s inadvertently erroneous statement, 
at the District Court hearing, that appellant was a 
corporation director, it is noted that at page 1 of the 
reply brief for appellee-defendant before the District 


Court (not in the joint appendix) this erroneous state- 
ment was expressly withdrawn and had no influence 
on the decision of the District Court. Since this mat- 
ter is not relevant to any issue before this court, ap- 
pellee has not designated his said reply brief to be 
printed in the joint appendix. 
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CONCLUSION 


It is submitted that the Commissioner of Patents 
and the District Court were clearly correct in holding 
that appellant’s showing was insufficient to establish 
that the delay in prosecution was unavoidable in the 
sense of 35 U.S.C. 133 and In re Mattullath, 38 App. 
D.C. 497, and that therefore appellant was not en- 
titled to revival of the instant applications. Accord- 
ingly, it is submitted that the judgment appealed 
from should be affirmed. 
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